< ‘ant to a court order. The

L= —_
1

October 19, 1988

cipients of {nformation under subsection
(bX2)(E) will be responsible under the stat-
ute for maintaining the confidentiality of
the Information as if they themselves were
video tape service providers.

Under paragraph (2)(F), personally identi-
fiable Information may be disclosed pursu-
- ant to a court order in a civil proceeding,
upon a showing of compeliing need for the
information that cannot be accommodated
by any other means, and if (i) the consumer
is given reasonable notice, by the person
seeking the disclosure, of the court proceed-
ing relevant to the issuance of the court
order; and (il) the consumer is afforded the
opportunity to appear and contest the claim
of the person seeking the disclosure.

If personally identifiable information is
disclosed, pursuant to paragraph (2)(F), the
courts shall impose appropriate safeguards
against unauthorized disclosure.

Bection 2710c) imposes liability where an
individual, in violation of the Act, knowing-
Iy diacloses personally Identifiable informa-
tion concerning any consumer. Under gener-
ally applicable principles of tort law, the
action of an employee is generally imputed
to the employer when the employee Is
found to have acted within the scope of his
or her employment. )

In msaking that determination, the court
or jury, as the trier of fact, should consider
all relevant facts, and the context in which
they arise. For example, it may be relevant
that the video tape service provider has an
explicit store policy that requires compli-
ance with this Act.

To ensure compliance with the law, video
tape service providers are urged to explain
the PFederal law and the store’s policy of
compliance with i{t; warn their employees
that disclogure of personal information by
anyone not designated to do 50 on behalf of
the business is grounds for dismissal; and
post. conspicuous notice of the law and store
‘policy in plain view of all employees (such

uat.thecuatom.ercountera.ndbythetel&-

phone).
.This bill does not change current law with
regard to the liability of employees for acts

committed within the.scope of their employ-. |

ment, For example, a8 clearly defined policy
will not-mserve to exculpate an employer
from Uability for the acts of. its employees
when the policy is not in fact enforced.
SBection 2710(d) is intended to apply to the
sitvation where a private individual obtains
personally identifiable information in viola-
tion of the Act. It is not intended to apply
to any Federal, Btate, or local governmental
official. It states that such information
ahaunotbereeeivedlnevtdetwemmytrinl,
hearing, arbitration; or other proceeding in
or before any court, grand jury, department,
agency, regulatory body, legislative
committiee, or other authority of the United
Sutea.tsta.t.e,orupouﬁalalbdivision ofa

Bectian 2'110(&) requiru tho destmctlon of
identifiable

information as soon .

necessary for the purpose for-which it was
collected and there are no pending requests
or orders- for access to such - infoggation
under subeections (bX2) or . .(cX2) or. pursu-
purposee of -this
provigion is to reduce. the chances that an
individual’s privacy will be -invaded, by re-
quiring the destruction of information in an
expeditious faghion, appropriate to the cir-
cumstances and to the policles protected by

. this Act.
Under this suhmctlon. the phrase the
“pnrpow for which it was collécted” must
" be narrowly construed. It niay include ac-

- ‘tivities that are for the exclusive use of mar- -.

ketinzvo()ds mdservices to the consumer,
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It may not, however, include activities that
violate the intent of the statute, which is to
protect personally identifiable information
from disclosure.

Section 2710(f) explicitly preserves the
rights of consumers to seek redress under
State laws that may provide a greater
degree of protection than is afforded by the
Federal statute. The bill does not preempt
State laws that provide greater privacy pro-
tection for video users.

Mr. MOORHEAD. Mr. Speaker, I
vield myself such time as I may con-
sume.

Mr. Speaker, I rise in support of S.
2361, the Video Privacy Protection Act
of 1988. This legislation stems from
the incident last summer when a news-
paper reporter found out from a video
store what video films Judge Bork had
rented and published a story about his
preference.

The immediate reaction to the Bork
episode was a strong bipartisan re-
sponse. Both the Democrats and the
Republicans deciding upon Judge
Bork’s judgeship became outraged and
called for legislation. This bill is the
result with Senators Leany and SiMON
joined by Senator GRASSLEY SpOnNsor-
ing on the Senate side and the gentle-
man from California, Mr. McCANDLESS,
and the gentleman from Wisconsin,
Mr. KASTENMEIER, sponsoring on the
House side. I would like to commend
all of these individuals for taking the
initiative on this important issue.

This bill prohibits the disclosure of
video records except in certain narrow-
ly defined circumstances. Such an ap-
proach will protect the privacy rights

of video tape users while ensuring that

those who need access to the informa-
tion, such as law enforcement officials,
will be able to obtain it.. -

The Courts Subcommittee dur‘ing it.s
hearings and deliberations on the leg-
cooperation
and constructive input of Erol’s, the
Video Software Dealer’s Association,
the Direct Marketing Association, the
ACLU, the FBI, and the Department
of Justice. In many ways the legisla-
tion will codify existing -practices put

- in place by Erol’s and the Direct Mar-
keting Association to provide informa-

tion privacy protection for their cus-
tomers. Mr. Speaker, the legislation
which is without opposition will pro-
vide. valuable privacy protection for
the customers of video stores and I
urge my colleagues’ support for it.

Mr. McCANDLESS. Mr. Speaker, as the one
who ﬂrst Introduced video privacy legistation, |
want to thank my colleagues, Mr. KASTEN-
MEIER and Mr.. MOORHEAD. Their supreme etf-

]
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ly, we have a product that will protect people
from invasion of their privacy.

Every day, people are asked to disclose in-
formation about themselves that someone
then squirrels away in a computer. Every time
we provide such information, we're giving a
piece of ourselves to someone else. The
Video Privacy Protection Act of 1988 ensures
that video service providers will respect the
privacy of that with which we have entrusted
them.

Mr. KASTENMEIER. Mr. Speaker, 1
have no further requests for time, and
1 vield back the balance of my time.

Mr. MOORHEAD. Mr. Speaker, I
have no further requests for time, and
I yield back the balance of my time.

The SPEAKER pro tempore. The
question is on the motion offered by
the gentleman from Wisconsin [Mr.
KasTENMEIER] that the House suspend
the rules and pass the Senate bill, S.
2361.

The question was taken; and (two-
thirds having voted in favor thereof)
the rules were suspended and the
Senate bill was passed.

A motion to reconsider was laid on
the table.

GENERAL LEAVE

Mr. KASTENMEIER. Mr, Speaker, 1
ask unanimous consent that all Mem-
bers may have 5 legislative days in
which to revise and extend their re-
marks on S. 2361, the Senate bﬂl just
passed. -

The BPEAKER pro tempore Is
there objection to the request of t.he
gentleman from. Wisccmsin? .. ;

There was no objectian.

TRADEMARK LAW REV'I.S’ION
- ACT OF 1988

" Mr. KASTENMEIER. Mr. Speaker,
move to suspend the rules and pass
the Senate bill (S. 1883) to amend the
Trademark Act of 1846 to make cer-
tain revisions relating to the registra-
tion of trademarks, and !or ot.her pur
poses, as amended. .

The Clerk read as Ionows: :

‘8. 1883

BeumctedbymeSenateandHouscqf
Representatives of the United Sl.atex aof
America in Congress assembled, =
TITLEI—-TRADEMARKIAWREVISION
SEC. 101. SHORT TITLE.
Thistltlemaybeciteda.sthe Trademark
Law Revision Act of 18887.." - -
mnummmmmw

v—-,..

Excaptuotherwheexpreslypraviﬂat
- wheneverinthhtiﬂeanamendmenthex—

pressed in terms of an amendment to a sec-

. tion or other provision, the reference shall

be eonsidered to be made to s section or
other provision of the Act entitled “An-Act
to provide for the registration and protec-
tion of trade-marks used in commerce, to
carry out the provisions of certain interna-
tional conventions, and for other purposes”,
approved July.S, 1846 (15 U.8.C. 1051 -and
following) (commonly . referred . to as the
“deemnrkActoIlMﬁ") e L T
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8EC. lﬁ. AP’PLICATION TO BEGIBI'ER TRADB—
: MARKS,

} Sect.lon 1(16 U.B.C 1051) is a.mended—
- (1) in the matter before subsection (a), by
striking out “may register his” and
l;ell.llgu thereof “may apply to register his or
(2) by redesignating pan.grphs 1), (2),
- and (3) of subsection (a) as subparagraphs
(A), (B), and (C), respectively;

(3) by redesignating subsections (a), (b),
and (c¢) as paragraphs (1), (2), and (3), re-
spectively,;

(4) by inserting “(a)" a.ft.er “Szcrion 1.”;

- (6) in subeection (l.)(l)(A) uredeeignated
by this section—

(A) by striking out a.pplled to” and lmert-

-ing in lieu thereof “used on or lnconnectlon

with”;and - - -~

. (B) byst.riklnsout goodnlneonnectlon
mdmserﬁngmueuthereof“soodaomorln
connection’’;

(6) in mbsection (a)(l)(C) u redeaignn.ted
by this section, by striking out “actually”’;

(1) in subsection (aX2), &3 redesignated by
this section, by striking out “filing” and in-
serting in Heu thereof “prescribed”; -

(8) by redesignating subsection (d) as sub-
-section (e); and -

- 49) by -inserting before subeect.lon (e), a8
redesignated by paragraph (3) of this sec-
tion, the following:

‘“(b) A person who has a bom. ﬂde inten-
tion, under circumstances showing the good
faith of such person, to use a trademark in
commerce may apply to register the trade-
mark under this Act on the principal regis-
ter hereby established: - -

“1) By filing in t.he Pat.ent and Tradn-
mark Office—

“(A) a written a.ppljcatlon, n such form as
may be prescribed by the Commissioner,
verified by the applicant, or by a member of
the firm or an officer of the corporation or
association applying, specifying applicant’s
domicile and citizenship, applicant’s bona
fide intention to use the mark in commerce,
the goods on or in connection with which
the applicant has a bona fide intention to
use the mark and the mode or manner in
which the mark is intended to be used on or
in connection with such goods, including s
statement to the effect that the person

tion in whose behalf he or she makes the
verification, to be entitled to use the mark
in commerce, and that no other person,
firm, corporation, or association, to the best
of his or her knowledge and belief, has the
right to usc such mark in commerce either
in the identical form of the mark or in such
near resemblance to the mark as to be
likely, when used on or in connection with
the goods of such other person, to cause
confusion, or to cause mistake, or to decelve,
however, except for applications filed pursu-
ant to section 44, no mark ghall be regis-
tered until the applicant has met the re-
quirements of subsection (d) of this section;
and

‘“(B) a drawing of the mark.

“(2) By paying in the Patent and Trade-
mark Office the preacribed fee.

“(3) By complying with such rules or regu-
lations, not inconsistent with law, as may be
prescribed by the Commissioner.

‘“(¢) At any time during examination of an
application flled under subsection (b), an
applicant who has made use of the mark in
commerce may claim the benefits of such
use for purposes of this Act, by amending
his or her application to bring it into con-
formity with the requirements of subsection
@).

“e(dX1) Within six months- after the date
on which the notice of allowance with re-
spect to a mark is issued under section
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13(b)(2) to an applicant under zumect:lon (b)
- of this section, the applicant shall file in the
Patent and Trademark Office, together
with such number of specimens or facsimi-’
les of the mark as used in commerce as may
be required by the Commissioner and pay-
ment of the prescribed fee, & verified state-
ment that the mark i8 in use in commerce
and specifying the date of the applicant’s
first use of the mark in commerce, those
goods or services specified in the notice of
allowance on or in connection with

‘tled to registration, and notice of registra-
tion shall be published in the Official Ga-
gette of the Patent and Trademark Office.
8uch examination may include an examina-
tion of the factors set forth in subeections
(a) through (e) of section 2. The notice of

“(2) The Commission shall extend, for one
additional 6-mochth period, the time for
filing the statement of use under paragraph
(1), upon written request of the applicant
before the expiration of the 6-month period
provided in paragraph (1). In addition to an
extension under the preceding sentence, the
Commissioner may, upon a showing of good
cause by the applicant, further extend the
time for filing the statement of use under
paragraph (1) for periods aggregating not
more than 24 months, pursuant to written
request of the applicant made before the ex-
piration of the last extension granted under
this paragraph. "Any request for an exten-
aion under this paragraph shall be accompa-

nied by a verified statement that the appli- -
cant has a continued bona fide intention to -

use the mark in commerce and specifying
those goods or services identified ‘In the:
notice of allowance on or in connection with
which the applicant has a continued bona
fide intention to use the mark in commerce,
Any request for an extension under this
paragraph shall be accompanied by pay-
ment of the prescribed fee. The Commis-
sloner shall issue regulations setting forth
guldelines for determining what constitutes
good cause for purposes of this paragraph.

‘(3) The Commissioner shall notify any
applicant who files a statement of use of the
acceptance or refusal thereof and, if the
statement of use is refused, the reasons for
the refusal. An applicant may amend the
statement of use.

“(4) The failure to timely file a verified
statement of use under this subsection shall
result in abandonment of the application.”.
SEC. 104. TRADEMARKS REGISTRABLE ON PRINCI-

PAL REGISTER.

Section 2 (16 U.8.C. 10562) is amended—

(1) by amending subsection (d) to read as
follows:

‘“¢d) Consists of or comprises a mark
which s0 resembles a mark registered in the
Patent and Trademark Office, or a mark or
trade name previously used in the United
States by another and not abandoned, as to
be likely, when used on or in connection
with the goods of the applicant, to cause
confusion, or to cause mistake, or to deceive:
Provided, That if the Commissioner deter-
mines that confusion, mistake, or deception
is not likely to result form the continued
use by more than one person of the same or
similar marks under conditions and limita-
tions as to the mode or place of use of the
marks or the goods on or in connection with
which such marks are used, concurrent reg-

which -

“October 19,1988 . . -

lstratiom be lssued tomchpemons‘
whent.heyhavebecomeentiuedtousewch.
marks as a result of their concurrent lawful
use in commerce prior to (1) the earliest of
the flling dates of the applications pending
or of any registration issued under this Act;
(2) July 5, 19847, in the case of registrations
previously issued under the Act of March 3,
1881, or February 20, 1805, and-continuing
in full force and effect on that date; or (3)
July 5, 1947, in the case of applications filed
under the Act of February 20, 1005, and reg-
istered after July 8, 1947. Use prior to the
flling date of any pending application or a
registration shall not be required when the
owner of such application or. registration
consentstothezrmtotseomurrentreﬂs-
tration to the applicant. Concurrent regis-
trations may also be issued by the Commis-
sioner when a court of competent jurisdic-
tion has finally determined that more than
one person is entitled to use the same or
similar marks in commerce. In issuing con-
current  registrations, the -Commissioner
shall prescribe conditions and limitations as
to the mode or place of use of the mark ar
the goods on or in connection with which
mhmn.rkurecisteredto t.he respect.lve ’
persons.”,

(2)lnsubm.ion (e) by striking out *
plledto"eachplaceltappearamdlnnert.lng
lnlleut.hereot“usedonorh:tconnecﬁon"
with”; and

(3) in subsection (f)—

(A) by striking out “applied to" and insert-
ing in lieu thereof ‘“used on or in connection
with”; and -

(B)bystrik:lngout“ﬁveyea.rs and all

_that follows through the end of the subsec-

tion and inserting in Heu thereof “five years

before the date on which the claim of dis-

tinctiveriess 18 made.”, -

SEC. 166. SERVICE MARKS REGISTRABLE. :
Section 3 (18 UB.C. 1053) is amended—
(1) in the first sentence—

(A) by striking out “used in commerce”;
and
(B) by striking out “, except when” and all

‘that follows through “mark {8 used”; and

(2) by striking out the second sentence.

SEC. 106. COLLECTIVE AND CERTIFICATION MARKS
REGISTRABLE. B

Section 4 (15 U.8.C. 1054) is amended—

(1) in the first sentence—

(A) by striking out “origin used in com-
merce,” and Iinserting in leu thereof
“origin,”; and

(B) by striking out “except when” and in-
serting in lieu thereof “except in the case of
certification marks when”; and

(2) by striking out the second sentence.
SEC. 167. USE BE RELATED COMPANIES.

Bection § (15 U.8.C. 1055) is amended by
adding at the end thereof the following: “If
first use of a mark by a person is controlled
by the registrant or applicant for registra-
tion of the mark with respect to the nature
and quality of the goods or services, such
first use shall inure to the benefit of the
registrant or applicant, as the case may be.”.
S8EC. 108. DISCLAIMER OF UNREGISTRABLE

MATTER.

Sedgon 6(b) (156 U.S.C. 1056(b)) is amend-
ed by striking out “paragraph (d)” and in-
gerting in lieu thereof “subsection (e)”.

SEC. 103. CERTIFICATE OF REGISTRATION ON THE
PRINCIPLE REGISTER.

Section 7 (15 U.8.C. 1057) is amended—

(1) by amending subsection (b) to read as
follows;

‘“(b) A certificate of registration of a mark

"upon the principal register provided by this

Act shall be prima facie evidence of the va-
lidity of the registered mark and of the reg-
istration of the mark, of the registrant’s
ownership of the mark, and of the regis-
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trant’s exclusive right to use the registered
mark in commerce on or in connection with
the goods or services specified in the certifi-
cate, subject to any conditions or limitations
stated in the certificate.”;

(2) by redesignating subsections (¢), (d),
(e), (1), and (g) as subsections (d), (e), (D),
(g), and (h), respectively;

(3) by inserting after subscction (b) the
following:

“(¢) Contingent on the registration of a
marl. on the principal register provided by
this Act, the filing of the application to reg-
ister such mark shall constitute constructive
use of the mark, conferring a right of priori-
ty. nationwide in effect, on or in connection
with the goods or services specified in the
registration against any other person except
for a person whose mark has not been aban-
doned and who, prior to such filing—

“(1) has used the mark;

“(2) has filed an application to register
the mark which {8 pending or has resulted
in registration of the mark; or

*(3) has filed a foreign application to reg-
ister the mark on the basis of which he or
she has acquired a right of priority, and
timely files an application under section
44(d) to register the mark which is pending
or has resulted in registration of the mark.”;

(4) In subsection (d), as redesignated by
paragraph (2) of this section, by striking out
“fee herein provided” and inserting in Heu
thereof “prescribed fee”;

(5) in subsection (f), as redesignated by
paragraph (2) of this section, by striking out
“fee required by law” and inserting in lieu
thereof “prescribed fee”; and

(6) in subsection (h), as redesignated by
paragraph (2) of this section, by striking out
“required fee” andlnsart!ng in lieu thereof
“prescribed IR .o
SEC. 110. Dmu'rlon OF nsmsrnﬂon.

Section B(a) 18 U.B.C. 1058(3)) is amend-

ed—
.« by atru:lnz out “twenty" a.nd lmertina
in lfeu thereof “ten”; and .:;

(2) by striking out “ahowing that saild
mark is in use in commerce or showing that
its” .and. inserting in lleu thereof “setting
forth those goods or services recited in-the
registration on or in connection with which
the mark is in use in commeree and attach-
ing to the affidavit a specimen or facsimile
showing current use of the ma.rk. or show-
ing that any”. .
ssc. 111, RENEWAL OF REGISTRATION. -

* Section 9 (15 U.8.C: 1069) is amended—

(1) in subsection (a) by striking out
“twent.y" and» i:mertins ln lieu thereof

) ln mhsection (c) by’ m-lkinc out “I(d)
hereof” and lmerting in Ueu thereof “I(e)
of thig Act”, :

SEC. 112. ASSIGNMENT.

Section 10 (15 U.S.C. 1060) is amended—

(1) in the first sentence by striking out
“and in any such assignment” and inserting
in lieu thereof the following: *. However, no
application to register a mark u.mier section
1(b) shall be assignable prior to the filing of

“the verified statement of use under section
1(d), except to a successor to the business of
the applicant, or portion'thereof, to which
the mark pertains, if that business is ongo-
ing and existing. In any asxlsnment author-
{zed by this section”; and -

(2) in the last pamgraph by striking out
“1(d) hereof” and Inserting in leu thereo!
“1(e) of this Act”.

SEC. 113. EXAMINATION OF APPLICATION.
. Section 12(3) (IBU.B.C 1062(3)) is amend-

(1) by striking out. “tee herein provided”
?.n.d lnaerti.nx hr llen t.hcreof “preacrihed
ee”; and
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(2) by striking out “to registration, the”
and inserting in lieu thereof “to registra-
tion, or would be entitled to registration
upon the acceptance of the statement of use
required by section 1(d) of this Act, the”.
SEC. 114. OPPOSITION TO MARKS.

Sectlon 13 (15 U.S.C. 1083) is amended—

(1) by Inserting “(a)” before **Any person’’;

(2) by striking out “required fee” and in-
serting in lieu thereof “prescribed fee’; and

(3) by adding at the end thereof the fol-
lowing:

(b) Unless registration is successfully op-
posed—

“(1) a mark entitied to registration on the
principal register based on an application
filed under section 1(a) or pursuant to sec-
tion 44 shall be registered in the Patent and
Trademark Office, a certificate of registra-
tion shall be issued, and notice of the regls-
tration shall be published in the Official
Gazette of the Patent and Trademark
Office; or

“(2) a notice of allowance shall be issued
to the applicant if the applicant applied for
registration under section 1(b).”.

SEC, 115. CANCELLATION OF REGISTRATIONS.
Section 14 (15 U.8.C. 1064) is amended—
(1) in the matter preceding -subsection

(a)—

(A) by inserting *“‘as follows” after “be
filed”; and

(B) by striking out “1305-” and inserting
in lieu thereof “1905:";

(2) in subsection (a)—

(A) by striking out ‘(a) within” and insert-
ing in Heu thereof “(1) Within”; and

(B) by striking out “; or” and inserting in -

lieu thereof a period;

" (3) in subsection (b)—

" (A) by striking out “(b) within” and lnsert-
ing in leu thereof “(2) Within"; and )

(B) by striking out “; or” a.nd lnserttng m
lieu thereof a period;

(4) by amending subsection (c) to read as
follows:

“(3) At any time if the registered mark be-
comes the generic name for the goods or

services, or a-portion thereof, for which it i3

registered, or has been abandoned, or its
registration was obtained fraudulently or

- contrary to the provisions of section 4 or of ~

subsection (a), (b), or (c) of section 2 for a
registration under this Act, or contrary to
similar prohibitory provisions of such prior
Acts for a registration under such Acts, or if
the registered mark is being used by, or with
the permission of, the registrant so as to
misrepresent the source of the goods or
services on or in connection with which the
mark is used. If the registered mark be-
comes the generic name for less than all of
the goods or services for which it is regis-
tered, a petition to cancel the registration

for only those goods or services may be-

filed. A registered mark shall not be deemed
to be the generic name of goods or services
solely because such mark is also used as. a
name of or to identify a unique product or
service. The primary significance of the reg-

istered mark to the relevant public rather -

than purchaser motivation shall be the test
for determining whether the registered
mark has become the generic name of goods
or services on or in connection with which it
has been used.”; . .

(5) in subsection (d)— o

(A) by striking out “(d) at” and inserting
in deu thereof “(4) At”; and

(B) by striking'out “; or” and inserting in
lieu thereof a periodq;

(B)insubaect.ion (e)— -

y striking out “(e) at” and insert.lnz

in ueu thereof “(5) At” ; and o

(B) by striking out “(1)”. “(2)”, “(3)”, and

“(4)* and inserting in leu thereof “(A)”,

“(B)”, “(C)” , and “(D)", respectively; and
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(7) in the proviso at the end of the section
by striking out “‘subsections (c) and ()" and
inserting in lieu thereof “paragraphs (3> and
(5)".

SEC. 116, INCONTESTABILITY OF RIGHT TO USE
MARK.

Section 15 (15 U.S.C. 1065) is amended—

(1) by striking out “subsections (c¢) and
(e)' and inserting in lieu thereof ‘“para-
graphs (3) and (5);

(2) in paragraph (3) by striking out ‘““sub-
sections (1) and (2) hereof” and inserting in
lieu thereof “paragraphs (1) and (2) of this
section”’; and

(3) in paragraph (4) by striking out “the
common descriptive name of any article or
substance, patented or otherwise” and in-
serting in lieu thereof “the generic name for
the goods or services or a portion thereof,
for which it is registered”.

SEC. 117. INTERFERENCE.

Section 18 (15 U.S.C. 1066) is amended by
striking out “applied to the goods or when
used in connection with the services” and
inserting in lieu thereof “used on or in con-
nection with the goods or services”.

SEC. 118. ACTION OF COMMISSIONER IN PROCEED-

Section 18 (15 U.5.C. 1068) is amended—

(1) by striking out “or restrict” and insert-
ing in lieu thereof “the registration, in
whole or in part, may modify the applica-
tion or registration by limiting the goods or
services specified therein, may otherwise re-
strict or rectify with respect to the regis-

(2) by striking out “or may refuse” and in-
serting in lieu thereof “may refuse”; and -

'(3) adding at the end thereof the follow-
ing: -“However, no final judgment shall be
entered in favor of an applicant under sec-
tion 1(b) before the mark is registered, if
such applicant cannot prevail without estab-
lishing constructive use pursua.nt to sect.ion
T¢e).".

'SEC. 119: APPUCA‘I']ON OF EQUI'I‘ABLE PRINCI
- PLES. - -

Section 19-(15 U.S.C. 1069) 18 a.mended by
striking out the second sentence‘ ’

BEC. 120. APPEALS. . :
Section 21 (15 U.S C 1071) is a.mended—
.(1) in subsection (a)}(1)— - - S
(A) by striking out “section 21(b) hereor”

each place it appears and inserting in Heu

thereof “subsection (b) of this section’”; .-

(B) by striking out “section 21(aX2)
hereof” and inserting in lieu thereof *‘para-
graph (2) of thia subsection”; and -

(C) by striking out “said section 21(b)”
and inserting in lieu thereof “‘subsection (b)
of this section’”;

(2) in subsection (aX4), by addlng at the
end thereof the following: “However, no
final judgment shall be enteréd in favor of
an applicant under section 1(b) before the
mark is registered, if such applicant cannot
prevall without . establishing constructive
use pursuant to section 7¢c).”;

(3) in subsection (bX1)— = .-

(A) by -striking out “section 21(5) hereot”

and inserting in lieu t.hereof “Sumectlon (a)

of this section”; - .
(B) by strlklns' out™section 21(a)"’ and in-

serting in lieu thereof “subsection (a)of this -

section’’; and :

(C) by adding at the end thereof the fol-
lowing: “However, no final judgment shall
be entered in favor of an applicant under
section 1(b) before the mark is registered, if
such applicant cannot prevail without estab-
lishing eonstructive use pursuant to section
7(e).”;’and

4) in. subaection (bX3), by st.rlkins out
“(3)” and all that follows through the end
of the first sentence and lnserttnz ln lieu
thereof the following: .

ROSTEN
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-*(3) In any case where there h no adverse
party, & copy of the complaint shall be .
served on the Commissioner, and, unless the
court finds the expense to be unreasonable,
_all the expenses of the proceeding shall be
paid by the party bringing the case, wheth-
er the final decision is ln favor of such party
or not.”.
8EC. 121. SUPPLEMENTAL REGISTER.

8Bection 23 (15 U.8.C. 1091) is amended—

(1) by inserting ‘“(a)"” before “In addltlon"
in the first paragraph;

(2) by Inserting “(b)” before “Upon t.he "
in the second paragraph;

(3) by inserting “(c)” before ‘“For the pur-
poses” in the third paragraph;

(4) iIn subsection (a), a8 dedsnat.ed by
paragraph (1) of this section— -

(A) by striking out “paragraphs (a),” and
inserting in lteu thereof “subsections (a),”;

(B) by striking out “have been in lawful
use in commerce by the proprietor thereof,
upon” and inserting {n leu thereof “are in
lafwful use in commerce by the owner there-
of, on'"

(C) by striking out “for the year preceding
the filing of the application”; and

(D) by inserting before “section 1” the fol-
lowing: “subsections (a) and (e) of"";

(5) in ‘subsection (b), as desimt.ed by -
paragraph (2) of this section, by striking out
“fee herein provided” and inserting
thereof “prescribed fee”; and

(G)bystriklnxoutt.hehstpmaph.

SEC. 122, CANCELLATION ON SUPPLEHENTAL REG-

Sect.ion 24 (16 U.S.C 1092) is unended—
(1) by st‘.rik.lng out “verlﬂed ln the second
sentence;
- (2) by st.rlklng out “wa.l not entltled to
register the mark at the time of his applica-
. -tion for registration thereof,” and
.in Heu thereof “is not entitled to registra-

m;éym-lmgout“hmtwbymem'

“istrant 6r”; and

" (4) by adding-at theend thereof the fol-'’

- Towing:"'“HoWwever, 0o final- fudgment shall -
.be-entered in favor .of -an applicant.under
-section 1(b) before the mark is registered, if -
such applicant cannot prevail without estab- .
glléah)fng nst:rucuve use pursuant to section
oL -
RmmmvmlomorAcrAm.chm.smm
PLEMENTAL REGISTER.
Section 26 (15 U.8.C. 1094) is amended—
(é) by inserting “1(b),” a.rter “sectlom s
an .
(2) by Inserting “7(c),” a.fter “T(b)".
.BEC. 124. REGISTRATION ON PRINCIPAL REGISTER
NOT PRECLUDED.
Section 27 (16 U.8.C. 1095) is amended by
a.dding at the end thereof the following:
“Registration of & mark on the supplemen-
tal register shall not constitute an admis-
sion that the mark has not acquired distine-
tiveness.”.
SEC. 126. NOTICE OF REGISTRATION.
Section 29 (15 U.8.C. 1111) is amended by
striking out “as used”.
SEC. 124, cul\ssmc.tmon OF GOODS AND SERV-
CES.

-

Section 30 (15 U.S.C. 1112) is amended—

(1) by inserting “or registrant’s” after “ap-
plicant’s”;

(2) by striking out “may file an applica-
tion” and inserting in lieu thereof “may
apply”;

(3) by striking out “goods and services
upon or in connection with which he s actu-
ally using the mark:” and inserting in lieu
thereof “goods or services on or in connec-
tion with which he or she 18 using or has a
bona fide Intention to use the mark In com-
merce;”; and .

(4) by amending the proviso to read as fol-
lows: “Provided, That if the Commissioner

in lieu .
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" by regulation permits the filing of an appu. :

cation for the registration of a mark for
. goods or services which fall within a plurali-

ty of classes, a fee equaling the sum of the’

fees for filing an application in each class
shall be paid, and the Commissioner may
issue a single certlﬂcat.e of registration for
such mark.”,
SEC. 177. INNOCENT INFRINGEMENT AND VIOLA.
TIONS OF S8ECTION 43(a).

Section 32(2) (15 U.8.C. 1114(2)) i3 amend-
ed to read as follows: :

“(2) Notwithstanding any other provision

- of this Act, the remedies given to the owner -

of a right infringed under this Act or to a
-person bringing an action under section
43(a) shall be limited as follows: -

“(A) Where an infringer or violator is en-
gaged solely in-the business of printing the
mark or violating matter for others and es-
tablishes that he-or she was an innocent in-
fringer or innocent violator, the owner of
the right infringed or person bringing the
action under section 43(a) shall be entitled
as against such infringer or violator only to
an injunction against future printing.

“(B) Where the infringement or violation
complained of is contained in or is part of
_pald advertlsing matter in a newspaper,
magarine, or other similar periodical or in
an electronic communication as defined in
section 2510(12) of title 18, United States
Code, the remedles of the owner of the
right infringed or person bringing the
action under section 43(a) as against the
publisher or distributor of such newspaper,
magazine, or other similar periodical or elec-

tronic communication shall be limited to an -

‘injunction against the presentation of such
n.dverﬁsingmattertnfuturehnueuormch
DEWEDADETs, magazines, or other similar
-‘periodicals- or. in. future transmissions of
.such:- electronic communications. The Hmita-
tions of- this subparagraph shall apply only
-ttgmnoeentinn-mgmundmnocmtvm

. “(C) Injunctive relief shall not. be avafl-

-able td the owner of the right infringed or

‘person ‘bringing the acton under sectfon
ml)ﬂmmwmmo!anewm
“'per, magazine, or other similar periodical or
an electronic communication .containing in-
Iringing matter or violation matter where
-Testraining the. dissemination of such in-

electronic communication would delay the
delivery of such issue of transmission of
such electronic communication after the
regular time for such delivery or transmis-
sion, and such delay would be due to the
method by which publication and distribu-
tion of such periodical or transmission of
such electronic communication is customari-
ly conducted in accordance with sound busi-
ness practice, and not due to any method or
device adopted to evade this section or to
prevent or delay the issuance of an injunc-
tion or restraining order with respect to
such infringing matter or violating matter.

“(D) As used in this paragraph—

“(1) the term ‘violator’ means a person
who violates section 43(a); and

“(il) the term ‘violating matter’ means
matter that is the subject of a violation
under section 43(a).”.

SEC. 128. REMEDIES.

(a) PRIMA Facie EVIDENRCE or EXCLUSIVE
RicHT To Use MAaRk.—Section 33(a) (15
U.S.C. 1115(a)) is amended—

(1) by inserting “‘the validity of the regis-
tered mark and of the registration of the
mark, of the registrant’s ownership of the
mark, and of the” after “prima facle evi-
dence of”’;

(2) by Ingerting “or in connection with”
after “in commerce on";

and Inserting.
person”’; and :
(4) by inserting “ lncludmx t.hwe set

forth in subsecton (b),” after “or defect”.

(b) CoxcLUSIVE EVIDENCE Or EXCLUSIVE
Rigar To Use -Marx.—Section 33(b) (15
U.8.C. 1115(b)) is amended—

(1) in subsection (b) by amending the
matter before paragraph (1) to read as fol-
lows:

“(b) To the extent that the right to use

the registered mark has become incontest-
able under section 15, the registration shall
be conclusive evidence of Lthe validity .of the
registered mark and of the registration of
the mark, of the registrant's ownership of
the mark, and of the registrant’s exclusive
right to use the registered mark in com-
merce. Such conclusive evidence shall relate
to the exclusive right to use the mark on or
in connection with the goods or services
specified in the affidavit flled under the
provisions of section 15, or in the renewal
application filed under the provisions of sec-
tion 9 if the goods or services specified in
the renewal are fewer in number, subject to
any conditions or imitations in the registra-
tion or in such affidavit ar renewal applica-
tion. S8uch conclusive evidence of the right
to use the registered mark shall -be subject

to proof of infringement as defined in sec-

ﬂmazmdshal.lbesubjecttothe!ouowing
defenses or defects:”;

(2) tn paragraph (3) bylmertlnz“onor"
after ‘‘goods or services”;

(3) in paragraph (4)— . s

(A)bystr[kinzout“mdemservlqe und

(B) by striking out “to users™; - . .

(4) In paragraph (8) byst.rtklngout“reciu-
tration of the mark under this Act or” and
m-t.m:tnlkuthereof“(A);hedn.teofthe
constructivée use of the mark established
‘pursuint to section 7(c), (B)the registration”
of the mark under this Act if the applica-

tion for registration is filed before the effec- .-

ttvedateo(t.he'rmdemarkhw Rev‘lnion
Act of.1988, or(C)"; - - s

.(5).in paragraph ('l)bystrlkmgout the
periodandimerﬁnglnl.leuthereof‘"or’"

(e) by adding at the end oI t.he suhsection
-the following: ~-

**“(8) That equitable p‘rlnciplag ‘lncluding

‘laches, estoppel, and wquieaoence. ‘are ap-
plicable.”.

(c) Inmcnm—Secﬁon 34(:.) as U.S.C
1116(a)) is amended tn the firat sentence by
Inserting “or to prevent a violation under
section 43(a)” after “Office™. -

(d) Notice or Surr T0 COMMISSIONER.—
Section 34(c) (15 U.8.C. 116(c)) is amended—

(1) by striking out “proceeding arising”
and inserting in lieu thereof “proceeding in-
volving a mark registered”; and

(2) by striking out ‘““decision is rendered,
appeal taken or a decree issued” and insert-
ing in lleu thereof “judgment is entered or
an appeal is taken”.

(e) CiviL Acrions ArisinG From Use or
COUNTERFEIT MARKS.—Section 34(@X1XB)
(15 U.8.C. 1116(dX1XB)) is amended by in-
serting ‘“on or” after “designation used’.
SEC. 129. RECOVERY FOR VIOLATION OF RIGHTS.

Sectfon 35(a) (15 U.8.C. 1117(a)) is amend-
ed In the first sentence by inserting “, or a
violatlon under section 43(a),” after
“Office".

SEC. 130. DESTRUCTION OF INFRINGING ARTICLES.

Section 36 (15 U.S.C. 1118) is amended In
the first sentence—

(1) by inserting *, or a violation under sec-
tion 43(a),” after *Office”; and

(2) by inserting after “registered mark”
the following: “or, in the case of a violation
of section 43(a), the word, term, name,

- :October'19, 1988
3) by stmdng out:“an opgposing party”
n leu - thereof “another -

!



- “subsections (c), (d),”; and.

-

October 19, 1988

symbol, device, combination thereof, desig-
nation, description, or representation that is
the subject of the violation,”.

SEC. 131. JURISDICTION

(a) JuRispicTioN or CourTts.—Section 39
(15 U.5.C. 1121) is amended by inserting
“(a)” after Sec. 39.”.

(b) CERTAIN ACTIONS BY STATES PRECLUD-
ED.—Section 39a (15 U.S8.C. 1121a) is amend-
ed—

(1) by striking out “Src. 3%a.” and insert-
ing in lieu thereof “(b)”; and

(2) by striking out ‘“servicemarks” each
place it appears and inserting in lieu thereof
“'service marks'’.

SEC. 132 UNREGISTERED MARKS, DESCRIPTIONS,
AND REPRESENTATIONS.

Section 43(a) (156 U.S.C. 1125(a)) is amend-
ed to read as follows:

“(a) Any person who, on or in connection
with any goods or services, or any container
for goods, uses in commerce any word, term,
name, symbol, or device; or any combination
thereof, or any false designation of origin,
false or misleading description of fact, or

false or mhleading representation of fact, <

which—

‘1) is likely to cause confusion, or to
cause mistake, or to deceive as to the affili-
ation, connection, or association of such
person with another person, or as to the
origin, sponsorship, or approval of his or
her. goods, services, or commercial activities
by another person, or :

“(2) In commercial advertising or promo-
tion, misrepresents the nature, characteris-
tics, qualities, or geographic origin of his or
her or another person’s goods. services. or
commercial activities; )

sha.ubellnhleinacivﬂactionbyanyperson

whobeuevesthatheorahelsorisukalyto

_be damaged by such act.”,

.BEC. 132, mmnonnnnm S

. Section 44 (15 US.C. 1126) is a.mended—

* ;7 (1) in subsections (¢), (d), (I), (g), ahd (h)
by striking out “paragraph (b)” each place

ltappeamandlnaerunzinneuthereof“mb--

section (b)”;

(2) In subsection’ (®)- by st.rlkhm out
“herein prescribed” and. inserting in
thereof “required in this Act”;. . -

(3) in subsection (d) by utriklng out “gec-
tionsl.z,s 4, or 23" and ingerting in leu
thereof “section 1, 3, 4, 23, or 44(e)”;

:(4) In subsection (dX2) by striking out

L'ffbut.'use In commerce need not be alleged”-

-and Inserting in lieu thereof “including a
statement that the applicant has a bona
fide .intention to use the mark in com-
merce”; .

(5) in’ mbsect.lon (d)(3) by strlklng out
”f:ll;eing” and inserting in lleu thereof “for-
elgn”

(8) in subsection (e) by adding at the end
thereof the following: . “The application
must state the applicant’s bona fide inten-
tion to use the mark in commerce, but use
in commerce shall not be required prior to

.

(1) in subsection (f) by striking out “para-

graphs (c¢), (d),” and in lleu t.hereof

e
- i

(8)'in subsection (i) by’ strlldna'but pa.ra-

graph (b) hereof” and Inserting in leu

thereof “subsection (b) of this section”. -
SEC. 134 CONSTRUCTION AND DEFINITIONS. -
Section45 (156 U.B8.C. 1127) I8 amen;l?—
(1) by smending the paragraph ining
“related company” to read as follows: . :
~“The term -‘related company’ means any
person whose use of a mark is controlled by

- the owner of the mark with respect to the .

nature and quality of the goods or services
* -on or in connection with which the mark is
used.”; -. - S T

CONGRESSIONAL RECORD — HOUSE

(2) by amending the paragraph defining
“trade name” and ‘‘commercial name” to
read as follows:

“The terms ‘trade name’ and ‘commercial
name’ mean any name used by a person to
identify his or her business or vocation.”;

(3) by amending the paragraph defining
“trademark’ to read as follows:

“The term ‘trademark’ includes any word,
name, symbol, or device, or any combination
thereof—

*(1) used by a person, or

‘(2) which a person has a bona fide inten-
tion to use in commerce and applies to regis-
ter on the principal register established by
this Act,

to identify and dlstingulsh his or her goods,
including a unique- product, from those
manufactured or sold’ ‘by others and to indi-
cate the source or-the goods, even if that
source is unknown.”; -

(4) by amending the paragraph defining -
“gervice mark"” to read as follows:

“The term ‘service mark’ means any word,
name, symbol, or device, or any combination
thereof—

“(1) used by a person, or

“(2) which a person has s bona fide inten-
tion to use in commerce and applies to regis-
ter on the principal register established by
this Act,
to identify and distinguish the services of
one person, including a unique service, from
the services of others and to indicate the
source of the services, even if that source is
unknown. Titles, character names, and
other distinctive features of radio or televl-
slon programs may be registered as service
marks notwithstanding that they, or the
progra.ma, may advertise the goods of the

r.”’;

SpONSO]
(5) by amending the paragraph defining

“certification mark” to read as follows: .

“The term ‘certification mark’ means any
word, name, symbol, or device, or any com--
bination thereof—

(1) used by a person other than its
owner, or

“(2) which its owner has a bona fide inten—
tion to permit a person other than the
owner to use in commerce and files an appli-
cation to register on the principal rec'lst.er
established by this Act,’ .
to certify regional or other orlgin. material,
mode of manufacture, quality, accuracy, or

other characteristics of such person’s goods .

or services or that the work or labor on the
goods or services was performed by mem«
bers of a union or other organization.

(6) by amending the paragraph deﬁnins

V“collect!ve mark” to read as follows:

‘“The term ‘collective mark’ means a trade-
mark or service mark—

“(1) used by the members or a coopera-
tive, an association, or other collective
group or organization, or ;

“(2) which such cooperative, assoclation,
or other collective group or organization has
a bona fide intention to use in commerce
and applies to register on the- principnl reg-
ister established by this Act,
and includes marks indicating membershlp
in a union, an amodation. or other orgamza-
tion.”: °

EEFIE N

(7 by a.inendins the paragraph deﬂning'

“mark” to read as follows:

‘““The term ‘mark’ includes any trademark,
service mark, collective mark, or certifica-
tion mark.”;

(8) by amending the matter which appears
between the paragraph defining “mark”,
and the paragraph defining “colorable imi-
tation” to read as follows:

“The term ‘use in commerce’ means the
bona fide use of a mark in the ordinary

course of trade, and not made merely to re-

gerve a right in a mark. For purposes of this
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Act, a mark shall be deemed to be in use in
commerce—

“(1) on goods when—

“(A) it is placed in any maner on the
goods or their containers or the displays as-
soclated therewith or on the tags or labels
affixed thereto, or if the nature of the
goods makes such placement impracticable,
then on documents associated with the
goods or their sale, and

“(B) the goods are sold or transported in
commerce, and

“(2) on services when it is used or dis-
played in the sale or advertising of services
and the services are rendered in commerce,
or the services are rendered in more than
one State or in the United States and a for-
elgm country and the person rendering the
services is engaged in commerce in connec-
tion with the services.

“A mark shall be deemed to be ‘aban-
doned’ when either of the following occurs:

“¢(1) When its use has been discontinued
with intent not to resume such use. Intent
not to resume may be inferred from circum-
stances. Nonuse for two consecutive years
sghall be prima facle evidence of abandon-
ment. ‘Use’ of a mark means the bona fide
use of that mark made in the ordinary
courseoftmde,a.ndmtmademerelytore—
gerve a right in a mark.

“(2) When any course of conduct of the
owner, including acts of omission as well as
commission, causes the mark to become the
generic name for the goods or services on or
in connection with which it is used or other-
wise to lose its significance as a mark. Pur-
chaser motivation shall not be a test for de-
termining a.bandonment. under this para-
graph.”. .

‘8EC. 135. PENDING APPIJCA‘I'IONS. - )
; TheTrademarkActoIlMSlsa.mendedby
adding at the end thereof the following:

“Sec. 51. All certificates of registration
‘based upon applications for registration
pending in- the Patent and Trademark
Office on the effection date of the Trade-
ma.rkLawRevixlonActoflsasahnl]remmn
in force for a period of 10 yea.m. ’
SEC.ISG.EFFECHVEDATE. Lot

‘This title and the a.mendments made by
this title shall beécome effective on the date
which Is one year a.fber t.he dat.e of enacb—
ment of thig Act. . -

TITLE II—SATELLITE HOME VIEWER

s ACT T
SEC. 201. SHORT TITLE. .

This title may be cited as the ”Satemt.e
Home Viewer Act of 1888”. .

SEC. 2#2. AMENDMENTS TO TITLE 17, l.lNl'l'ED
- BTATES CODE.

Title 17, United States Code, is amended
as follows: -

(1) Section 111 of tltle 17, Unit,ed States
Code, i8 amended—

. (A) in subsection (8)—

(i) in paragraph (3) by striking “or” at the
end; .
‘(i) by - redesignating paragraph (4) as
paragraph (5); and

- (1if) by inserthm tne followtng n.fter pam-,
graph (3): ~ " . .

“(4) the secondary transmission is made
by a satellite. carrier for private home view-
ing pursuant to a statutory license u.nder
section 119; or”; and

(B) in subsection (dX1XA) by lnsertinz

~before “Such statement’” the following:

“In determining the total number of sub-
scribers and the gross amounts paid to the
cable system for the basic service of provid-
ing secondary transmissions of primary
broadcast transmitters, the system shall not
include subscribers and amounts collected '
trom subscribers receiving transmissions for
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private : home viewins pursua.nt to- section
19 !P
(¢3] Chapt,er 1 of title 11, Unlte&Sta.tes

COde.lsamendedbyaddlnsatt.heendthe

following new section:

“g 1L9. Limitations. on exclusive ﬂaht.s: Sec-
ondary transmissions of super-
stations. and -network stations
for private home viewing

“(a) SECONDARY TRANSMISSIONS. BY SATEL-

LITE CARRIERS.—

‘“(1) vamnons.—subject to provisions
of paragraphs (3), (4). and (6) of t.hi.&embsec—
tion, transmissions of a primary .transmis-

‘slon made by a.superstation and emhodying -

a performance. or display of & work shall be

-bjuant.emuecardert.ot.ﬁapublfcto:pri
vate home viewing, and the carrier makes.a
. direct or indirect charge for each retrans-
~ .missfon service to each household recefving
the secondary transmission or to a distribu-
tor that has contracted with the carrier for
direct or indirect delivery of the secondary
transmisgion to the public for private home
viewing.
“(2) NETWORK snrxons.-
" “(A) -In gEmERAL—Subject to the. provi-
sions, of subparagraphs (B) and (C) of this
paragraph and paragraphs (3), (4),. (5), and
(8) of this subsection, secondary transmis-
sions of programming contained fn a pri-
mary transmisgion made by a network sta-
ton and' embodying a performance or dis-
play of a work shall be subject to statutory

licensing under this section if the secondary -

transmission is made by a satellite carrier to
the publie for private home viewing, and the
carrier makes & direct or indirect charge for
such retransmission service to each sub-

!;,riber reoeivhur the mda.ry transmis-
on.

‘“(B). éwomr mxmssmns 0 U -

SERVED HOUSEHOLDS.—The statutory license
provided fer in: subpamcrmph ¢A) shall be

-¢(C). BUBMISBION. OF .SURSCRIEER - LISTS: TQ
NETWORKS.—A. satellite carrier that makes
secondary transmissions of a primary trans-
mission made by s network statiomr pursuant
to. subparagraph (A) shall, 90 days after the
effective date aof the Satellite- Home Viewer
Act of 1988, or 90 days after commencing
such secondary transmissions, whichever is
Iater, submit to the network that owns oris
affiliated with the network station a list
identifying (by street address, including
county and zip code) all subscribers to
which thre satellite carrier currently makes
secondary transmissions of that. primary
transmission. Thereafter, on the 15th of
each month, the satellite carrier shall
submit to the network & list identifying (by
street address, including county and zip
code) any persons who have been added or
dropped a8 such subscribers since the last
submission under this subparagraph. Such
subscriber iInformation submitted by a satel-
Iite carrier may be used only for purposes of
monitoring compliance by the satellite earri-
er with this subsection. The subnrssion re-
quirements of this subparagraph shall apply
to a satellite carrier only if the network to
whom the submissions are to be made places
on file with the Register of Copyrights, on
or after the effective date of the Satellite
Home Viewer Act of 1988, a document iden-
tifying the name and address of the person
to whom such submissions are to be made.
The Register shall maintain for public in-
spection a file of all such documents.

*(3) NONCOMPLIANCE WITH REPORTING AND
PAYMENT REQUIREMENTS.—Notwithstanding
the provisions of paragraphs (1) and (2), the
willful or repeated secondary transmission
to the public by a satellite carrier of a pri-
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‘TAry, - transmission made. by & superstation
or a network station snd embodying a. per-
formance or display of a work is actionable
as an act of infringement. under section 801,
and is fully subject to the-remedies provided

by sections 502 through 506 and: 509, where .

the satellite carrier has not deposited the
statement of account and royalty fee re-
quired by subsection (b), or has failed to
make the submissions: to networks required
by paragraph (2XC).

“(4) WILLFUL nrmnons.—llot;wlt.hstnnd
ing the provisions of paragraphs (1) and (2),
the secondary transmission: to the public by
& satellite carrier of & transmission

primary:
madebyasupemtation or & network station -
and embodying & performance or display of -

& work is actionable as an. act of infringe
ment. under section 501, and is fully subject
to the remedies provided by sections. 562
thorugh 506 and sections 509 and 510,.if the
content of the particular program in which
the performance or display is embodied, or
any commercial advertising or station an-
nouncement transmitted by the primary
tranamitter during, or immediately before
or after, the transmission- of such program,
i8 in any way willfully.altered by the satel-
lite carrier through changes, deletions, or
additions, or is combined with programming
from any other broadcast signal.

‘“(5) VIoLATION OFr TERRITORIAL. HESTRIC-
TIONS O BTATUTORY LICENSE ror NETWORK
STATIONS.— :

“(A) INDIVIDUAL VIOLATIONS.—The willful
or repeated secondary transmission by a sat-
ellite carrier of a primary transmission
made by & network station and embhodying &
performance. or display of a work to a sub-
scriber who does. not reside In an unserved
household is actionmable as an act of infring-
ment. under section 501 and. ia fully subject
to the ranediespmvidedbysecﬂonssoz
through 508 and 509, except that— -

“(1) no damages shall be awarded for such
act of Infringement :if the satellite carrier
took corrective action by promptly with-
drawing service from the ineligible subscrih-
er, and

“(Hl) -any statutory damages shall not

exceed $5 for such subscriber for each
month during which the violation occurred.

“(B) PATTERN OF VIOLATIONS.—If a satellite
carrier engages in a willful or repeated pat-
tern. or practice of delivering a primary
transmission made by a network station and
embodying a performance or display of a

. work to subscribers whe do not reside i um

served households, then irr addition to the
remedies set forth in subparagraph (A)—

“() It the pattern or practice has been
carried out en a substantielly nationwide
basis, the eourt shall order a permanent in-
junction barring the secondary transmission
by the satellite carrier, for private home
viewing, of the primary transmissfons of any
primary network station affillated with the
same network, and the court may erder stat-
utory damages of not to exceed $250,000 for
each 6-month period during which the pat-
tern or practice was carried out; and

“(i}) if the pattern or practice has been
earried out on a local or regional basis, the
court shall order a permanent. injunction
barring the secondary transmission, for pri-
vate home viewing in that locality or region,
by the satellite carrier of the primary trans-
missions of any primary network station af-
filiated with the same network, and the
court may order statutory damages of not to
exceed $250,000 for each 6-month period
during which the pattern or practice was
carried out.

“(C) PREVIOUS SUBSCRIBERS EXCLUDED.—
Subparagraphs (A) and (B) do not apply to
secondary transmissions by a satellite carri-
er to persons who subscribed to receive such
secondary transmissions from the satellite

e ey -
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carrier’ or ‘a distributor- before the dateof -
the enactinent of the Sntellma HomeViewer
Act of 1988, - .-

“(8) DISCRIMINATION BY: A.umnmcam
mr.—Notwithstanding: the provisions. of
paragraph €1), the willful or repeated sec-
ondary transmissfon to the public by a satel-
lite carrier of a primary transmission made
by a superstatior or & network station and
embodying a performance or display of a
work is actionable-as an act.of infringement
under section 5§61, and: is fully subject to the
remedies provided by sections 6§02 through
506 and 509,.1f the satellite carriew umawﬁm-
1y discriminates against distributos: . :

(7). GEOGRAFHIC. LIMITATION. OR swoln_an‘z
TRANSMISSIONS.—The statutory license cre-
ated by this section.shall apply anly to.sec-
ondary transmissions to houaebold.mlomted
in the United States. .

“(b) STATUTORY  LicENSE. ron mv
TRANSMISSIONS FOR PRIVATE Ron Nixw-
ING.—

“(1) DepPOSITS WITH THE REGISTER OF COPY-
RIGHTS.—A satellite carrier whoae.swonda.ry .
transmissions are. subject. to. statutory li-
censing under subsection (a) shall, on a
semiannual basis, deposit with the Register
of Copyrights, In accordance with: require-
ments that the Register ghall, after consul-
tation. with the Copyright. Royalty Tribu-

preceding 6-month perrod. ‘specifying. the
names.and locations of all superstations and
network stations whose signals. were. trans-
mitted, at any time ‘during that period, te
subscribers for private home vlewing as. de-
scribed in subsections (ax1) and (@)X3), the
total number of subscribers that. received
such transmissions, and such other data.as
the Register of Copyrights. mag. after con-
sultation with the Copyright Royalty Tribu-
nal, from time to time prescr[beby reguia-
tion; and .

“(B) a royalty fee-for that G-mont:h peﬂed,
computed by—

- “({) multiplying the total numher oﬁ' sub
scribers receiving each secondary transmis-
sion of a superstation u’urlng each ealendar
month by 12 cents;’

“(i1) multiplying the number of subacrﬂi-
ers receiving each secondary transmission- of
a network- station during' each- ca:lendar
month by 3 cents; and

“({ih) adding together the: totnix computed
under clauses (1) and (1D).

*(2)- InvesTMENT oF FEES.—The Reglister of
Copyrights shall receive all: fees deposited
under this section and, after deducting the
reasonable costs incurred by the Copyright
Office under this section (other than the
costs deducted under paragraph (4)), shall
deposit the balance in the Treasury of the
United States, in such manner as the Secre-
tary of the Treasury directs. A1l funds held
by the Secretary of the Treasury shall be
invested in interest-bearing securities of the
United States for later distribution with in-
terest by the Copyright Royalty Tribunal as
provided by this title.

“(3) PERSONS TO WHOM FEES ARE DISTRIBUT-
Ep.—The royalty fees deposited under para-
graph (2) shall, in accordance with the pro-
cedures provided by paragraph (4), be dis-
tributed to those copyright owners whose
works were Included in a secondary trans-
mission for private home viewing mace by a
satellite carrier during the applicable 6-
month accounting pericd and who file a
claim with the Copyright Royalty Tribunal
under paragraph (4).

“(4) PROCEDURES FOR DISTRIBUTION.—The
royalty fees deposited under paragraph (2)
shall be distributed. in. accordance with the
following procedures:
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"“(A) FILING OF CLAIMS FOR FEES.—During
the month of July in each year, each person
claiming to be entitled to statutory license
fees for secondary transmissions for private
home viewing shall file & claim with the
Copyright Royalty Tribunal, in accordance
with requirements that the Tribunal shall
prescribe by regulation. For purposes of this
paragraph, any claimants may agree among
themselves as to the proportionate division
of statutory license fees among them, may
lump their claims together and file them
Jointly or as a single claim, or may designate
a common agent to recelve payment on
their behalf.

“(B) DETERMINATION OF CONTROVERSY; DIS-
TRIBUTIONS.—After the first day of August
of each year, the Copyright Royalty Tribu-
nal shall determine whether there exists a
controversy concerning the distribution of
royalty fees. If the Tribunal determines
. that no such controversy exists, the Tribu-
nal shall, after deducting reasonable admnin-
fstrative costs under this paragraph, distrib-
ute such fees to the copyright owners enti-
tled to receive them, or to their designated
agents. If the Tribunal finds the existence
of a controversy, the Tribunal gshail, pursu-
ant to chapter 8 of this title, conduct a pro-
ceeding to determine the distribution of roy-
alty fees. -

“(€) WITHHOLDING OF FEES DURING CONTRO-
vErsY.—During the pendency of any pro-
ceeding under this subsection, the Copy-
right Royalty Tribunal shall withhold from
distributfonr an amount sufficient to satisty
all claims with respect to which a controver-
8y exists, but shall have discretion to pro-
ceed to distribute any amount.s thet are not
in controversy. ~

**(¢) DETERMINATION OF ROYALTY Pns.-

“(1) APPLICABILITY AND DETERMINATION OF
ROYALTY rxes.—The rate of the royalty fee
payable under subsection (bXIXB) shall be
effective until December 31, 1992, unless a
royalty fee is established under paragraph

. (2), (3% or (4) of this subsection. After that -
date, the fee shall be determined either in -
.accordance with the voluntary negotiation -

procedure specified in paragraph (2) or in

‘accordance with the compulsory arbitration -
npedﬁed in panzraphs 3) and-

Drocedm'e
(4). - . N

“(2) Pn srr BY VOLun'mn umo'rn'non.—'

- “(A) NOTICE OF INITIATION OF PROCEKD-
mes.—On or before July 1, 1991, the Copy-
right Royalty Tribunal shall cause notice to

'l.nu for the purpose of determining the roy-
alty fee to be paid by saze.llite m.rrlem
subsection (bX1XB). -

tributors, and copyright owners entitled to
royalty fees under this section shall negoti-
ate in good faith in an effort to reach a vol-
untary agreement or voluntary agreements
for the payment of royalty fees. Any such
satellite carriers, distributors, and copyright
owners may at any time negotiate and agree

to” the royalty fee, and may designate: -
to, or -

.. common sagents. to negotiate, agree
paysnchfees.nthepartieeraﬂtoldentﬂy

common agents, the Copyright Royalty Tri--

bunsl shall do 50, after requesting recom-.
mendations from the parties to the negotia-
tion proceeding. The parties to each negotl-
ationprmedincshanbeartheenurecost
thereof. -

*(C) Aonmu:m*s an(c OX PARTIES;
FILING OF AGREEMENTS.—Voluntary agree-
ments negotiated at any time in accordance
with this paragraph shall be binding upon
all satellite carrlers, distributors, and copy-
right owners that are parties thereto.
Coples of such . agreements. shall be filed
. with!the Copyright. Office within 30 daya
- after ‘execution in accordance with regula-’
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tions that the Register of Copyrights shali
prescribe.

(D) PERIOD AGREEMENT 1S IN EFFECT.—The
obligation to pay the royalty fees estab-
lished under a voluntary agreement which
has been filed with the Copyright Office in
accordance with this paragraph shall
become effective on the date specified in the
agreement, and shall remain in effect until
December 31. 1994.

“(3) PrE SET BY COMPULSORY ARBITRA-
TION.—

“(A). NOTICE OF INTIIATION OF PROCEED-
INGS.—On or before December 31, 1991, the
Copyright Royalty Tribunal shall cause
notice to be published in the Fzderal Regls-
ter of the initiation of arbitration proceed-
ings for the purpose of determining a rea-
sonable royalty fee to be paid under subsec-
tion (bX1XB) by satellite carriers who are
not parties to a voluniary agreement filed
with the Copyright Office in accordance
with paragraph (2). Such notice shall in-
clude the names and qualifications of poten-
tial arbitrators chosen by the Tribunal from
a lst of available arbitrators obtained from
the American Arbitration Assoctation or
such similar organization as the Tribunal
shall select.

“¢B) SELECTION OF ARBITRATION PANEL.—

Not later than 10 days after publication of’

the notice Initiating an arbitration proceed-
ing, and in accordance with procedures to be
specified by the Copyright Royalty Tribu-
nal, one arbitrator shall be selected from
the published list by copyright owners who
claim to be entitled to royalty fees under
subsection (bX4) and who are not party to a
voluntary agreement filed with the Copy-

- right Office in accordance with paragraph

(2), and one arbitrator shall be selected
from the- published lst by satellite earriers

and distributors who are not parties to such -

a voluntary agreement. The two arbitrators
80 selected shall, within 16 days after their

the arbitrators. If either group fafl to agree

upon the selection of an arbitrator, or H the
arbitrators selected by such groups fafl to
agree upon the selection of a chairperson,

“.the " Copyright: Royalty Tribunal .shall f

promptly select the arbitrator or chairper-
son, respectively. The arbitrators selected

‘under this subparagraph shall constitute an

Arbitration Panel.

“(CY ARBITRATION PROCEEDING.—The Arbi-
tration Panel shall conduct an arbitration
proceeding in accordance with such proce-
dures a3 it may adopt. The Panel shall act

. -~ on the basis of & fully. documented written -
‘“¢B) Nmomnom—Sat.elﬂte ea.rrlers. dis- .

record. Any copyright owner who claims to

- be entitled to royalty fees under subsectlon
(bX4), any satellite carrier, and any distribu- -

tor, who is not party-to a.voluntary agree-

. ment filed with the Copyright Office in ac-

cordance with paragraph (2), may submit
relevant information and proposals to the
Panel. The parties to the proceeding shal
bear the entire cost thereof in such manner

-and proportion as the Panel shall direct.

- “(D) FACTORS FOR.DETERMINING' ROYALTY

-consider the approximate average cost to &
cable system for the right to secondarily-

transmit to: the-public a primary transmis-

. slon made by a broadcast station, the fee es-

tablished under any voluntary sgreement
filed with the Copyright Office in sccord-
ance with paragraph. (2), and the last fee

proposed by the parties, before proceedings

under this paragraph, for the secondary
transmission of superstations or network
stations for private home viewing. The fee
shall - also be calculated t.o ach)m the Iol-
lowing object.iven‘.
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“(1y To maximize the avaflability of cre-
ative works to the public.

“(it) To afford the copyright owner a fair
return for his or her creative work and the
copyright user a fair income under existing
economic conditions. '

“(iii) to reflect the relative roles of the
copyright owner and the copyright user in
the product made available to the public
with respect to relative creative contribu-
tion, technological contribution, capital in-
vestment, cost, risk, and contribution to the
opening of new markets for creative expres-
ston and media for their communication.

“(iv) to minimize any disruptive tmpact on
the structure of the industries involved and
on generally prevafling industry practices.

“(E) REPORT TO COPYRIGHT ROYALTY TRIBU-
waL.—Not later than 60 days after publica-
tion of the notice initiating an arbitration
proceeding, the Arbitration Panel shall
report to the Copyright Royalty Tribunal
its determination concerning the royalty
fee. Such report shall be accompanied by
the written record, and shall set forth the
facts that the Panel found relevant to its
determination and the reasons why its de-
termination is consistent with the crit.erin.
set forth in subparagraph (D).

‘(FY ACTION BY COPYRIGHT ROYALTY TRIBU-
nAL—Within 680 days after receiving the
report of the Arbitration Panel undet sub-
paragraph (E), the Copyright Royalty Trl-

propriate. The Tribunal shall also make the
report of the Arbitration Panelt and the ac-
compeanying record svn.llahle for public. ln- .

' spection and copying.

“¢G) PERIOD DURING' wﬁmn SEZCIRION OF -
PANEL OR ORDER OF THE TRIBUNAL KFFECTIVE.—

The obligation to.pay the royalty fee estab- - .

lished under a determination of the Arbitra-
tion Panel which !aeonnrnwdbyt.hecopy-- -

shall remain in effeet untik-modified in ac- .- -

' cordance- withparagmph,(t),oruntitm

cember 31, 1994. < . - e
(H) PrrSON8 summmmnrtrm—‘_
under °-

owners, who are not party to a voluntary -
agreement filed with the Copyrlght Oﬂhe‘
under paragraph (2).

“(4) JUDICIAL REVIRW.—ANy dedsion of the .
Copyright Royalty Tribunal under para-
graph (3) with respect to & determination of
the Arbitration Panel may be appealed, by
any aggrieved party who would be bound by -

States”

-the determination, to the United .

Court of Appeals for the District of Colum:

. . bia Circuit, within 30 days after the publica- :
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tion of the decision ln the Federal Register.
‘The pendency of an appeal under this para-
graph shall not relieve satellite carriers of
the obligation under subsection (bX1) to de-

posit the statement of account and royalty-

fees specified in that subsection. The court
shall have Jurisdiction to modify or vacate a
decision of the Tribunal only if it finds, on
the basis of the record before the Tribunal
and the statutory criteria set forth in para-
graph (3XD), that the Arbitration Panel or
the Tribunal acted in an arbitrary manner.
1f the court modifies the decision of the Trti-
bunal, the court shall have jurizdiction to
enter its own determination with respect to
roya.lty Tees, to order the repayment of any
excess : fees deposited ' under subsection
(bX1XB),and to order the payment of any
unpaid fees, and the interest pertaining re-

spectively thereto, in accordance with its

final judgment. The court may further

vacate the decision of the Tribunal and

remand the case for arbitration proceedings

in accordance with paragraph (3).

u“(d) DrriNITIONS.—As used in this sec-
on—

-“(1) DisTRIBUTOR.—The term ‘distributor’
means an entity which contracts to distrib-
ute secondary transmisgions from a satellite
carrier and, ettherunslnglechmnelorln
& package with other p.

rogramming,
vides the secondary transmission elt.her dl-_

rectly to individual subscribers for private
home viewing or indirectly through other
program distribution entities.

. *(2) NrTWORK STATION.—The .term ‘net-

work station’ has the meaning given that
term in section 111(f) of this title, and in-
cludes any translator station or terrestrial
satellite station that rebroadmsts all or sub-
‘stantially all of the programming broadcast
by a network station. - . -

#(3)! PRIMARY NETWORK STATION. —The
term ‘primary network station’ means a net-
work station that broadcasts or rebroadcasts
the basic programming service of a particu-
lar national network. :

‘“(4) PRIMARY TRANSMISSION.—The term
‘primary transmission’ has the meaning
given that term in section 111(f) of this
title. )

‘“(5) PRIVATE HOME VIEWING.—The term

‘private home viewing’ means the viewing,-

for private use in a household by means of
satellite reception equipment which is oper-
ated by an individual in that household and
which serves only such household, of a gec-
ondary transmission delivered by a satellite
carrier of a primary transmission of a televi-
sion station licensed by the Federal Commu-
nications Commission.

*(6) SATELLITE CARRIER.—The term ‘satel-
lite carrier’ means an entity that uses the
facilities of a satellite or satellite service li-
censed by the Federal Communications
Commission, to establish and operate a
channel of communications for point-to-
multipoint distribution of television station
signals, and.that owns or leases a capacity
or service on a satellite in order to provide
such point-to-multipoint distribution,
except to the extent that such entity pro-
vides such distribution pursuant to tariff
under the Communications Act of 1934,
other than for private home viewing.

“('1) SECONDARY TRANSMISSION.—The term
‘secondary transmission’ has the meaning
given that term in section 111(f) of this
title.

*(8) SusscrIBER.—The term ‘subscriber’
means an individual who receives a second-
ary transmission service for private home
viewing by means of a secondary transmis-
sion from a satellite carrier and pays a fee
for the service, directly or indirectly, to the
satellite carrier or to a distributor.

“(9) SuPERsTATION.—The term ‘supersta-
tion’ means a television broadcast station,
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other than a network station, licensed by
the Federal Communications Commission
that is secondarily transmitted by a satellite
carrier. ’ .

*(10) UNsSIRVED HOUSEHOLD.—The term
‘unserved household’, with respect to a par-
ticular television network, means a house-
hold that—

“(A) cannot recelve, through the use of a
conventional outdoor rooftop receiving an-
tenna, an over-the-air signal of grade B in-
tensity (as defined by the Federal Commu-
nications Commission) of a primary network
station affiliated with that network, and

“(B) has not, within 80 daya. before- the
date on which that household subscribes, .

either initially or on renewal, to.receive sec-
ondary transmissions by a satellite carrier
of & network station affiliated with that net-
work subscribed to a cable system that pro-
vides the gignal of a primary network sta-
tion affillated with that network.

“(e) ExcLusivity of THis Srcrion WITH
RESPECT TO SECONDARY TRANSMISSIONS OF
BROADCAST STATIONS BY SATELLITE TOo MEM-
BERS OF THE PunLic.—No provision of section
111 of this title or any other law (other
than this section) shall be construed to con-
tain any authorization, exemption, or li-
cense through which secondary tranamis-
sions by satellite carrier for private home
viewing of programming contained in & pri-
mary transmission made by a superstation
or a network station may be made without
obt.a.ln.lng the consent of the copyl"lsht
owner.’

(3 Sect.lon 501 of title 17, Unlt,ed St.ata
Code, is amended by adding at the end the
following:

“(e) With respect to any seconda.ry tn.m—
misgion that is made by a satellite carrier of

a primary transmission embodying the per- -

formance or display of a work and is action-
able as an act of infringement under section
119(aX5), & network station holding a copy-

right or other license to transmit or perform -
- the same version of that work shall, for pur-

poses of subsection (b) of this section, be

treated as a legal or beneficial owner if such

secondary transmission occurs within the
local service area of that station.”.

(4) Section 801(bX3) of title 17, United
States Code, kamendedbysmklng"md
116" and inserting “, 116, and 119(b)".

(5) Section 804(d) of title 17, United States
Code, is amended by striking “sections 111
or 116” and inserting “section 111, 1186, or
119",

(8) The table of sections at the beginning
of chapter 1 of title 17, United States Code,
is amended by adding at the end the follow-
ing new item:

“119. 1Limitations on exclusive rights: Sec-
ondary transmissions of super-
stations and network stations
for private home viewing.”.

SEC. 203. SYNDICATED EXCLUSIVITY; REPORT ON

DISCRIMINATION.

Title VII of The Communications Act of
1934 (47 U.S.C. 601 et seq.) is amended by
adding at the end the following:

““SYNDICATED EXCLUSIVITY

“Sec. 712. (a) The PFederal Communica-
tions Commission shall, within 120 days
after the effective date of the Satellite
Home Viewer Act of 1888, initiate a com-
bined Inquiry and rulemaking proceeding
for the purpose of—

“(1) determining the feasibility of Impos-
ing syndicated exclusivity rules with respect
to the delivery of syndicated programming
(as defined by the Commission) for private
home viewing of secondary transmissions by
satellite of broadcast station signals similar
to the rules issued by the Commission with
respect to syndicated exclusivity and cable
television; and
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“(2) adopting such rules if the Commis-

sion considers the lmposltlon of such rules‘ ’
to be feasible.

“(b) In the event ‘that the Commission * -

adopts such rules, any willful and repeated
secondary transmission made by a statellite
carrier to the public of a primary transmis-
sion embodying the performance or display
of a work which violates such Commission
rules shall be subject to the remedies, sanc-
tions, and penslties provided by title V and
section 705 of this Act. )
"mscanmmnon I
“Sxc. T13. The Federal Communlcat!on !

" ahall, within 1 year after the effective date

of the Batellite Home Viewer Act of 1988, -
prepare and ‘submit to the Committee .on
Commerce, Sclence, and Transportation of
the Senate and the Committee on Energy
and Commerce of the House of Representa-
tives a report on whether, and the-extent to

which, there discrimination described
in section 11%aX6) of title 17, United States
Code.”.

SEC. 204. INQUIRY ON ENCRYPTION STANDARD.

Bection 705 of the Communications Act of
1934 (47 U.8.C. 605) is amended by adding at
the end thereof the following:™ -

“(f) Within 6 months after the date of en-
actment of the Satellite Home Viewer ACt
of 1988, the Federal Communications Com-
mission shall initiate an inquiry concerning
the need for a universal encryption stand-
ard that permits decryption of satellite
cable .programming intended for private
viewing. In conducting such inquiry, the
Commission shall take into account— °

“(1) consumer costs and benefits of any
such standard, including consumer invest-
ment in equipment in operation; -

“(2) incorporation of technological en-
hancements, including advanced television
formats; -

“(3) whether any such standard would ef-
fectively prevent present and future unau-
thorized decryption of satellite cable pro-

gramming;

“(4) the costs and benefits of any such
standard on other authorized users of en-
crypted satellite cable programming, includ-
ing cable systems and satellite master an-
tenna television systems;

“(5) the effect of any such standard on
competition in the manufacture of decryp-
tion equipment; and -

“(6) the impact of the time delay associat-
ed with the Commission procedures neces-
sary for establishment of such standards.

“(g) If the Commission finds, based on the
information gathered from the inquiry re-
quired by subsection (1), that a universal en-
cryption standard is necessary and in the
public interest, the Commission shall initi-
ate 8 rulemaking to establish such a stand-
ard.”.

SEC. 205. PIRACY OF SATELLITE CABLE PROGRAM-
MING.

Section 705 of the Communications Act of
1934 (47 U.S.C. 605) is amended—

(1) in subsection (¢)—

(A) by striking “and’” at the end of para-
graph (4);

(B) by striking the period at the end of
paragraph (5) and inserting *; and”; and

(C) by adding at the end the following:

“(6) the term ‘any person aggrieved’ shall
include any person with proprietary rights
in the intercepted communication by wire
or radio, including wholesale or retail dis-
tributors of satellite cable programming,
and, in the case of a violation of paragraph
(4) of subsection (d), shall also include any
person engaged in the lawful manufacture,
distribution, or sale of equipment necessary
to authorize or receive satellite cable pro-
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(2) in subsection (dX1),
*$1,000” and inserting '‘$2,000"";

(3) in paragraph (2) of subsection (d), by
striking “$25,000" and all that follows
through the end of that paragraph and in-
serting *“$50,000 or imprisoned for not more
than 2 years, or both, for the first such con-
viction and shall be fined not more than
£100,000 or imprisoned for not more than 5
y!ears, or both, for any subsequent convic-
tion.”;

(4) In subsection (dX3XA), by inserting
“‘or paragraph (4) of subsection (@) immedi-
ately after “subsection (ay”’;

(5) in subsection (dX3XB) by striking
“may” the first time it appears;

(6) in subsertion (AX3XBX1), by inserting
“may” immediately before “grant”;

(7y in subsection (d)(3XBXil), by inserting
“may” immediately before “award’ .

(8} in subsection (AX3XB)lil), by inserting
“shall” immediately before “direct™

(9) in subsection (AX3XCHiXID)—

(A) by inserting “of subsection (a)” imme-
diately after “violation";

(B) by striking *$250™
“$1,000”’; and

(C) by imserting immediately before the
period the following: *, and for each viola-
tion of paragraph (4) of this subsection in-
volved in the action an aggrieved party may
recover statutory damages in a sum not less
than $10,000, or more than $100,000, as the
court considers just';

(10} in subsection (d)(3)(C)(11). by striking
*$50,000” and inserting *‘$100, 000 for each
violation of subsection (a)"”; .

(11) in subsection (dX3XCXlii), by striking
*$100” and inserting “$250”; and

(12) by striking paragraph (4). of subsec-
tion (d) and inserting the following:

by striking

and inserting

years for each violation, or both. Por pur-
poses of all penalties and remedies estab-
lished for violations of this the
prohibited activity established herein as it
appﬁutoeadlmhdevk:eshanhedeemd
a separate violation™.
SEC. 206. EFFECTIVE DATE .
Thlstttlea.ndtheamuldmentsmadeby
this title take effect on January 1, 1989,
except that the authority of the Register of
Copyrights to izsue regulations pursuant to
section 11(bX1) of title 17, United States
Code, as added by section 202 of this Act,

vtaxeseﬁectonthedateoftheamctmmtof'

thhAct. _
Thhﬁﬂemdthenmendmmtnmdeba

this title (other than the amendments made
bysecﬂonﬂOﬁ)eeuetobeeﬂecﬁveonDe-

cembersr 1994. e L e

"The SPEAKER: pro tempore. Is l
second demanded? .

Mr. MOORHEAD:" Mr Speaker.
demand a second. -

The SPEAKER pro bempore. With-
out objection, a second will be consid-
ered as ordered. - .

There was no objection.

‘'The SPEAKER . pro- tempore, 'Ihe
gentleman from Wisconsin [Mr. Kas-
TENMEIER] Will- be -recognizéd “for 20 -
mlnutes, and the gentlema.n trom Call
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fornia [Mr. Mooraeap] will be recog-
nized for 20 minutes.

The Chair recognizes the gentleman
from Wisconsin [Mr. KaSTENMEIER]L.

Mr. KASTENMEIER. Mr. Speaker, 1
yvield myself such time as I may con-
sume.

I am pleased today to bring before
the House today S. 1883, the Trade-
mark Law Revision Act of 1988. This
bill provides a comprehensive revision
of the Lanham Act, which is the Ped-
eral trademark law. S. 1883 revises the
trademark laws so that they will con-
form: with current day market prac-
tices. The bill before you today is the
product of extensive negotiations and
compromises between both Houses of
Congress, and has been agreed upon
by all interested parties.

I wish to congratulate my colleague
and ranking minority member of the
Subcommittee on Courts, Civil Liber-
ties, and the Administration of Justice,
CarLo3 MooRrRHEAD, for his tireless ef-
forts on behalf of this legislation. I
extend congratulations as well to the
senior Senator from Arizona, DENNIS
DEeCorciNi, who also provided early
and unceasing support for this bill.

Trademarks are important for both
consumers and businesses. Trade-
marks allow consumers to identify and
intelligently pick and choose among
products. Businesges can and should

‘be assured that their products will not

be confused with other products, and
that - consumers will- know that the
products they want to buy are.in fact
the ones that they are buying. For
consumers, -trademarks - provide can
provide. assurances of quality and serv-
ices. For businesses, trademarks are &

- kind of badge of honor, and it is im-

portant that their investments in
those marks be protected.

,Becausethetmdemarklawsmes-
sence permit businesses to monopolize
their marks, those laws often raise dif-
ficult questions about freedom of
speech. During the course of our con-
sideration of this legislation, those dif-
ficult issues were raised and sometimes
hotly contested. I am pleased to say
that this bill resolves those issues sat-
isfactorily, and - that' our important
constitutional freedoms have been pre-
served. The provisions on dilution, ma-
terial omissions, and tarn{shment and
disparagement that were originally

proposed have been deleted from this -

legislation. The provision revising sec-

tion 43(a) to prohibit a kind of com-

mercial defamation has been carefully

" limited to commercial advertising and

promotion. . Therefore,. consumer - re-
porting, editoridal comment, political
advertising, and other constitutionally
protected material ts not covered by

. this provision. I wish to extend special

thanks to all of those who so ardently
spoke out about their concerns about
these issues. .

8. 1883 makes major changes in the

:Ln.nham Act. For example, It revises
‘the registration to permit appHcations

based on an applicant’s - intention to
use the mark. This is something the
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trademark community has advocated
for many years. It reduces the regis-
tration term from 20 to 10 years,
which will free up otherwise unavail-
able marks. It revises the Lanham Act
in the many instances where it is out
of date and inconsistent with current
market practices.

It is true that S. 1883 does not satis-
fy all parties in all respects. I believe it
is fair to say that the trademark com-
munity wanted more protection for
trademarks. Some of the provisions
they sought have been deleted from
the legislation because of the serious
first amendment issues those provi-
sions raised. I also believe, however,
that the trademark community should
and must be satisfied with this legisla-
tion, since it provides the comprehen-
sive revision it sought, and that no
new trademark laws will be required in
the immediate future.

Consumer interests have also been
the subject of compromise In this leg-
islation. As reported- by the House
Committee on the Judiciary,.the bill
would have explicitly acknowledged
that consumers have standing to sue
for violations of section 43(a), which
provides a cause of action for unfair
competitive acts such as false and mis-
leading advertising. The agreement,
however, deleted this provision from
the bill. While I support the deletion
as part of the necessary compromise
on this bill, it is unfortunate in the.
long run. 1 continne to believe that
consumers - already have standing to
sue under current law, and.that the
provision that was deleted only clari-
fied that law. . .

In sum, S. 1883 is not only an- impor-
tant modernization of the trademark
laws, but .it also protects our-impor-
tant first amendment rights. I believe
that it is a bill worthy of your support.

8. 1883, as-considered by the House
today, makes important changes- in
the language approved by the: Com-
mittee on the Judiciary. It also carrfes
forward several critical decisions made
by the committee. The following is an
explanation of thoae changes and deci—
sions:’ .

Section 1
S.18833dd.stomhsectmn(b)thehn

plication show that the applicant’s: inten-
tion to use the mark ultimately, and within
t.hespeclﬂedt.lmellmit.s.lalnfactbonaﬁde.
Courts should consider these circumstances,
or the lack of them, when issues surround-
ing the validity of the are raised. -
Pursuant to Sectfon 1(dX1), the initfal
period in which to file the statement of use
is 6 months. It may be automatically ex-
tended for another 6 months. Section
1(dX2) provides that any further extensions
may be granted only if the applicant shows
“good cause” for the extension. The exten-
sions for good cause may not exceed periods
aggregating a maximum of 24 months. In
other words, applicants must show that
there was good cause for their-failure to use
their marks within the initial one year
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. period. This requirement is in addition to,
and supplements, the requirement that the

_applicants must have & continued bona fide
intention to use the mark. The Commission-

er of Patents and Trademarks should pro- -

mulgate guidelines for potential registrants
- 80 tha.t it 18 clear what may eonstltute “good
cause,”
Section l(d)(l) makes clear tham in re-
. viewing the statements submitted by the ap-
plicant pursuant to this section, the Patent
and Trademark Office has the discretion to
"examine the effect, if any, of those state-
ments on the application with respect to the
+factors set forth in subsections (a) through
2(e) of section 3, relating to what trademarks
.are not registrable. Bee House Report 100-
,1028at 9. g e .

Section 7(b) .

i

3 This aect:hm cln.rl.tea t.he evidentin.ry bene-
fits given to a registration on the principal
register, It conforms to t.he same provislon
in section 83(a). -

Section 8(a) - '

This section provides that a registrant
filing the affidavit of use required during
-the sixth year of registration must supply

‘the same- information that is required for
renewinxareﬁstratlon.

Section 10: . PRI

8. 1883 prombita the mignment of

“Intent to use” applications, except In cer-
tain narrowly prescribed circumstances. Al-

though language in proposed section 7(d)
. restrictions on the issuance of a
eertlﬂeo,te of registration under circum-

stances evidencing an intention to evade the

‘1aw's proecription’ has been deleted, courts
must, when -appropriate, - examine the cir-
-cumstances surrounding use of & mark and

.- the issuance of a certificate of registration.

~If the evidence shows that the relevant par-
ties have timproperly evaded the prohibit.lon
on assignments, the certificate of registra-
tion has been improperly issued and should
be "voided. Section 10 carries forward the

Committee’s decision not to include in the
bill certain proposals relating to the record-
ing of security interests in a trademark at
the Patent and Trademark Office.

Section 18

The section currently provides that in pro-
ceedings before the Trademark Trial and
Appeal Board, certain -actions may be taken
with regard to pending applications and to
registrations. A proposed sddition makes
clear that certain final judgments involving
“intent to use” applicants may not be issued
until use is made and the mark is registered.
This provision applies only in the context of
this administrative proceeding, and not to
any lawsuits in the courts.

Section 21

e added in subsection (aX4) is
identical to that added in Section 18. It re-
lates to the suspension of certain final judg-
ments by the United States Court of Ap-
peals for the Federal Circuit when a deci-
sion of the Patent and Trademark Office is
&DDealed-

Similar language is also added so subsec-
tion (b)(1), relating to appeals from the de-
cislon of the Commissioner or Trademark
Trial and Appeal Board.

As In section 18, these suspensions of final
judgments relate only to administrative pro-
ceedings, and not to actions initiated in the
courts,

Section 24

Language similar to that in sections 18
and 21 is added here, delaying final judg-
- ment for an “intent to use” applicant Iin cer-
tain instances. Again, this language relates
only to adminsitrative proceedings, and not
actions initiated in the courts.

from liability “innocent”

SR
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Section 27 ) .

The added language, relatinx to registra
tion on the supplemental register, simply
carries forward the holding in California
Cooler, Inc. v. Loretio Winery, Ltd., T4 F.2d
1451 (8th Cir, 1985). -

Section 32(2) .

This aectlcm differs from current law in
two important respects. First, it is updated
to include electronic media, incorporating
the definition set forth in the Electronic
Communications Privacy Act. codlﬁed at. 18

.US8,C. 2510 (12).
. Second, the revision set.s tort.h crlt.lml con :
that

stltutlonn.l . protections . . underlie
changes made in section 43(a). It exempts
disseminators of
offending material, whether that material
constitutes a violation of Section 3%(1), re-
lating to infringement, or of proposed Sec-
tion 43(a), relating to false and misleading

broadcasters,

for the innocent dissemination of commer-
cial false advertising, including promotional
material. The word “innocent” is intended

to encompass the constitutional standards -

set forth in New York Times v. Sullivan, 376
U.B. 254 (1864) and its progeny. See also,
Bose v.. Consumers Union, 4686 US. 485
(1884), which assumed the application of
the New York Times v. Sullivar standard to
a state product disparagement action. Cf.
Hustler Magarine v. Falwell, — U8, —,
108 8.Ct. 876 (1988) (applying the New York

.ﬂmamdardmmmvnsionorpﬁvacy

action). .
Section 33(0.)

This provision simply mnkes the langunge
in SBection 33(a) consisteat with that in sec-
tion T(b). It also provides that defenses
available in suits involving an incontestable
registratfon are also avaflable in suits in-
volving a non-incontestable registration. '

Section 33(b) -

This section clarifles t.he evidentiary bene-
fits given to a registration on the principal
register which has become incontestable, It
also provides that equitable principles may
be applied in suits involving incontestable
registrations.

Section 34

Subsection (a) provides that injunctions
are available to prevent a violation ‘ariging
under Section 43(a). For a detailed discus-
sion of the remedies now being made appli-
cable to Section 43(a) violations, see the dis-
cussion of gection 43(a) below.

8. 1883 reflects the House Committee on
the Judiciary’s decision not to include cer-
tain proposed language amending subsec-
tion (b) to suspend a final judgment in favor
of an “intent to use” applicant. This lan-
guage would have applied to proceedings in
the courts, and has been deleted for the rea-
sons discussed in House Report 100-1028 at
page 4.

Section 35

This section provides that damages may
be available to a party bringing an action
under gection 43(a). For a detalled discus-
ston of the remedies now being made appli-
cable to section 43(a) violations, see the dis-
cussion of section 43(a) below.

Section 36

This section provides that a court may
order the destruction of labels and similar
material in cases involving a violation of sec-
tion 43(a). For a detailed discussion of the
remedies now being made apbplicable to Sec-
tion 43(a) violations, see discussion of =ec-
tion 43(a) below.

| ilbcioz;fé"’r‘ 19',‘-"1983 ‘

LR

Section 43 ... TR

Subsectlon (a) currently covers false dwis

.nnuona of origin and false descriptions or
_representations with regard -to a person’s

own products. It has been held, however,
that Section 43(a) does not cover such state-
ments with regard to the products of an-
other. Bernard Food Industries v. Dietene
Co., 415 P.2d 1279 (Tth Cir. 1969), cert
denied, 397 U.8. 912 (1870). To rectify this
situation, it was proposed to add the words
“or another person’s” to section 43(a).

The proposal thus raised the issue of com-
mercial defamation in the context of section
43(a) and, as & result, a host of constitution-
llprohlema.Thepropou.lmnotlimit.edto

" commercial speech,.and appeared to apply -

to private citizens, the news media; and .
business competitors alike. No scienter was
required. In addition, the subsection’ ap-

'peared to cover false statements of opinion

as well as fact.

To avoid leaiumn.te constdtut.ional cha.l
lenge, it was necessary to carefully limit the
reach - of the subsection. Because section
43(a) will not provide a kind of commercial
defamation action, the reach of the section

United States Supreme Court. See, e.g., Cen-

tral Hudson Gas & Electric Corp. v. Public
Service Commission of New York, 447 us.
557 (1980); Virginia State Board of Pharma-

cy v. Virginia Citizens Consumers Council,
Inc., 425 U.8. 748 (1976). In addition, subsec- -
tion (a) will extend only to faise and mis-

-leading statements of fact. Gertz v. Robert

Welch, Inc. 418 U.S. 323, 33940 (1974). As
noted in the discussion of section 32(2), crit-
ical constitutional protections modify the
changes made in section 43(3) and certain
“innocent” disseminators of material that
constitutes a violation of subsection (a) are
protected from lability. Thus, through sec-
tion 32(2), innocent dissemination and com- -
munication of false and misleading advertis-

. ing, including promotional material, by the

media are excluded from the reach of sec-
tion 43(a). For a defendant who is a member
of the media to be found Hable under sec-
tion 43(x), the plaintiff must show that the
defendant was not “innocent” under section
32(2) and, as noted, that state of mind must
encompass the New York Times v. Sullivan
standard.

8. 1883 is limited in another important
sense. It uses the word “commercial” to de-
scribe advertisng or promotion for business
purposes, whether conducted by for-profit
or non-profit organizations or individuals.
Political advertising and promotion is politi-

“cal speech, and therefore not encompessed

by the term “commercial” This is true
whether what is being promoted is an indi-
vidual candidacy for public office, or a par-
ticular political issue or point of view. It is
true regardiess of whether the promoter is
an individual or a forprofit entity. However,
if a political or other similar organization
engeages in business conduct incidental to its-
political functions, then the business con-
duct would be considered “commercial” and
would fall within the confines of this sec-
tion,

Sections 34, 35, and 36 specifically provide
that the remedies set forth in those sections
will not apply, in appropriate form, to viola-
tions of section 43(a). Obviously, these rem-
edies will now apply to those who are pro-
tected under section 32(2).

As Jerome Gilson, the noted trademark
commentator, has written about USTA's
proposal to limit the proposed change in
section 43(a) to commercial speech:

“Under this proposed change only false or
misleading “advertising or promotion”
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would be actionable, whether it pertained to
the advertiser itself or another party. The
change would exclude all other misrepresen-
tations from section 43(a) coverage. These
others are the type which raise free speech
concerns, such as a Consumer Report which
reviews and may disparage the quality of
stereo speakers or other products, misrepre-
sentations made by interested groups which
may arguably disparage a company and its
products because of the company’s failure
to divest its South African holdings, and dis-
paraging statements made by commentators
concrning corporate product liability and in-
juries to the public (e.g., A.H. Robins and
the Dalkon shield cases, or the Manville
Corporation asbestos cases). All of these
would be judged by first amendment law
(including New York Times v. Sullivan) and
not section 43(a) 1aw . . . Product disparage-

ment based on false representations would:’
- Where there has been no showing of fraud
" or palming off [citations omitted].” :

be actionable only if they were made in
context of advertising or. promotion, no
connection with Consumer Report pubucl-
tions.” [emphasis in original) * .

As Mr. Gilson correctly notes. t.he pro-
posed change in section 43(a) should not be
read in any way to limit political speech,
consumer or editorial comment, parodies,
satires, or other constitutionally protected
material. Nor should it be read to change
the standards in current law with respect to
comparative advertising, which assists con-
sumers in choosing among various compet-
ing products. The section is narrowly draft-
edtoencompassonlyclwlyfalsemdmb-
leading commercial speech.

The provigion in section 43(a) Krl-ntlnz
consumers standing to sue has been deleted
from the bill. This provision would have
clarified that consumers have standing to
sue under section 43(a). The plain meaning
of the statute already includes consumers,
since it grants any ‘person” the right to
sue, See discussion in Houae Report 100-
1028 at 13-15.

*The committee’s decision not t.o mclude

paragement in section 43 is carried forward.
By this decision, current law rema.!m in
effect. - -

Sections 34, 35, a.ndssof’thelanhamAct
now apply only to the enforcement of rights
relating to a registered mark. Section 43(a),
relating to the enforcement of rights by the
owner of a unregistered mark or. a person
otherwise adjudicating rights under that
section, does not provide for any remedies.’:

A majority of Federal courts have already
held that Secton 35(a) applies to. cases
brought under. 8Sectoin 43(a) even though
those cases do not involve the enforcement
of rights in registered marks.t This result is
somewhat surprising in light of Section 356’s
clear limitation to violntiom of 'y rlght. ina
registered mark.®

!Letter to Tara Counsel,
Senate Committee on the Judiclary Subcommittee
?gwu.@pyﬂahn T?adanut;October

* Centanr : Ltd. v, 4/S/M Com-

- Commaunications
munications, Inc. 830 P. 24°1217,°1229 (2d Cir.
1987); WSM, Inc. v. Wheeler Media Imc,
810 F.2d 113, 116 (6th Cir. 1987), U-Haul Int1, Inc.
v. Jar Tran Inc, 793 P.2d 1034, 104142 (9th Cir.
1088); Richard v. Auto Publishers, Inc., T35 P.2d
450. 453-88 (11th Cir. 1984); Metric & Multi-Stand-
ard Components Corp. v. Metric’s Inc., 635 P.3d 710,
718 (Bth Cir. 1880). Compare Blau Plumbling, Inc.
v. 808 PFiz-it, Inc, 781 P.3d 804, 812 (Tth Cfir.
1688); Standard Terry Mills, Inc. v. Shen Mfg. Co.,
303Pzd7'18.1&2(3dclr 1988).

‘denied 1
Julness),
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To clarify the situation, 8. 1883 author-
izes, but does not require,* the application
of all of the remedies set forth in sections
34, 35, and 36 to the violation of rights in-
volving unregistered marks. The biil specifi-
cally incorporates section 35's language lim-
iting the court’s remedial power pursuant to
the principles of equity. Courts must, on a
case-by-case basis, assess the exact nature of
tlk}e circumstances presented by the plain-
tifr.s

Historically, courts have rarely assessed
damages or awarded lost profits in trade-
mark cases unless the defendant has en-
gaged in counterfelting.®* Injunctions have
been the usual form of relief. According to
the Second Circuit in a recent opinion:
{S]ection 35's phrase “subject to the princi-
ples of equity (should be construed] to pre-
chide any monetary relief ‘where an injunc-
tion will satisfy the equities of the case’ and

Courts have assessed enhanced damages
even more rarely.*

Section 29 of the Lanham Act currently
requires that a plaintiff who has registered
a mark is precluded from recovering dam-
ages and profits unless he or she has provid-
ed efther statutory or actual notice of regis-
tration to the defendent. 8. 1883 does not
specifically require a plaintiff proceeding
under Section 43(a), and who does not have
a registered mark, to provide such notice
before recovering damages or profits, How-
ever, as part of the equitable balancing
process {n a Sectfon 43(a) case, the courts
should examine the extent of knowledge
that the defendant had of the plaintiff’s
rights. By not requiring notice in a section
43(a) action, it may initially appear that 8.
1883 creates an unfair discrepancy between
actfons involving registered marks and those
involving unregistered marks. However, as
noted above damages are rarely awarded in
the vast majority of section 43(a) actions.
Where damages are awarded, it is because
the defendent has acted with obvious aware-

ness of the plaintiff’s rights, engaging in de-

Park 'N Py, Inc. v. Dollar Park and Fly, Inc., 469
U.B. 189, 194 (1885).

423 J.T. McCarthy, Trademarks and Unfair Com-
petition section 30:28 (“[Tlhe federal courts have
held that [(séction] 35 of the Lanham Act does not
mean that a successful plaintiff is entitled in all
cases {0 & monetary award in addition to injunctive
relief,”) and section 30:25 (2d ed. 1984).

$2 R. Callman, Unfair Competition Trademarks
and Monpolies section 9.20 (L. Aitman 4th ed.
1682); 1 J. Gilson, Trademark Protection and Prac-
tice, section 8.08(1], at 8-173 to 8-174 (1988) (“Gen-

Bartco Petrolexm Corp., No. 87-7888 (2d Cir. Sept.
a2, 1988), correctly concluded that the remedies
available under section 35 do not include the assess-
ment of punitive damages.

¢ See, . e.g, Polo Fashions, Inc. v. Hagic?‘rtm-
mings, Inc., 603 F. Supp. 13, 19 (8.D. Fia. 1982)
(where the defendant acted willfully

Conmmuleoat.lnc.,aszdmo Bo‘l(DC.

-Cfr. 1987) (profits should be awarded only when a

defendant’s infringement s “wilitul” or in “bad
faith”);. Nalpac Ltd v. Corning Glass Works, T84
P.2d 762, 756 (6th Cir. 1986) (1o obtain damages
the plaintiff must ashow that the defendant acted
deliberately); Frisch's Restaurant, Inc. v. Elby’s Blg
Boy, 661 P. 8upp. 971, 989 (8.D. Ohio 1887) (no
damages will be awarded unless there is a showing
of frand or passing off); 2 J.T. McCarthy, Trade-
marks and Unfair Competition section 30:25 (2d ed.
1984).
$See ¢.0., Ford Motor Co. v. B&H Supply Inc., 646
F. Bupp. 975, 998 (D. Minn. 1988) (where the court
ncreased damages despite a finding of will-
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liberate, willful conduct such as “passing
off.” Thus, the discrepancy is more appar-
ent than real.

Section 35 currently, and as now extended
to section 43(a), clearly precludes the courts
from assessing punitive damages.® In addi-
tion, Section 35 authorizes the assessment
of attorneys’ fees only in “exceptinal cir-
cumstances.”” The language, in conjunction
with judicial decisions, permits the assess-
ment of attorneys’ fees only upon a showing
of bad faith or similar intentional con-
duct.!® Such fees may be awarded to either
the plaintiff or the defendent, depending on
the conduct of the parties that gave rise to
the litgation.

Section 34 currently authorizes the courts
to issue Injunctions in Lanham Act cases.!!
Under the proposed revision, Section 34
would be extended to Bection 43(a) viola-
tions. As in current law, courts must folow
the general rules set forth in the Federal
Rules of Civil Procedure.!* The most impor-
tant prerequigite to the issuance of a final
injunction is the absence of an adequate
legal remedy.!* The party seeking a prelimi-
nary injunction must also prove the likeli-
hood of irreparable injury viewed in the
context of the threat of potential harm, the
probability of success on the merits, that
the balance of hardships tips in favor of the
moving party, and that issuance of an in-
junction is in the public interest.!4

Mr, Speaker, I have some brief
thoughts about title II of the bill,
which is identical to H-R. 2848, passed
by the House 2 weeks ago.

HR. 2848-the Satellite Home
Viewer Act of 1988—wns made a part
of S. 1883 to accommodate several key
Members in the other body.

As you know, the Earth station/
copyright legislation that you and I .
started working on several years ago
has become a very popular piece of
legislation. We improved it in the
House Judiciary Committee.-The Com-
mittee on Energy and Commerce, with
its sequential referral, improved it
more.. The bill has garnered 8o much
support in both the- House -and the
other body, and among.interested par-
ties—spanning - ‘consumer . interests,
copyright proprietors and others in
the telecommunications Iindustry—
that its passage by the Senate, with-
out .referral to committee, was made
possible. Specifically, several key Sen-
ators—including the chairman of the
Senate Judiciary Subcommittee -on
Patents, Trademarks and Copyrights
[Mr. ONCINI] and the chairman of
the Senate Judiciary Subcommittee on -
Law and Technology [Mr. LEany] and

R

*Getty Petroleum Corp.. V. Barico Peiroleum
Corp., supra note 5; 1 J. GILSON, TRADEMARK
PROTECTION AND PRACTICE section 8.08{32), at
8-178 to B-179 (1988) (commenting that by includ-
ing the phrase “not as a penalty,” Congress meant
to preclude the assesament of punitive damages.)

18 Nozell Corp, v. Firechouse No. 1 Bar-B-Que Res-
taxrant, T71 F.2d 521 (D.C. Cir. 1985, 2 J.T. McCar-
thy, Traddemarks and Unfair Cm.npetltion section
30:30 (2d ed. 1884).

"Knm.'l‘ndemu-khrAPncﬂtiona’sGulde’
281-52 (188T),

1 Fed. R. Civ. Pro. 85. See generally 11 C, Wright
and A. Miller, Federal Practice and Procedure sec-
tion 2941 et seg. (1973) (hereinafter cited as Wright
and Miller). -

13 Wright and Miller at section 29432,

4 Wright and Miller at section 2947. See also, Im-
perial Chemical, Lid. v. Notional Distillers and
ataMuJCommP 2d 489 (2d Cir. 1965). N
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Senator Harce:made: a:proposa.lito the
Hoase: I we could' accommodate the
Senate on one of its priorities—the
Trademark Law -Revistfonr ‘Act—we
could Iink the bfilk and send thent to
the President” in. the same package.
Senator DEeCONCINLB - subcommittee
would: forego hearings on: the Satellite
Home Viewer Ach and: the Senste
would: defer to~ t.he Hause: entirely: on
the issue: -

F\ﬂlowdng' up on this prepesa:l‘, my
subcemmitiee- and Senstor: De€om:
CINY'S - subcommittee,. withr - valuable
input from the minority, engaged. in
extensive negotfations. .to achieve a
compromise. ons the:trademark Ias res

wisians, We achieved: such- a compror

‘mise; that was nat only agreesble: to
the: subcommitttiees but: also to: the adt
ministration amd: the: TLS. 'I‘i'fadema.rlt
Assoeliatien as welll
‘To- bring title IF to the House floor
agaiir has required a bipartisan effort
spenning. twa House. commitiees. F
thank the ranking minority member
[Mr. Moeramand, for his efforts I
of three ether subcemmittee members
who have -worked very-hard om the legs
islation. They are "Mr. BouCEER, Mr.
Sywar, and Mr. Bryarr. All of these
on Energy and Commence; and assist-
ed im ensuring forward maevement of
the Barthr stgtion Billl In additiom, I
-weny: much sppreciate the: efforts of
. the chairmsn &f ourr sister Commerce
Commifiten - subeommittee Mr.

Mazxzez. The Eartin station Kilk would

oot have initinlly passed! and: would
not. be: before ug todey if it were not
for the dose werking: refatioeship of
our’ twa subeommittees and the: res
-#pect. that. we: have for each: other’s
work.. Last, and: certainly not least, E
would like: te thank: the: ehniiman of
the Committee an: Energy and: Coms-
mence;, Mr:. Dverrx,. for his coopera-
tion: and: suppert:..

Mr.. MOQRHBAI:. Mr:, Speaker, T
weld: myself suctr time: axs E may conr

- (Mr.. MOORHEAIY asked andi was
-given permission tw revike and! extend
his; remgarks )

Mr. MOORHRAD. M. Speaker, I
rise inv support of &. 883 and: would
like- tor ask the gentlenmm fromy Wis-
consimn (Mr.. KasTavmemr] a. question
reganding: the amrendiment to the bill
incorporating title I1.

I believe that. title II—entitled the
“Satellite: Hame Viewer Act. of 1988"—
i8 exactly the: samve: ag: the text of H.R.
2848 previously passed: by the House
by volce wete en: Qctober 5, I1988..
Could the: gentleman: briefly explain
the title: I amendment and indicate
why it is'made'a part of S. 1883?

Mr. KASTENMELER. Mr. Speaker,
will the gentleman yield?

Mr. MOORHEAD. Mr:. Speaker, I
yiisld- to. the. gentleman from Wiscon-
sin,

Mr. KASTENMEIER. Mr. Speaker,
the gentlemam is' completely correct

__about contents. of title IT, identical to
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H.R. 2848} passed® by the-H‘ousez
weeks ago.

‘The Satellite Home Viewer Act of
1988 was made a part.of this.bill.essen~
tially as. an accommodation. te several
key Members in the:other body:.. I have
been. assured after we: pass the bill
before us; it will be- acceptable to the
other Body and will' be’ passed: without
amendment. and sent. directly to. the
President for his.signature.

. With the. trademark. compromise: im
hand;.altweneedtmdods Hnk the-twa

pieces of the puzzle together and: the.

result. is & two-title® bﬁl‘ befbre‘
today.’
One firrther t.ho:ght,. fo. oz:d'er t.o

provide. a- clear legislative: history .for-
Hartin station legislation, F must make -

reference: to. the: House: Report, No
160-88%, parts I and II compiled by the
House Committee omr the Judiciary
snd: the House- €ommittee on: Energy
and: Cammerce: I' refer back to the
debate that occurred  on. the. House
fIoor on. October 5, 1988, when we:first
passed: the: Satellite. Home: Viewer Act
af 1988. Tlmese' legislative materials

" will! remsaire sar integrali part of t.he

bill’s:legisiative history:
Mt.- MOORHEAD.. I agree with the

explanation of the gentlenman. from -

Wisconsin.. I would. like to, add: the
name: aft the: ranking minority Member
af. the Subcommitteer o Telecom»
munications: and Finance; the gentler
man- from' New Jersey' [Mf. RINALDOJ,
to the list. of Members we thank. -

Last, I wauld reiterate to.the. othen
body that this: is. & package: that we
have puft tagether to. accammodate the
key Senstars. Onee it. srrives in' the
Senate, e 2-pant package: canmot be
amended with nongermane. amend-
ments amd then sent. back to the
House for further consideration. The
Bilk wdll' die if this-eecurs..

The wersion: of trademark law revi-
slon: now’ before- us; {s: dramatically dif-
ferent fronr the version. of. the bill con-
sidered. by the House Judiciary Com-
mitbee, H.R. 53 2. Unlike that bill, this

- legisIatiorr maore’ closely reflects the

comprehensive approach te trademark
law: revision. envisioned by S. 1883:
whiehr passed: the other body last May,.
and H.R.. 4158, the bill I introduced in
the House. Fhe legislatiom before us
reflects: a: compromise and I believe
that it enjoys the: wide consensus of
support that. developed around the
legislation I intreduced. The legisla-
tion contains an intent-to-use applica-
tion: system which responds to the
needs. of American businesses. It bal-
ances their need for greater certainty.
in' the marketplace with significant
safeguards against abuse. It Is consist-
ent with our obligations under the
Paris Convention, and at the same
time, it eliminates the: advantage for-
eign companies enjoy in applying for
U.S. trademark rights. It also replaces
the commercial ‘“‘sham” of token use
with' a reasonable, workable alterna-
tive that. preserves the integrity of
U.S. trademark law.
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. A secorrd major-efement of tlifs legis:
Mtiorr s its modernfzatfon of section
43(a) of the Lanham: Act. Over the
past.43 years, section 43(a) has.evolved
into: a Federal: law- of unfiadr cempeti-
tion: and' now serves: as & valueble tool
for dealing with false advertising. This
Tegislation codiffes what. the courts.are
now interpreting, section. 45(a) to.mean
and:lagically extends. it to previde-that

false: advertising statements: a: person-
makes about. another person’s goods:or

services: are ‘as ! scﬂbnubl’e as false
statenrents &' person makes’ gfiout his

would Iike to make clear- that, sec.
43(a) should nat be censtrued to pre:
empb State unfair-competition laws: -

It:also: assures: that.appropriate rem-

"edies: are avallable- under the section

By amending the statute: to specifically
provide that the remedies. of injunc-
tive relief, monetary awards and de-
struction. orders are available in. ac.

.tions. brought  under . sectior- 43tah

Here:again; this . is not. ar expsmsisy of
the Inw;. But: merely a codfffestion. of
what the courtis are-now dofng: For ex:
ample;. seven circuits: now. hold that
monetary relief is a.vaﬂa.bre inmx:t,ain
circumstances. .

A third element. of. th:is: legialnﬁon. is
its revisiens: tar thesLanham: Act which
diminate: “deadwood’” trademarks

—~—

us' gr, here awm, products: or, serwces. I -

from the register. It reduees the term .

of registratiorr fromr 20' to 10" years, it

‘Increases. the regquirements. trademark

owners must meet.in order to.-maintain
their rights: and it strengthens the

Lanham Act’s deﬂnltlon of use in:com- -

merce,

The- legislation containg many’ other
worthwhile prouvisions as. well. and
none have sparked any cont'rave.rsy,.

There are two major provisions not
contained in' this legislation which: 1
would: like to brieflyy comment on
Undike the bill' F introduced’ and- the
Senate-passed bill, this version of S.
1883 does not. include a provision. pro-
tecting famous. distinctive marks from
uses- by others. whick: will, dilute these
famous: mark!s; distinctive: value and it
does.not. include & provision for a. cen-
tralized system governing the creation
and' enforcement. of security interests
in trademarks.

In conclusion, the version of S. 1883
now before us accomplishes most of
what we set our to do whenm we under-
tock consideration of trademark law
revision earlier this. year. Its enact-
ment will represent a major achieve-
ment. of the 100th Congress, and 1
urge its-adoption.

0O 1630

Mr. KASTENMEIER. Mr. Speaker, 1
vield 2 minutes to the gentleman from:
Oklahmla [Mr. Synar] who has been
both a great help on the trademark
bill, and particularly on the Satellite
Home Viewer Act of 1988, played a
crucial role in the Committee on
Encrgy and Commerce and the Com-
mittee on the Judiciary, making sure
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that that met the test and passed the
House.

(Mr. SYNAR asked and was given
permission to revise and extend his re-
marks.)

Mr. SYNAR. Mr. Speaker, let me
join in this chorus of approval for this
bill which we have before us today. I

- am particularly interested in title II of
S. 1883, because it is also a product of
3 years of negotlation and compro-
mises with a variety of groups, includ-
ing the cable and movie industries, the
backyard dishowners, program distrib-
utors, networks and their affiliates, as
well as independent stations.

None of these organizations now
oppose the bill. As the chairman point-
ed out, this passed the Committee on
Energy and Commerce on which I
serve, as well as the Committee on the
Judiciary, by voice vote.

Title II of this bill will put
dishowners on the same footing as the
cable subscribers for the receipt of su-
perstation signals. -

A recent court decision has suggest-
ed it may be in violation of our copy-
right laws in this country for satellite
carriers to retransmit those signals to
home dishowners. The bill creates a
temporary compulsory license that ex-
pires in 6 years. After 4 years the stat-
utory rate expires and the royaity rate
is established by binding arbitration.

It insures the network signals will be
available to dishowners in so-called

“white areas.” The Federal Communi-

cations Commission is given the au-
thority to Impose syndicated exclusiv-
{)tly on lndependent signn.l.s 1.f it 13 reasi
e .
Mr. Speaker 1 wa.nt to thank the

chairman of the subcommittee, the

gentleman from Wisconsin [Mr. Kas-
" TENM=IER], the gentleman from Virgin-

ta {Mr. BoucHEer], the gentleman from -

Massachusetts [Mr. MARKEY]), and the
gentleman- . from Louisiana [Mr,

Tavuzin] for their outstanding service -

in this area, particularly my dear
friend, the gentleman from California,
[Mr. MooruEAD] Who has assisted us

as this title has journeyed through

both the Committee on Energy and
Commerce and the Committee on the
Judiciary. -

Mr. MOORHEAD. Mr. Spea.ker, 1
vield such time as he may consume to
the gentleman from New York [Mr.

" (Mr, FISH asked and was given per-

mission to revise and extend -his re- -
extra.neous -
. . Patent and Trademark Office.

Mr. Fxsmm Spea.ker,a.sanorlsi X
nal cosponsor, of the Trademark Law -

marks, . and >lnclude

matter.)

Revision Act, as Introduced by the
gentleman from California [Mr. MoOR-
HEAD], I am very pleased with the re-
vised version of S. 1883 that the gen-
tleman from Wiscongin [Mr. KasSTEN-
MxIER] has brought to the floor. I was
very disappointed by the version of
this legislation-reported by the sub-

committee and. this revised bill is a-

substantial .. improvement. It- retains
most of the essential elements found
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in H.R. 4156 as introduced and should
therefore be very well-received by the
trademark community and by trade-
mark practitioners.

The list of organizations that have
gone on record in support of the
Trademark Law Revision Act, as intro-
duced and as passed by the Senate is
one of the most impressive I have seen
in many years and therefore, submit
that list for inclusion in the REecorbD.
In addition, although the administra-
tion opposed the reported version of
H.R. 5372, I am confident that it will
be able to support the revised bill. I
believe it will also gain the acceptance
of the other body.

I would like to comment on one pro-
vislon which was taken out of HR.
5372 which was reported by the Judici-
ary Committee and which is not found
in this compromise. It would have pro-
vided consumers with standing to sue
under section 43(a) of the Lanham
Act. This provision, which had not
been studied or evaluated by anyone
for its long-term effects on Federal
unfair competition law, would have
radically altered the nature of the
Lanham Act and would have had the
likely effect of turning the Federal
courts into a small claims court.

I urge a favorable vote for 8. 1883.

SUPPORTERS OF THE TRADEMARK LAw
REVISION AcT (8, 1883; H.R. 4156)

(This st is based on correspondence re-
celved by the United States Trademark
Association; it does not purport to be com-
plete)

INDUSTRY, TRADE AND LABOR ORGANIZATIONS

Chamber of Commerce of the United
Btates, Chemical Manufacturers Associa-
tion, Intellectual Property Owners, Inc.,
International - Ladies’ Garment Workers™
Union, International Franchise Association,
International Union, UAW.

National Association of Manufacturers As-
sociation, Union Label & 8ervice Trade De-
partment AFL-CIO, The United BStates
Trademark Association.

- BAR ASSOCIATIONS

American Bar Association—PTC Law Sec-
tion, American Intellectual Property lLaw
Assoclation, Austin Patent Law Association,
California Bar Association, Chicago Bar As-
sociation, Colorado Bar Asgociation.

Connecticut Patent Law Assoclation, Li-
censing Executives Society USA/Canada,
Assoclation of the Bar of New York City,
New York County Lawyers’ Assoclation,
The New York Patent, Trademark and
Copywright Law Association, Philadelphia
Patent Law Amocintlon. Utah State Ba.r !

GOVERNMENT
US8. Department of Commm-oe. Us..

R A v
. CORPORATIONS R

Air Prodm:ta and Chemicals, Inc.; Alcon
Laboratories, Inc.; - American Cyanamid
Company; Amoco Corporation; Apple Com-
puter, Inc.; Ashland Petroleum Company;
Becton Dickingon and Company; BP Amer-
ica Inc.; Calvin Klein Cosmetics Corpora-
tion; Chevron Corporation.

Control Data Corporation; The Walt
Disney Company; The Dow Chemical Com-
pany; Dr Pepper Company; Eastman Kodak
Company; Eaton Corporation; Elf Lilly and
Company;  Exxon Corporation. Frito-Lay,
Inc.; GameTime. -
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General Electric Company; Hasbro, Inc.;
H.J. Heinz Company; Hewlett-Packard Com-
pany; Hillenbrand Industrfes, Inc.; Hiiton
Hotels Corporation; Jockey International,
Inc.; Kenner Products; Kimberly-Clark Cor-
poration; Kentticky Fried Chicken Corpora-
tion.

Kraft, Inc.; McDonnell Douglas Corpora-
tion; Mcllhenny Inc., Mack Trucks, Inc;
Mars Incorporated; Miles Laboratories, Inc.;
Mrs. Plelds Inc.; National Gypsum Compa-
ny; Nestle Foods Corporation; Ocean Spray
Cranberries, Inc.

Opryland USA, Inc.; Owens-Corning Fi-
berglas Corporation; PepsiCo, Inc.; Phillips
Petroleum Company; Ploneer Hi-Bred Inter-
national Inc.; Pitney Bowes; Pizza Hut, Inc.;
Playtex, Inc.;” PPG Industries, Inc; A.H.
Robins Company.

Scott Paper Company; Selame Design;
The ServiceMaster Company; The Seven-Up
Company; Schering-Plough Corporation;
SmithKline Beckman Corporation; Sterling
Drug Inc.; Taco Bell; Thomson and Thom-
son, Inc.; Weight Watchers International;
United Technologies; White Consolidated
Industries, Inc.; Xerox Corporation.

IKDIVIDUALS AND LAW FIRMS

Miles J. Alexander (Kilpatrick & Cody);
Louis Altman (Laff, Whitesel, Conte &
Saret); Andrew Belansky (Christie, Parker
& Hale); Birch, Stewart, Kolasch & Birch
(Law Offices); Donald W. Canady, Esq.;
Charles 8. Cotropia, Esq. (Richards, Harris,

. Medlock & Andrews); Foley & Lardner;

Alvin Frosa, Esq. (Weiss Dawid Fross Zel-
nick & Lehrman, P.C.)

MtchaelA,Grov(Wnrdu.za.rua&Grow)'
Hamilton, Brook, B8mith & Reynolds;
Thomas M.S. Hemnes (Foley Hoag & Elfot);
Donald O. Jackson, Esq.; Jones, Day, Reavis
& Pogue; Sheldon H. Klein (Ward Lazarus
&Growrl.ndas&?erry'uﬂ Whlml.
Conte, Baret. -

John T. Lannhm(Wu.rdImrua&Grow);
George L. Little, Jr. (Petree Stockton &
Robinson); Philip Mallinckrodt (Mallinck-
rodt & Mallinckrodt); Alfred M. Marks, Exq.
(Brumbaugh, Graves, Donochue & Ray-
mond); Mason Mason & Associates; Malcolm
McCaleb, Jr., Esq.; James A. Mitchell (Price,
Heneveld, Cooper, DeWitt & - Litton)
George B. Newitt, Esq. (Allegretti & Wit-
coff, Ltd.)

Vincent N. Pallidino, Esq. (Fish & Neave);
Matthew H. Patton (Kilpatrick &. Cody);
Beverly W. Pattishall (Pattishall, McAu-
liffe, Newbury, Hilliard & Geraldson); Eve
W. Paul (Planned Parenthood Federation of
America, Inc.); Sydelle . Pittas (Gaston &

* Snow); Albert Robin (Robin Blecker & .

Daley); Bruce A. Tussan, Erq. (Dickinzon,
Wright, Moon, Van Dusen & Freeman);
Townsend & Townsend; Ross,” Howison,
Clapp & Korn; Richard Wallen (Harris,
Kern, Wallen & Tinsley); H. Ross Workman .
(Workman, Nydegger & Jensen). - .
Mr. MOORHEAD. Mr. Speaker, I
yieldmyselfsuchthneaslmaycon-
sume, .
Mr. Speaker, originally-the adminis-

"tration had some problems with this

legislation but nothing that they had
problems with still remains in the bill.- -
I know of no opposition to the legisla-
tion. I urge a strong “aye”vote.

Mr. Mr. Speaker, I
yield 2 minutes to the gentleman from
Massachusetts [Mr. MARKEY]. .

Mr. MARKEY. Mr. Speaker, I rise in
strong support of S. 1883, as amended.
S. 1883 incorporates provisions con-
tained in H.R. 2848, the Satellite
Home Viewer Act and clarifies the



cemse: under tfre Copyright Act of 1976
. for' fMe secondhry retransmission of
superstations. and television network-
stationx: for: private home viewing..

8..1883 also addresses, what'. hns,heem
{dentified. as. potentially, the: gneatest.
thrsat. ta. a-viable: home; satellite: distu
industry—piracy. By clavifgingg the
definition: of and : stmengthening: tie
.- prosentbtions.. against:” piracy: -ie the-

. Commmunications-Act, 8 1883 will' give:
‘law’- enforcement; authoritiex greater
abilfty-to sterr the growing problem of..
theft of. sa.bellite. deliverezﬁ program-
ming,- .

Mang Membem. wm:kad: tlrelmW too

crafi this; consensus legisiatiom. Impar-.

ticular, & want. ta. commend! Mr., Din-
GELL, chmitman: of the Energy and
Commerce Committee; and' My. Kas-

- chadrmamr of the' Courts’

- TENMEIER,

Subcommittes:.’ for thelr outstanding
lendership oft this issue:. E albo- wantt th
commend M. TAvzns. K. Svwan, Mr:
Boucexr, MY: Rovanpe and® My: MOOR-

meArr for their leadership- on this im: .

portant issue and. faor their dedication-
ta increasing. programming; options. for.
rural Americans; :

S. 1883 enjoys the strong: suppont of:
consumers . snd - affected! industries
aitke: 1 urge my colleagnes: to vu’oe for-
this-important: Tegislation:

Mr: S8peaker; T would’ ke to include:
ir the Recorn att this point pertions-off

thie Ehergy and' Comimerce Committee-.

repm:t' on H.R..2848,.
RerorT am HIR..2848.
PURPOSE OF THE IEGIBLATION-

H.R. 2848, “tHe Sutellite. Home Viewer.
Act”, as:amended’and reported by the Com-
mittee, amends the Communications Act of”
1934 and'the Copyright Act of I976: for the
purpose: of ensuring availability of satellite-
delivered video programming to home satel-
1ite antenna owners.. This.legislation creates
an brterim statutory Icense in the Copy-
right Act for satellite: carriers to' retransmit.
tetevision Broadeast signals. of superstations.

and network stations to. earth. station. .

owners forprivate: Bome viewing;

H.R. 7848 directs:the Federal Comnmmunica-
tions' Commissiomr to institute a proceeding
to determine the feasibility of imposing syn-
dicated' exclusivity rules' for- satellite car-
riage of broadcsst signals. The legislation
clarifies that violations of any. such rules, if
enacted by the Commission, are violations
of the Commurmications Act and should be
subject to surh sanctions and pensities as
are contained in the Communications Act.
The legislation also clarifies and strength-
ens current law concerning unauthorized de-
scrambling or interception of satellite-deliv-
ered cable programming. Finally, this legis-
lation requires the Commission to initiate
an inguiry into the need for a umiversal de-
cryption. stundsxd for home satellite enten-
na users.

BACEGROUND AND NEED FOR LEGISLATION
Kistery aof the Satellite Cable Programnming
Industry

Reception of television signals via back-
vard satellite dishes begun in.1976, one year
after Home Box Office Inc. (HBO) began
delivering its movies to-cable television op-
erators by satellite. At that time, however,
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receptiomaf sch signalk by awners. of: backs
y,nrdnte!llte-dlahmwas not. authorized. by-

TheformerStctlbrr 605 of the: Communit.
catiom Act of 1834 (amended and- redestir=
natedas.section 705.by the Cable Communi-
cattbns Policy Act of 19843 made: it fllegal to
receive: radic communnications without au-
thortzatiom Imr a. number of. cases, in the

" early 1980% the caurts ruled that the:unau.-

thortzed reception of pay television signals,.
including signals: intended for use by cable
constituted' & prohibited “ose™ uﬂ

(@thi Cir;;, 1680.)) 'I’he FCC took the: viewr
that. home. satellite- dish. owners - receivingr
satellite signals without authorization were:
involved in an llegsl practice. -

cunferredfulllegal‘statuaontﬁe '

Congress

televikion reeetve-only” (TVRO) Industry in-
the: Cablyr Communications. Policy Act of”
1884 (Tahle Act) (PIL. 885493 The Cable:
Agt. expresaly legalized the sale and use of:
backyand. dishes, It allowed- backyard dish:
owners. toressive satellite-relayed. cable. pro—
grammihg free-of-charge if the program-

ming ik not enerypted, or “scrambiled,” ar. if”
s marketing systemr suthorizing, private:
viewihg-Fad ot been established: The-Cable-

Avt substantially. increased: penalties for-un—

authorizeds signall receptton—ineluding: re--
ception. of scrambied sigmals. Althoughr the-
legislation did:not. require sgrambiled:signais:
to be sold. to. backyard: dish. gwners, pro--
grammers have an. incentive to. market
scrambled signals to backyard dish owners.
During thee debate- on the- legislation, €Con-
gress noted an' expectstion’-that increased
penalties. for unsuthorised: reseptiom: of
cable. serweces: would: allows cable: program-
mers. to, abtaim pagment. fap thedir program-
ming more easfly.

Since the. passage of the Cahle.Act..the
backyard satellite dish industry has experf-
enced: explasive: growth, particularly in the
South: andi Midwestt The number' of Back-
yardi satellite earth stastions v operstion in:
thie United States fms increased’ ffonr an- es-
timated: 5,000 iIn 1980- to* over 2 miillon
today. Complete hHome receiving systems,
which once sold for as much as $36,000, now
are advertised for as little as $1,000-or less.
I addition, technology has reduced the size
of the backyard dish significantly—from the-
30-foot-wide- dishes- of sevaral: years ago to
dishes. approximately six to ten: feet in di-
ameter today..

“Scrambling” of Salellite:Cable:
Programming:

The techmological development of home
earth station equipment enabled home: dish
owners. to intercept satellite delivered: sig--
nsaly¥ that originally were intended to be dis-
tributed only to cable systems. Cable sys-
tems pay saiellite carriers 8 per subscriber
fee for drijvering to the system: a- broadcast
signal; the:systems.then-send out the signal
over the wire to their subscribers. Dish
owners, on the other hand, initially paid no
fee to the carriers for the signals they re-
celved. In order to impede this unauthorized
reception of their satellite-delivered signals,
most resale satellite carrlers and certain
copyright holders in satellite delivered sig-
nals decided to encode, or scramble, their
signals and to provide descrambling capacity
only to payving subscribers.

Many home dish owners have stated oh-
jections to the scramtling and current mar-
keting practices of saleilile delivered video
programming because they believe that
they have a right to receive satellite pro-
gramming at a price comparable to that
paid by cable system subscribers to the same
programming. Some consumers have ex-
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pressed: concern-about: the cost: of’ descranm-
bling devices; price discrimination for pro-
gramming serwices svailablestordisin owners,
and access, to-the:programming available.to-
cable subscribers. The satellite diah industry.
and most dish owners, however,. have con-
sistently agreed that copyriklt holers db--

serve to be fairly compensated' by viewers.of’
t.helh pregrammihg:

In:recent’ pears: the three major television:

networks: have begun: tosscrambler their sat—

ed. work. - (17! U:S.C.Sectiom 1081 A copy--
right holder generally hss: the exalusive:
right tordesides wito shail msaice use off his:or
henwoxt;nm&permdmiﬂnabmnmdmw;:
digtribute or. publicly perform-er dispiay the-
copyrighted work must ohmin.thc.enn!risht—
holder’s consent..

... A carrier’s. wtivitdea
with. regard. to . &' secondary tmansmission.

_must “consist solely: of. providing ~ wires,..
channels

for the- use-of others.”™ Since: most satellite
carriers. of broadchst' statiom signais seram-
ble:the signuls and market- decodingrdevices

and packages of programming to home dlsh
owners;. there: is. contimuing uncertzinty
ahout whether on not sueh ecarriers are
liable-under the:Copyright Act. .

Same analysts of the copyright laws.assert
that by selling, renting, or relicensing de-
scrambling devices ta subscribing earth sta-
tion -owners; & carrier exercises: direct con-
trol over which indtvidusl members of- the
public recaive- tiie signais they transmit.
Moreover, it has. been: clsdmed that the: ac--
tivities. of satellite carriers, which: almost
always include- the scrambling of a broad-
cast signal, represent s.far more-sophisticat-
ed and.active-involvement in.selling signals
to, the public than does. an act of merely
providing “wires, cables, or other communi-
cations channels.’

In a Mszrch 17, 1986 letter to Representa-
tive Robert W. Kastenmeier; Chairman of
the Judiciary Committee's: Courts, Civil Lib-
erties and Adminigiration of Justice. Sub- .
committee;. Mr. Ralph Qman, Registrar of
Copyrights, set forth his “preliminary judg-
ment” that the sale or licensing of descram-
bling devices to satellite earth station
owners by common carriers falls outside the
purview of the copyright exemption granted
“passive carriers” for secundary transmis-
sion of copyrighted works, particulary when
the carrier itself scrambles the signal. “The
exemption failing” Mr. Gman. concluded,
“The resale carrier requires- the consent of
the copyright owner of the underlying pro-
gramming.”

Similarly, in testimony before the Tele-
communications Subcommittee in 1986,
cuce common carrier, Southern Satcllite,
which dellvers WTBS, stated its belief that
the section 111(aX3) exemption was not
available to the carriers. of satellite- deliv-
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cipients of information under subsection
(b)(2XE) will be responsible under the stat-
ute for maintaining the confidentiality of
the information as if they themselves were
video tape service providers.

Under paragraph (2)(F), personally identi-
fiable information may be disclosed pursu-
ant to a court order in a civil proceeding,
upon & showing of compelling need for the
information that cannot be accommodated
by any other means, and if ({) the consumer
is given reasonable notice, by the person
seeking the disclosure, of the court proceed-
ing relevant to the issuance of the court
order; and (il) the consumer is afforded the
opportunity to appear and contest the claim
of the person seeking the disclosure.

If personally identifiable information is
disclosed, pursuant to paragraph (2XF), the
courts shall impose appropriate safeguards
against unauthorized disclosure.

Section 2710(c) imposes liability where an
individual, in violation of the Act, knowing-
1y discloses personally identifiable informa-
tion concerning any consumer. Under gener-
ally applicable principles of tort law, the
action of an employee is generally imputed
to the employer when the employee is
found to have acted within the scope of his
or her employment

In making that determination, the court
or jury, as the trier of fact, should consider
all relevant facts, and the context in which

they arise. For example, it may be relevant
that the video tape service provider has an
explicit store policy that requires compli-
ance with this Act. . - -

To ensure compliance with the lnw video
tape service providers are urged to explain
the Federal law and the store's policy of
compliance with it; warmn their .employees
-that disclosure of personal information by

anyone not designated to.do .50 on behalf of .

the business is grounds for dixmissal; and
post conapicuous notice.of the law and store
‘policy in plain view of all employees (such

a.suthecuuomereountermdbythetel&

phone). -
: 'Imsbﬂldoesn.otchnnsemnrentlmwwith

"regardtotheuahﬂnyofemploymform',
committed within the.scope of-their employ-

ment. For example, a clearly defined policy
will not serve to exculpate an employer
from liability for the acts of.its employees
when the policy is not in fact enforced.
Section 2710(qd) is intended to apply to the
situation where a private individual obtaing
personally identifiable information in viola-
tion of the Act. It is not intended to apply
to any Federal, State, or.local governmental
official. It - states -that such information
shall not be received in evidence in any trial,
hearing, arbitration; or other proceeding in
or before any court, grand fury, department,
office, agency, regulatory body, legislative
committee, or other authority of the United
Sta.t.eo,aState ornpolmmlmbdivhionofu

Sect!on 2710(0) reqniru the dwt:uction of
personally identifiable

information as soon .

necessary for the purpose for which it was

collected and there are no pending requests -

or orders-for sccess to such-

‘provislonhtoredueethechanee-f.haim~ by
individual’s privacy will be .invaded, by re- ..

quiring the destruction of information in an
expeditious fashion, appropriate to the cir-
and to the policies protected by

. th].s Act.

Under this subsectlon. ‘the ‘phrase the
‘purposeforwhlchltwa.seolleet.ed”must
" be: narrowly construed. It may include ac-

_ . tivities that are for the exclusive use of mar- -
- keting v00ds and services to the consumer,
B .o . ot s B
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It may not, however, include activities that
violate the intent of the statute, which is to
protect personally identifiable information
from disclosure.

Section 271(f) explicitly preserves the
rights of consumers to seek redress under
State laws that may provide a greater
degree of protection than is afforded by the
Federal statute. The bill does not preempt
State laws that provide greater privacy pro-
tection for video users.

Mr. MOORHEAD. Mr. Speaker, 1
yield myself such time as I may con-
sume.

Mr. Speaker, 1 rise in support of S.
2381, the Video Privacy Protection Act
of 1988. This legislation stems from
the incident last summer when a news-
paper reporter found out from a video
store what video films Judge Bork had
rented and published a story about his
preference.

The immediate reaction to the Bork
episode was a strong bipartisan re-
sponse. Both the Democrats and the
Republicans deciding upon Judge
Bork’s judgeship became outraged and
called for legislation. This bill is the

result with Senators Leany and SiMON

joined by Senator GRAsSLEY sponsor-
ing on the Senate side and the gentle-
man from California, Mr. McCANDLESS,

and the gentleman from Wisconsin,

Mr. KASTENMEIER, sponsoring on the
House side. I would like to commend
all of these individuals for taking the
initiative on this fimportant issue.

This bill prohibits the disclosure of
video records except in certain narrow-
1y defined circumstances. Such an ap-
proach will proteet the privacy rights
of video tape users while ensuring that
those who need access to the informa-
tion, such as law- enforeement omcla.ls,
will be able to obtain it.

The Courts Slmeommittee durlng 1ts
hea.rtngs and deliberations on the leg-
iglation has received.the cooperation

and eonstructive-input of -Erol’s, -the.

-Video Software Dealer’s Association,

‘the Direct Marketing Association, the

ACLU, the FBI, and the Department
of Justice. In many ways the legisla-
ton will codify | -practices put

existing
“in place by Erol's and the Direct Mar-
keting Association to provide informa--

tion privacy protection for their cus-
tomers. Mr. Speaker, the.legislation
which is without opposition will pro-
vide. valuable privacy protection for
the customers of video stores and I
urge my colleagues’ support for it.

- Law Revision Act.of 19887, .

L Exe cept oﬂnme w’ y-
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ly, we have a product that will protect people
from invasion of their privacy.

Every day, people are asked to disclose in-
formation about themseives that somecna
then squirrels away in a computer. Every time
we provide such information, we'ra giving a
piece of ourselves to someone else. The
Video Privacy Protection Act of 1988 ensures
that video service providers will rospect the
privacy of that with which we have entrusted
them.

Mr. KASTENMEIER. Mr. Speaker, I
have no further requests for time, and
I vield back the balance of my time.

Mr. MOORHEAD. Mr. Speaker, I
have no further requests for time, and
I yield back the balance of my time.

The SPEAKER pro tempore. The
question is on the motion offered by
the gentleman from Wisconsin [Mr.
Kastewmerer] that the House suspend
the rules and pass the Senate bill, S.
2361.

The question was taken;, and (two-
thirds having voted in favor thereof)
the rules were suspended and the
Senate bill was passed.

A motion to reconsider was laid on
the table.

‘GENERAL LEAVE
Mr. KASTENMEIER. Mr. Speaker, 1
ask unanimous consent that all Mem-
bers may have 5 legislative days in
which to revise and extend their re-
markxons.zsel theSemtebﬂljust

passed.
TheSPEAKERpro tempore Is

.there objection to‘the request of the
Wiscongin?

gentleman from -
. Therewasnoobjeednn. o

f S

TRADEmd:ARK LAW REVISION -
- ACT OF 1988 |

Mr KASTENMEIER. Mr. Spea.ker.
move to suspend - the rules and pass
the Senate bill (3. 1883) to amend the
Trademark' Act of 1946 to make cer-
tain revisions relating to the registra-
tion of trademarks, and Ior ot.her pur
poses, as amended.

The Clerk rgad as Iollow&

T8, 1888

BeuenactedbwaSawtcandHouseof
Representatives 'of the Uniled States of
America in Congress assembled, -
TITLE l—TRADEH.@.‘RK LAW REVLSION
SEC. 101, SRORT TITLE.

Tmstlt.lemaybecitedastha“deemark

et A

mnnmnnmmmmmnumor

whenever inthhi.me an.amendment is ex:-
pressed in terms of an amendment to & sec- .

. tion or other provision, the reference shall

be considered to'be made to. a section or
other provision of the Act entitled “An Act
to provide for the registration and protec-
tion of trade-marks used in commerce, to
carry out the provisions of certain interna-
tional conventions, and for other purpases”,
approved  July. 8, .1948 (18 U.K.C.- 1051 -and -
following) (commonly . reterred t-o as t.he .
“'I‘ndemarkActot 19467). -0 B %
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BEC. Io). APP‘LICA'I‘ION T0 IIEGISTER 'I'B.ADE-
. MARKS.

Bectlon 1(15 US. C 1051) is a.mended—

-~ (1) In the matter before subsection (a), by
striking out “may register his” and inserting

in leu thereof “may apply t.o retlster his or

her”;

@ by redesignating pa.raarph: 1), (2,
- and (3) of subsection (a) as subparagraphs
(A), (B), and (C), respectively;

(3) by redesignating subsections (a), (b),
and (¢) as parsgraphs (1), (2), and (3),
spectively;

(4) by inserting “(a)” a.fter ‘SEcTION l .

(5) In subsection (a)(l)(A) as redeoiunat.ed
by this gection— . .

(A) by striking out "a.pplled to" md lnsert- -
‘ing in lleu thereof “used on or in connection -

P T

with”; and -

(B) by striking out zoods in connectlon
mdhmertingtnueuthereot“sood.sonorin
connection’;

(6) In subsect.ion (a)(l)(C), u redeolgxmtaed
bythissectlo by striking out “actually”;

(7) in subsection (aX2), as redesignated by
this section, by striking out mlng" a.nd in-
serting in leu thereof “prescribed

(8) by redesignating subsection (d) as sub-
-section (e); and -

- {9)-by -Inserting before subsection (e).
redesignated by paragraph (8) of this sec-
* tion, the following:

‘“(b) A person who has & bona. ﬁde inten-
tion, under circumstances showing the xood
faith of such person, {0 use a trademark in
commerce may apply to register the trade-
marku.ndert.hlaAotontheprlncipa.lmgis-
ter hereby established: . .-

“(1) By ﬁllnz in the Patent and Trade-

“(A) a written applimtlon. in such form as
may be presocribed by the Commissioner,
verified by the applicant, or by a member of
the firm or an officer of the corporation or
association applying, specifying applicant’s
domicile and citizenship, applicant’s bona
fide intention to use the mark in commerce,
the goods on or .in connection with which
the applicant has & bona fide intention to
use the mark and the mode or manner in
which the mark is intended to be used on or
in connection with such goods, including a
statement to the effect that the person
making the verification believes himself or
herself, or the firm, corporation, or associa-
tion in whose behalf he or she makes the
verification, to be entitled to use the mark
in commerce, and that no other person,
firm, corporation, or association, to the best
of his or her knowledge and belief, has the
right to use such mark in commerce efther
in the identical form of the mark or in such
near resemblance to the mark as to be
likely, when used on or in connection with
the goods of such other person, to cause
confusion, or to cause mistake, or to deceive,
however, except for applications filed pursu-
ant to section 44, no mark shall be regis-
tered until the applicant has met the re-
quirements of subsection (d) of this section;
and

‘“(B) a drawing of the mark.

“(2) By paying In the Patent and Trade-
mark Office the prescribed fee.

*(3) By complying with such rules or regu-
lations, not inconsistent with law, as may be
prescribed by the Commissioner.

“(c) At any time during examination of an
application filed under subsection (b), an
applicant who has made use of the mark in
commerce may claim the benefits of such
use for purposes of this Act, by amending
his or her application to bring it into con-
formity with the requirements of subsection
(a).

"(dX1) Within six months- after the date
on which the notice of allowance with re-
spect to a mark is issued under section
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13(b)(2) to an appllca.nt under subsection (b)

- .of this section, the applicant shall file in the

Patent and Trademark Office, together
with such number of specimens or facsimi-

-ment of the prescribed fee, a verified state-

ment that the mark is in use in commerce
and specifying the date of the applicant’s

the mark is used in commerce, and the mode

‘tled to registration, and notice of registra- -
" simflar marks in commerce. In issuing con-

(1), upon written request of the applicant
before the expiration of the 6-month period
provided in paragraph (1). In addition to an
extension under the preceding sentence, the

paragraph (1) for periods aggregating

more than 24 months, pursuant to written
request of the applicant made before the ex-
piration of the last extension granted under
this paragraph. "Any request for an exten-
sion under this paragraph shall be accompa-
nied by a verified statement that the appli-

cant has a continued bona fide intention to -

use the mark in commerce and

specifylng
those goods .or services identifled ‘In thes -

notice of allowance on or in connection with
which the applicant has a continued bona
fide intention to use the mark in commerce.
Any request for an extension under this
paragraph’ shall be accompanied by pay-

‘ment of the prescribed fee. The

Commis-
sloner shall {ssue regulations setting forth
guidelines for determining what constitutes
good cause for purposes of this paragraph.

‘“(8) The Commissioner shall notify any
applicant who files a statement of use of the
acceptance or refusal thereof and, if the
statement of use is refused, the reasons for
the refusal. An applicant may amend the
statement of use.

“(4) The failure to timely file a verified
statement of use under this subsection shall
result in abandonment of the application.”.
SEC. 104. TRADEMARKS REGISTRABLE ON PRINCI-

PAL REGISTER

Bectlon 2 (156 U.8.C. 1062) is amended—

(1) by amending subsection (d) to read as
follows:

‘“¢d) Consists of or comprises a mark
which so resembles a mark registered in the
Patent and Trademark Office, or & mark or
trade name previously used in the United
States by another and not abandoned, as to
be likely, when used on or in connection
with the goods of the applicant, to cause
confusion, or to cause mistake, or to deceive:
Provided, That {f the Commissioner deter-
mines that confusion, mistake, or deception
18 not likely to result form the continued
use by more than one person of the same or
similar marks under conditions and limita-
tiona as to the mode or place of use of the
marks or the goods on or in connection with
which such marks are used, concurrent reg-

the filing dates of the applications pending

" or of any registration issued under this Act;

(2) July 8, 1841, in the case of registrations
previously issued under the Act of March 3,
1881, or February -20, 1805, and-continuing
in full force and effect on that date; or (3)
July 8, 1047, in the case of applications filed

- under the Act of February 20, 1805, and reg-

‘istered after July 5, 1847. Use prior to the
filing date of any pending application or a
registration shall not be required when the

'ownerofmchappuoltlonor

consents to the grant of a concurrent regis-

"’tra.tion to the applicant. Concurrent regis-
‘trations may also be issued by the Commis-

sloner when a court of competent jurisdic-
tion has finally determined that more than
one person is entitled to use the same or

current registrations, the Commissioner

- shall prescribe conditions and limitations as

to the mode or place of use of the mark or
‘the goods on or in connection with which
uuchmarktsrecistaredtot.he respecuve ’

persons.”;

L@ In subsecuon (e) by striklns out “
plled to” each place it appears and lmerung
in Heu thereof “used on or in connection”
with”; and

(3) in subsection (f)—

(A) by striking out “applied to” and insert-
ing in lieu thereof “used on or in connection
with”; and -~

(B)bystrikinzout“ﬁveyea.m and all

_that follows through the end of the subsec-

tion and inserting in Heu thereof “five years

before the date on which the claim of dis-

tinctiveriess 1s made.”.

SEC. 105. SERVICE MARKS REGISTRABLE.
Section 3 (15 U.8.C. 1053) is amended—

~ (1) in the first sentence—

(A) by striking out “used in commerce”;

d

an

(B) by striking out “, except when” and all
‘that follows through “mark is used’’; and

(2) by striking out the second sentence.
SEC. 106. COLLECTIVE AND CERTIFICATION mnxs

REGISTRABLE.

‘Section 4 (15 US.C. 1054) is amended—-

(1) in the first sentence— -~

(A) by striking out “origin used in com-
merce,” and inserting in lieu thereof
“origin,”; and

(B) by striking out “except when” and in-
serting in lieu thereof “except in the case of
certification marks when”; and

(2) by striking out the second sentence.
SEC. 107. USE BE RELATED COMPANIES. -

Section 5 (156 U.8.C. 1055) is amended by
adding at the end thereof the following: “If
first use of 2 mark by a person is controlled
by the registrant or applicant for registra-
tion of the mark with respect to the nature
and quality of the goods or services, such
first use shall inure to the benefit of the
registrant or applicant, as the case may be.”.
SEC. 168. DISCLAIMER OF UNREGISTRABLE

MATTER.

Sedthon 6(b) (15 U.8.C. 1056(b)) is amend-
ed by striking out “paragraph (d)” and in-
serting in lieu thereof “subsection (e)”.

SEC. 109. CERTIFICATE OF REGISTRATION ON THE
PRINCIPLE REGISTER.

Section 7 (15 U.8.C. 1057) is amended—

(1) by amending subsection (b) to read as
follows:

‘“(b) A certificate of registration of a mark
upon the principal register provided by this
Act shall be prima facie evidence of the va-
lidity of the registered mark and of the reg-
istration of the mark, of the registrants
ownership of the mark, and of the regis-

.+ \October' 19, 1988 - - -
-lstraﬂonsmtybelssuedtomchpemm"
“when they have become entitled to use such

- marks as & result of their concurrent lawful
". use in commerce prior to (1) the earliest of
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trant’s exclusive right to use the registercd
mark in commerce on or in connection with
the goods or services specified in the certifi-
cate, subject to any conditions or imitations
stated in the certificate.”;

(2) by redesignating subsections (¢), (d),
(e), (f), and (g) as subsections (d), (e), (D),
(g). and (h), respectively;

(3) by inserting after subsection (b) the
following:

“(c) Contingent on the registration of a
mark on the principal register provided by
this Act, the filing of the application to reg-
ister such mark shall constitute constructive
use of the mark, conferring a right of prilori-
ty. nationwide in effect, on or in connection
with the goods or services specified in the
registration against any other person except
for a person whose mark has not been aban-
doned and who, prior to such filing—

“(1) has used the mark;

*(2) has filed an application to register
the mark which Is pending or has resulted
in registration of the mark; or

“(3) has filed a foreign application to reg-
ister the mark on the basis of which he or
she has acquired a right of priority, and
timely files an application under section
44(d) to register the mark which is pending
or has resulted in registration of the mark.”;

(4) in subsection (d), as redesignated by
paragraph (2) of this section, by striking out

“fee herein provided” and inserting in lieu_

thereof “prescribed fee”;

(5) in subsection (f), as redeaigna.t.ed by
paragraph (2) of thig section, by striking out
“fee required by law” and inserting in lieu
thereof “prescribed fee”; and

(6) in subsection (h), as redesignated by
paragraph (2) of this gection, by striking out .

“requiredfee andln.serthlsmlieut.herenl'

“prescribed fee”, . . R
SEC. 118. Dlmmonormmow s

Section 8(3) as U.B.C. 1058(3)) s a.mend-

ed— At
-.{1) by stnklns out twent.y‘ md lmertins
- in lieu thereof “ten”; and .15 Fo,  tu-ic -l n
.(2) by striking' out “uhowinz “that sald
mark is in use in commerce or showing that
Its” and. inserting in lieu thereof .“setting
forth thoee goods or services recited in-the
registration on or in connection withwhich
the mark is in use in commerece and attach-
ing to the affidavit a specimen or facgimile
showing current use of the mark. or show-
ing that any”. . )
smm.mxwuovmmnon ; -

' Section 8 (15 U.B.C."1059) is amended-—'

(1) in subsection (a)- by striking out
“twenty” a.nd tnsert!ng tieu thereof

wn”-

(2) in subsection (c) by’ strlklnz out “I(d)
hereof” and :inserting in lleu thereof “1(e)
of this Act”.
8EC. 112 ASSIGNMENT. : ' )

Section 10 (15 U.8.C. 1060) is a.mended— .

(1) in the first gentence by striking out
“and in any such lmignmant" and inserting
in lieu thereof the following: ‘. However, no
appumdnntoteﬂsteramnrkundersecﬂon
1(b) shall be assignable prior to the filing of

_the verified statement of use_ under section
1(d), except to a successor to the business of
the applicant, or portion: thereof, to which
the mark pertains, if that 'business is ongo-
ing and existing. In any lsaignment author-
ized by this section’; and - -. ..

(2) in the last paragraph by striklng out
“1(d) hereof” and l.nsertlns in lieu thereof
“1(e) of this Act”.

SEC. 113 EXAMINATION OF APPLICATION. .
eds_ecﬁtm 12(;) (lﬁU.B.C 1062(3)) is nmend

(1) by strikins out. “fee hereln proVided
inserting - in

ueu t.hereot ‘prwcrlbed
fee”;and . ;- -
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(2) by striking out ““to registration, the”
and Inserting in lieu thereof ‘“‘to registra-
tion, or would be entitled to registration
upon the acceptance of the statement of use
required by section 1(d) of this Act, the”.
SEC. 114. OPPOSITION TO MARKS.

Section 13 (15 U.S.C. 1083) is amended—

(1) by inserting *'(a)" before “Any person’’;

(2) by striking out “required fee” and in-
serting in lieu thereof “prescribed fee'; and

(3) by adding at the end thereof the fol-
lowing:

(b) Unless registration is successfully op-
posed— )

“(1) & mark entltied to registration on the
principal register based on an application
fited under section 1l(a) or pursuant to sec-
tion 44 shall be registered in the Patent and
Trademark Office, a certificate of registra-
tion shall-be issued, and notice of the regis-
tration shall be published in the Official
Gazette of the Patent and Trademark
Oftfice; or -

‘(2) a notice of allowance shall be issued
to the applicant if the applicant applied for
registration under section 1(b).”.

SEC, 115, CANCELLATION OF REGISTRATIONS.
SBection 14 (15 U.8.C. 1064) is amended—
(1) In the matter preceding -subsection

(a)—

(A) by iInserting “as follows” after “be
filed”; and

(B) by striking out “1905-"” and inserting
in Heu thereof “1905:’;

(2) in subsection (a)—

(A) by striking out “(a) within’” and insert-
ing inlieu thereof ‘(1) Within"; and

(B) by striking out “; or” a.nd inserting in "

Iieu thereof a period;

" (3) in subsection (b)— - - !
-(A) by-striking out “(b) within” and inse;t-
lng in lieu thereof “(2) Within"™;, and b

(B) by striking out “*or" and mserting in
1ieu thereof a period;: -

- +(4) by amending subsection (c) to read a.s

follows: .
© *¢3) At any time if the reglste.red mnrk be-
“comes the generic name for the: goods or

‘services, or a-portion thereof, for which it'is -

registered, or has bheen abandoned, or its

“registration was obtained fraudulently or
-eontrary .to the provisions of section 4 orof ~
-subsection (&), (b),; or (c) of section 2 for a

registration under this Act, or contrary to
similar prohibitory provisions of such prior
Acts for a registration under such Acts, or f
the registered mark is being uzed by, or with
the permission of, the registrant so as to
misrepresent the source of the goods or
services on or in connection with which the
mark is used. If the registered mark be-
comes the generic name for less than all of

the goods or services for which it is regis- =

tered, & petition to cancel the registration
for only those goods or services may be
filed. A registered mark shall not be deemed
to be the generic name of goods or services
solely because such mark is also used as. a
‘name of or:to {dentify s unique product or
service. The primary significance of the reg-

mark to the relevant public rather -

than purchaser motivation shall be the test
for determining whether the registered
mark-has become the generic name of goods
ornervieeaonorlneonnectionwit.h whlchit
has been used.”; . .

(5 In subsection (@)~ R

‘(A) by striking out “(d) at” a.nd lnserting
ln lieu thereof “(4) At™ and

)bystriki.ngout“‘or"andinwrtlnsin

lieu thereof a period;

(6) in subsection (e)— "

«A) by striking out “(e) at” a.nd inserti.nz
ln lieu thereof “(5) At™ ; and L

(B) by striking out “(1)” “«(2)”, "(3)” and
“(4)" and ‘In" lYeu thereof “(A)”,
“(B)”, “(C)”, and *“(D)”; t'especuvely' ‘and -
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(7) in the proviso at the end of the section
by striking out “subsections (¢) and (e)” and
inserting in lieu thereof “paragraphs (3) and
(5.

SEC. 116. INCONTESTABILITY OF RIGHT TO USE
MARK.

Section 15 (15 U.S.C. 1065) is amended—

(1) by striking out “subsections (¢) and
(e)” and inserting in lieu thereof “para-
graphs (3) and (5)";

(2) in paragraph (3) by striking out “sub-
sections (1) and (2) hereol” and inserting in
lieu thereof “paragraphs (1) and (2) of this
section”; and

(3) in paragraph (4) by striking out “the

- common descriptive name of any article or

substance, patented or otherwise” and in-
serting in lieu thereof “‘the generic name for
the goods or services or a portion thereof,
for which it is registered”.

SEC. 117. INTERFERENCE.

Section 16 (15 U.S.C. 1068) Is amended by
striking out “applied to the goods or when
used in conunection with the services” and
inserting In lieu thereof “used on or in con-
nection with the gaods or services”.

SEC. 118. ACTION OF COMMISSIONER IN PROCEED-
INGS. - .

Section 18 (15 U.8.C. 1088) is amended—

(1) by striking out “or restrict” and insert-
ing in Heu thereof ‘“the registration, in
whole or in part, may modify the applica-
tion or registration by limiting the goods or
services specified - therein, may otherwise re-
strict or rectl.fy with respect t.o t.he regls—
ter”: N
(2) by strlking out “or may refuse" ‘and in-
gerting in lieu thereof “may refuse”; and -

' (3) adding at the end thereof the follow-

‘ing: “However, -no final judgment shall be

entered in favor of an applicant under sec-
tion 1(b) ‘before-the mark is registered, if
such applicant cannot prevall without estab-

" lishing constructive use pumuant t,o sect.!on

7).

‘8EC. m[ Arrucunou or murr.un.s PRINC]

Bection 19-(15 U.B,C 1069) ig a.mended by
striking out the seeond sentence‘
SEC. 120. APPEALS. . ’

Section 21 (15 U.S c 1071) is a.mended—

-(1) in.subeection (&aX1)— . ... ,. -

" (A) by striking out “section 21(b) hereo!”
each place it appears and inserting in lieu

.thereof “subsection (b) of this section”;..

(B) by striking out ‘“section 21(aX2)
hereof”” and inserting in lieu thereof “para-
graph (2) of this subsection’; and

(C) by striking out "sa.id section 21(b)”
and inserting in lleu thereof ‘‘subsection (b)
of thig section”; . .

(2) in subsection (a)4), by adding at the
end thereof the following:.‘‘However, no
final judgment shall be entered in favor of
an-applicant under section 1(b) before the
mark I8 registered, if such applicant cannot
prevail without .estabushlnx constructive
use pursuant to section 7(c).”, . e

_ (3) in subsection (bX1)— | .

 (A) by striking out “section 21(3) hereof"
and inserting in leu the.reo! "suhsection (a)
of this section”; =~ - --

“\(B) by striking Gut “section 21(a)" and In-

serting in lieu t.hemof ““subsection (a) of this
section’”; and

{C) by ‘adding at the end thereof the fol-
lowing: “However, no final judgment shall
be entered in favor of an applicant under
section 1(b) before the mark is registered, if
such applicant cannot prevail without estab-

‘lishing constructive use pursuant to section

f(e).”;’and
(4) 'In. subséction’ (bX3), by striking out
“(3)” and all that follows through the end

‘ottheﬂrstsent.meandinserﬂnginueu
thereof the following: E :
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. “(B)mmyca.sewherethemianosdveue
party, & copy of .the complaint shall be .
served on the Commissioner, and, unless the .
court finds the expense to be unreasonable,

_all the expenses of the proceeding shall be
paid by the party bringing the case, wheth-
er the final decision ls ln favor of xuch pa.rty
or not.”. .

SEC. 121. SUPPLEMENTAL REGIS'I‘B‘B.

Section 23 (15 U.8.C. 1091) is amended—

(1) by inserting “(a)” before “In addition”
in the first paragraph;

.(2) by Inserting “(b)” before "Upon t.he "
in the second paragraph; -

3) by inserting “(¢)” before ‘For ‘the pur
poses” in the third paragraph;
© (4) In subsection (a), as desizna.t.ed by

‘pa.ruraph(l)oft.hlssection— o L

(A) by striking out “paragraphs (u)" and .
inserting {n lleu thereof “subsections (a),”;

(B) by striking out “have been in lawful
use in commerce by the proprietor thereof,
upon” and inserting in lieu thereof “are in
gwiulusemcommercebytheownert.here-

On”, -

(C) by striking out ““for the year preceding
the filing of the application”; and

(D) by Inserting before “section 1" the fol-
lowing: “subsections (a) and (e) of”; )

(6) in subsection (b), as designated by

paragraph (2) of this section, by striking out-

“fee herein provided” and inserting m eu .
thereof “prescribed fee”; and .

. (O)bystrikmxoutthehstparmaph.

8EC. 112 CANCELLATION ON surnmrﬂm. REG-

Bect}on 24 (16 U.S.C 1092) is l.mended—

(1) by sta-[klng out ‘verlﬂed" ln ‘the second

sentence; - ol

.(2)bystrikmsout“mnotendtledt.o
: ~reﬂs§erthemarkstthetlmeoimsnpplm-
- . -tion for

. .be entered in favor of-an applicant :-under .

: fsecﬂonl(b)beiomthemarkhreaistered. it

such applicant cannot prevail without-estab- .

7llshlng) _eon.struct.lve use pursuant to section
(c ”

@C.ln.PROVIBIONSOFACl‘APPlJCAmmBUF-
PLEMENT. :

AL REGISTER.
Sectlon?ﬁ(lb U.8.C. 1094) is amended— -
(1) by inserting “1(b),” l\fté.r “sections’

(2) by Inserting “7(c),” after “7(b)”
.8EC. 124, R.EG[S‘I‘RATION ON PRINCIPAL REGISTER
OT PRECLUDED.

Sectlon 2'7 (15 U.8.C. 1095) is amended by

adding at the end thereof the following:

“Registration of a mark on the supplemen-
tal register shall not constitute an admis-
slon that the mark has not acquired distinc-
tiveness.”.

SEC. 125. NOTICE OF REGISTRATION.

Section 28 (15 U.S.C. 1111) is amended by
striking out “‘as used”.

SEC. 128 CLASSIFICATION OF GOODS AND SERV-
ICES.

Section 30 (15 U.S.C. 1112) is amended—

(1) by inserting “or registrant’s"” after “ap-
plicant’s”;

(2) by striking out “may file an applica-
tion” and Inserting in lieu thereof “may
apply";

(3) by striking out ‘‘goods and services
upon or in connection with which he is actu-
ally using the mark:” and inserting in lieu
thereof “goods or services on or in connec-
tion with which he or she is using or has a
bona ﬂde intention to use the mark in com-
merce;”; and

(4) by amending the proviso to read as fol-
lows: “Provided, That if the Commissioner

thereof,” and nserting .-
.in ILeu thereof . “hnotrenuﬂedm,remtm- :such-
L NS

_ton™; ;
(3)ﬁysh-lk1ngout“hnotu@edbythe Teg-.
“istrant or’

RS by{ uddintttthsmdt.hereo! t.berol-;; w c) n:u
Towing:“HoWwever, no’final’ fudgment ahall ;bletotheWneroftherlxhtlnIrlnxeer'
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by recu.lat&on permita the {iling-of an nppu-

cation for the registration of a mark for .and
goodaorserviceswhlchfaﬂwlttﬁnaplumu_-
.ty of classes, a fee equaling the sum of the

fees for filing an application in each class
shall ‘be paid, and the Commissioner may
{ssue a single cert.lﬂcate of reg-lstration for
such mark.”,
-8EC. 127, INNOCENT INFRINGEMENT AND VIOLA-
. " TIONS OF S8ECTION 43(a).

Bection 32(2) (15 U.8.C. 1114(2)) is amend-
ed to read as follows: :

“(2) Notwithstanding any other provision

. ‘of this Act, the remedies given to the owner -

of a right infringed under this Act or to a

nbrlnzlnzanuctionmdernwﬂon~

- Dersol

-43(a) shall be limited as follows: -. . -
< *(A) Whereanintrma'erorvtolatorlsen-
_gaged solely in-the business of printing the
“mark or violating matter for others and es-
tablishes that he-or she was an innocent in-
fringer or innocent violator, the owner of

the right infringed or person bringing the ~

-action under section 43(a) shall be entitled
as against such infringer or violator only to
an injunction against future printing.

“(B) Where the infringement or violation
complained of is contained in or is part of

“section 2510(12) of title 18, United States
Code, the remedies of the owner of the
right . infringed or person .bringing the
-action under section 43(a) as against the
publisher or distributor of such newspaper,

peraon bi-lnatnc ‘the acton under: nocuon"
“43(a) with réspect to an issue of & newspa-’

“per, magaxine, or other similar periodical or
-an electronic communication containing in-
ringing matter or violation matter where
-restraining . the .dissemination

“fringing matter or violating matter in any

Apartiwlartssueofumhpeﬂodlea.lorinm

‘electronic communication would delay the

.regular time -for such delivery or transmis-
slon, and such delay would be due to the
method by which publication and distribu-
tion of such periodical or transmission of
such electronic communication is customari-
1y conducted in accordance with sound busi-
ness practice, and not due to any method or
device adopted to evade this section or to
prevent or delay the issuance of an Injunc-
tion or restraining order with respect to
such infringing matter or violating matter.

‘(D) As used In this paragraph—

“({) the term ‘violator’ means a person
who violates sectlon 43(a); and

“(if) the term ‘violating matter’ means
matter that i8 the subject of a violation
under section 43(a).”.

S8EC. 128. REMEDIES.

(a) PRiMA Facix EVIDENCE OF EXCLUSIVE
Riger To Use Marx.-—Section 33(a) (16
U.8.C. 1115(2)) I8 amended—

(1) by inserting “the validity of the regis-
tered mark and of the registration of the
mark, of the registrant’s ownership of the
mark, and of the” after “prima facle evi-
dence of”’;

(2) by Inserting “or In connection with’
after “in commerce on’’;

relle! nha.llnotbe wa.ﬂ-.

of such in-- ..

.‘¢October°1.9 1988 '

~<(3). by strlking out “an ‘opposing” pa.rty" '
Merthm
n”; and . -

-(4) by mserunz !ncludlng thwe set
forth in subsecton (b) after “or defect”. -

" (b) CONCLUSIVE - EVIDENCE Of EXCLUSIVE
‘RigHT To Usk ‘Marx.—Section 33(b) (15
U.8.C. 1115(b)) is amended—

(1) in subsection (b) by amending the
matter before paragraph (1) to read as fol-
lows: . .

- “(b) To the extent that the right to use
the registered mark has become incontest- -
able under section 18, the registration shall
be conclusive evidence of the validity of the
mark and of the registration of

* registered.
the mark, of the registrant’s ownership of

the mark, and of the registn.nt's exclunlve

to the exclusive right to use the mark on or
in connection with ‘the goods or services
specified in the affidavit flled under the

‘provisions of section 15, or in the renewal

application filed under the provisions of sec-
tion 9 if the goods or services specified in
the renewal are fewer in number, subject to

_any conditions or limitations in the registra-
-tion or in such affidavit ar renewal applica-
" tion. 8uch conclusive evidence of the right

to use the registered mark shall be subject
to proof of infringement as defined in sec-’
tlonaz.andnhnllbembjecttothefonowinz
defenses or defects”; '

(2)inparngraph(3)bylmerting“onor"

;rt.er"coothoraervieeu"' .
(3)in paragraph (4)— 3
(A)bym'lkimout“mdeornervice a.nd_‘
(B) by striking out “to users™; -
({)mpanaraph(s)bym-lmzout“mds-

“.pursusnt to section T(c), (B) t.heremtndon‘
if -the applica- -
:tion for registration is filed before the effec- .- -
- tive.date-of . the Tndemarkul.nw Revfston‘
. Act of. 1988, or(CY" - -
.- (B).

‘of the mark under'this Act:

inpuagra.phmbyarndnzoutthe_ )
pel'lodandlmerﬁnzinlieuthereof“" ’

(B)byaddlngstthemduft.hemhoecﬁon
-the following: -

**(8)-That equlta.ble prmdplea. mcludlng
‘1aches, estoppel, and acqulesemoe. ‘ATe ap-
plicable.”. -

(c) Inmcnom—Sect:lon 34(3) as U.B.C .
1116(a)) is amended in the first sentence by
‘inserting “‘or to prevent a violation under
section 43()” after “Office”. -

(d) Notice or S8UIT To COMMISSIONER.—
8ectign 34(c) (15 US.C. 116(c)) is amended—
(1) by striking out “proceeding srising”
and inserting in lieu thereof “proceeding in-

volving a mark registered”; and

(2) by striking out “decision is rendered,
appeal taken or a decree issued” and insert-
ing in lieu thereof “judgment ig entered or
an appeal is taken”.

(e) CiviL AcTions ArIsING From Usk or
COURTERFEIT MARES.—Section 34(dX1XB)
(15 U.S.C. 1116(dX1XB)) is amended by in-
serting “on or’” after “designation used”.

SEC. 129. RECOVERY FOR VIOLATION OF RIGHTS.

Section 35(a) (15 U.8.C. 1117(a)) is amend-
ed in the first sentence by inserting “, or a
violation wunder section 43(a),” after
“Office”.

SEC. 130. DESTRUCTION OF INFRINGING ARTICLES.

Section 36 (15 U.S.C. 1118) {5 amended in
the first sentence—

(1) by inserting *, or a violation under sec-
tion 43(a),” after “Office”; and

(2) by inserting after “registered mark”
the following: “or, in the case of a violation
of section 43(a), the word, term, name,

lieu t.hereof “a.nother -
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_8ymibol, device, combination thereof, desig-

nation, description, or representation that is
the subject of the violation,”.
SEC. 131. JURISDICTION

(a) JURISDICTION oF COURmTs.—Section 39
(15 U.S.C. 1121) is amended by inserting
‘“(a)’ after Sec. 39.”.

(b) CERTAIN ACTIONS BY STATES PRECLUD-
E(D;.—Section 39a (15 U.8.C. 1121a) is amend-
ed— .

(1) by striking out “Sxc. 39a.” and insert-
ing in lieu thereot “(b)”; and

(2) by striking out “servicemarks” each
place it appears and {nserting in lieu thereof
“service marks”,

SEC. 132. UNREGISTERED MARKS, DESCRIPTIONS,
AND REPRESENTATIONS,

Section 43(a) (16 U.S.C. 1125(a)) is amend-
ed to read as follows:

“(a) Any person who, on or in connection
with any goods or services, or any container
for goods, uses in commerce any word, term,

- name, symbol, or device; or any combination

thereof, or any false designation of origin,
false or misleading description of fact, or

false or misleading representation of fact, -

which—

‘(1) is likely to cause confusion, or to
cause mistake, or to deceive as to the affili-
ation, connection, or association of such
person with another person, or as to the
origin, sponsorship, or approval of his or
her. goods, services, or commercial activities
by another person, or -

‘(2) in- commercial advertising or promo-
tion, misrepresents the nature, characteris-
tics, qualities, or geographic origin of his or
her or another person's sood.s, services, or
commercial activities; o
shall be Hable in a civil nctionbyanyperson
who believesthatheorahelsorisnkelyto
be damaged by such act.”. '

'smm.mmmﬂoml.mnm o f‘

-~ Section 44 (15 U.8.C. 1126) is a.mended—-
; (1) In subsections (¢), (d), (f), (g), and i)
by striking out “paragraph (b)” each place

Jtappearsandlnserttnslnlleu thereof “sul) -

section (b)”; |

(2) In subsection’ @)- by st.rlklng out
“h.erein prescribed” and -inserting - in ljeu
thereof “required in this Act”;:. . .

. {(3) in subsection (d) by strikmg out “seo-
t.ionsl 2, 3, 4, or 23" and inserting in lieu
thereof “section 1, 3, 4, 23, or 44(e)”";
~.(4) In subsection (dX2) by striking out

“but use I commerce need not be alleged””-

-and inserting In lieu thereof “including a
statement that the applicant has a bona
fide . lntent.lon to use the mark in com-
merce”;

%) In’ submtlon (dX3) by Bt.‘riklng out.
‘“foreing” and inserting in lieu thereof “tor-
elgn’;

(8) in subsection (e) by addlng at the end

thereof the following: “The application .

must state the applicant’s bona fide inten-
tion to use the mark in commerce, but use
lnoommercesm.llnotberequlredprlorto
registration.”;

(D in subsection (f) bystriklnsout“pan— )

graphs (¢), (d),” and insertim iqueu thereof

_ “subsections (c), (d),”; and.

(8) in subsection (1) by strlkmz out ‘pa.ra,-

graph (b). hereof” and inserting in.leu- ..

thereof “subsection (b) of this section”, .- -

SEC. 134. CONSTRUCTION AND DEFINITIONS. - - .
Sectlon45 (16 U.B.C. 1127) i8 a.menﬂ—A
(1) by amending the paragraph ining

“related company” to read as follows: . .
-“The term -‘related company’ means any

person whose use of a mark is controlled by
< the owner of the mark with respect to the .

nature and quality- of the goods or services

: onorlnconnectionwithwhlchthema.rkh
used.”;
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(2) by amending the paragraph defining
“trade name” and “commercial name” to
read as follows:

‘“The terms ‘trade name’ and ‘commercial
name’ mean any name used by a person to
identify his or her business or vocation.”;

(3) by amending the paragraph defining
“trademark” to read as follows:

“The term ‘trademark’ includes any word,
name, symbol, or device, or any combination
thereof—

‘(1) used by a person, or

“(2) which a person has a bona fide inten-
tion to use in commerce and applies to regis-
ter on the principal register established by
this Act,

to identify a.nd'dﬁtlnsulsh his or her goods,
including a unigune- product, from those
manufactured or sold’ ‘by others and to indi-
cate the source or:the goods, even if that
source I8 unknown."":-

(4) by amending the paragraph defining -
“gervice mark” to read as follows:

“The term ‘service mark’ means any word,
name, symbol, or device, or any combination
thereof—

‘(1) used by a person, or

‘/(2) which a person has a bona fide inten-
tion to use in commerce and applies to regis-
ter on the principal register established by
this Act,
to identify and distinguish the services of
one person, including a unique service, from
the services of others and to indicate the

. source of the services, even if that source is

unknown. Titles, character names, and
other distinctive features of radio or televl-
sion programs may be registered as service
marks notwithstanding that they, or the
Drograms, may advertlse the goods of the
sponsor.”;

(6) by a.mendlnk t.he paragraph deﬂnins-
. “certification mark” to read as follows:

“The term ‘certification mark’ meaman&
word, name,’ symbol.brdevice.ora.nycom

- bination thereof— -

“(1) ‘used by a person other than it.s
owner, or ‘-

“(2) which its owner hns 2 bona fide lnten-'

tion to permit a person. other than the
ownertouselncommercemdmesanappu-
cation to registéer on the principal register
eata.hnahe(lbytmsAct. R

" e

"to certify regional or other orlgin, material,

mode of manufacture, quality, accuracy, or
other characteristics of such person’s goods
or services or that the work or labor on the
goods or services was performed by mem-
bers of a union or other organization.”;

(6) by amending the paragraph defining
“collective mark” to read as follows: - .

‘“The term ‘collective mark’ means a t;rade~
mark or service mark—

(1) used by the members Or a coopera-
tive, an association, or other collectlve
group or organization, or

_“(2) which such cooperative, amodat.lon.
or other collective group or organization has
a bona fide intention to use in commerce
and applies to register on the. principal reg-
ister established by this Act, , = ~ -
and includes marks indicating membershlp
ina.unlon.anamociatlan,orotherorgmim—
tion-!!- . . , o~ N

(7 by amendina the pa.ruraph deﬂnina'

“mark” to read as follows: . -. .

“The term ‘mark’ includes any t.radema.rk,
service mark, collective mnrk. or certifica-
tion mark.”; -

(8) by amending the matter which appears
between the paragraph defining “mark”,
and the paragraph defining colora.ble imi
tation” to read as follows: . =

“The term ‘use in commerce mea.m the
bona fide use of & mark in the ordinary

course of trade, and not. made merely to re-

serve a right in a mark. For purposes of this
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Act, 2 mark shall be deemed to be in use in
commerce— .

‘(1) on goods when—

‘(A) it is placed in any maner on the
goods or their containers or the displays as-
sociated therewith or on the tags or labels
affixed thereto, or if the nature of the
goods makes such placement impracticable,
then on documents associated with the
goods or their sale, and

“(B) the goods are sold or transported in
commerce, and

“(2) on services when it is used or dis-
played in the sale or advertising of services
and the services are rendered in commerce,
or the services are rendered in more than
one State or in the United States and a for-
elgn country and the person rendering the
services is engaged in commerce in connec-
tion with the services.

“A mark shall be deemed to be ‘aban-
doned’ when either of the following occurs:

(1) When its use has been discontinued
with intent not to resume such use. Intent
not to resume may be inferred from circum-
stances. Nonuse for two consecutive years
shall be prima facie evidence of abandon-
ment. ‘Use’ of a mark means the bona fide
use of that mark made in the ordinary
course of trade, and not made merely to re-
serve a right in a mark.

*“(2) When any course of conduct of the
owner, including acts of omission as well as
commission, causes the mark to become the
generic name for the goods or services on or
in connection with which it is used or other-
wise to lose its significance as & mark. Pur-
chaser motivation shall not be a test for de-
termining a.bandonment under this para-

graph.”.
SEC. 135. PENDING APPLICATIONS.
) ThedeemarkActoflMBlsamendedby
adding at the end thereof the following:

“Sec, 51. All- certificates of registration
‘based upon applications for registration
pending In- the - Patent and Trademark
Office on the effection date of the Trade-
ma.rklanevlslonActomeashallremam
in force for a period of 10 yea.rs. '
8EC. 138. EFFECTIVE DATE. . Lo

This title and the a.mendmemt.s made by
this title shall become effective on the date
which is one year a.ft,er the: da,t.e ol ema.ct—
ment of this Act. . -

- TITLE II—SATELLITE HOME VIEWER

ACT .
SEC. 201. SHORT TITLE.

-This title may be cited as t.he “Sate]llte
Home Viewer Act of 1988". .
SEC.. 202 AMENDMENTS TO TITLE , UN]TED
. STATES CODE.

~Title 17, United States Code, is amended
as follows:

(1) Section 111 of t.itle 17, Unlted States
Code, {8 amended— -

(A) in subsection (a)—

i

(1) In paragraph (3) by striking “or” at the
nd, .
D by redeaignatins pa.ragraph (4) as

parasmph (5); and

7 (iff) by - inserting l:he following a.fter para _
graph [6:) SRS
-(4) the seeonda.ry t.ra.nsmlsslon is - made
by a satellite carrier for private home view-
fng pursuant to a statutory ‘license under
section 119; or”; and

(B) In subsection (dX1XA) by inserting

“before ‘“Such statement” the following:

“In determining the total number of sub-
scribers and the gross amounts paid to-the
cable system for the basic service of provid-
ing secondary transmissions of primary
broadcast transmitters, the system shall not

include subscribers and amounts collected '

from subscribers receiving transmissions for
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private :home. vtewinx pummnt to- aecﬂon
119", :

(2) Chapter 1 of t.(t.le 17, Unlted-m.tes
Code.h.amendedbyaddlngatthemdtzhe
following new section:

“% ns- Limitations. on exclusive dsht.s: See-
ondary transmissions  of super-
-stations. and. ‘network stations
for private home viewing -

“(a) BECONDARY TRANSMISSIONS. BY SATEL-
LITE CARRIERS.—

“D Bvrmnnnoxs.-Subject.to provisi.om
of paragraphas (3), (4),; and (6) of this subsec-
tion, transmissions of a primary .transmis-

slon made by a_superstation and emhodying -

a performance. or display of a work shall be
sibject to statutory licensing under this sec-
. tion. if the secondary transmission is made
- by a satellite carder to the public for pri-
vate home viewing, and the carrier makes.a

Jnission service to each household

the secondary transmigsion or to. a distribu-
tor that has contracted with the carrier for
direct or indirect delivery of the secondary
transmission to the public for prlua.te home
‘viewing. .

“(2) NETWORK mnons.— :

“(A) - In gENERAL—Subject to " “the, prov[
sions_of subparagraphs (B) and (C) of this
paragraph and paragraphs (3, ¢4); (5), and
(6) of this subsection, secondary transmis-
sions of programming contained in & pri-

mary transmissfon made by a network sta-
tion and' embodyirig a performance or dis-
play of a work shall be subject to statutory

direct or Indirect charge for each retrans--
recefving

licensing under this sectfon if the secondary -
is made by a satellite-carrier to -

the pubiie for private home viewing; and the
carrier makes g direct or indirect charge for
such retransmission service to esch sub-

scriber reee.lvlns t.hemdary’u'nsmb‘.

slon. - N DRI
“(B), Smomnr mmsxm m mw-
SXRVED HOUSEHOLDS.—The statutory license
provided for in: subparagraph ¢A) ahall be
limited to secondary transmissions to person
who reside in unserved-households. . - -
“(C) SUBMISSION OF .SURSCRIBER - LISTS: 10
NeTwoREs.—A. satellite carrier that. makes
secondary transmissions. of a primary, trans-
mission made by a network statiomr pursuant
to subparagraph (A) shall, 90 days after the
effective date of the Satellite- Home Viewer
Act of 1988, or 90 days after commencing
such secondary transmissions, whichever is
later, submit to the network that-owns or is

affillated with the network station a list .

identifying (by street address, including
county and gzip code) all subscribers to
which the satellite carrier currently makes
secondary transmissions of that: primary
transmission. Thereafter, on the 15th of
each month, the satellite carrier shall
submit to the network a.list identifying (by
street address, including county and zip
code) any persons who have been added or
dropped as such subscribers since the last
submission under this subparagraph. Such
subscriber information submitted by a satel-
lite carrier may be used only for purposes of
monitoring compliance by the satellite earri-
er with this subsection. The submission re-
quirements of this subparagraph shall apply
to a satellite carrier only if the network ta
whom the submissions are to be made places
on file with the Register of Copyrights, on
or after the effective date of the Satellite
Home Viewer Act of 1988, a document iden-
tifying the name and address of the person
to whom such submissions are to be mede.
The Register shall maintain for publie in-
spection a file of all such documents.

*(3) NONCOMPLIANCE WITH REPORTING AND
PAYMENT REQUIREMENTS.—Notwithstanding
the provisions of paragraphs (1) and (2), the
willful or repeated secondary transmission
to the public by a satellite carrier of a pri-
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‘MAry .tranamission: made by & superstation

or a network station and embodying- a. per-
formance or display of a work is actionzble
as an:act of infringement. under section 501,
and is fully subject to the remedies provided

by sections 502 through 506 and: 509,- where .

the satellite: carrier- has not deposited the
statement of aocount. and royalty fee re-
quired by subszection (b), or has failed to
make the submissions: to: networks required
by paragraph (2XC).

“(4) WrLLFUL mmons.—liotwtt.hstand-
ing the provisions of parugraphs.¢1):and (2),
the secondary transmissiom ta the public by
& satellite carrier of & primary transmizsion

‘made byamperstai:ionorunetworhmﬂna .
and :

mentundermcﬂnnsol,andlsfully suhjed

-to. the remedies provided by sections. 562

thorugh 506 and sections 508-and 510..if the
content of the. particular program in which
the performance or display is embodied, or
any

‘changes, deletions,
addmons. or i8 combined with programming
from any other broadcast signal. -

. ‘(5) VIOLATION OF TERRITORIAL. B.ns-rmc-
TIONS ON BTATUTORY LICENSE. FOK NETWORK
Su'rmm;.— e

‘&) IMDIVIDUAL VIOLATIONS.—The willful
or repeated secondary transmission by a sat-
ellfte ' carrler of & primary transmission
made by & network station and embodying a
performance.or display of a work to 8 sub-
scriber who does. not reside in an unserved
househoid i actionable as an act of Infring:.

‘mnent. und.er section. 501 and. is fully subject

to the” remedlesmvi&d‘byaecﬂonam2

- through 506 and 509, except that— -

~“(1y no damages ghall be awarded for such
act of infringement ‘if the satellite carrier
took corrective action by promptly with-
drawmtservice from the ineligible subscrib-
er, and

“(H) -any statutor_v damages shall not

exceed 86 for such subscriber for each
month during which the violation occurred.
- “({BY PATTERN OF VIOLATIONS.—If a satellite
carrier engages in a willful or repeated pat-
tem: or practice of delivering a primary
transmission made by a network station and
embodying & performance or display of a
work to subscribers whe-do not reside in um
served households, therr ir addition to the
remedies set forth in sutyparagraph ¢(A)—

“1). If the pattern or practice has been
carried out on a substantiaRy nationwide
basis, the court shall order & permanent in-
junction barring the secondary transmisgsion
by the satellite carrler, for private home
viewing, of the primary transmissions of any
primary network station affillated with the
same network, and the court may order stat-
utory demages of not to exceed $250,000 for
each 6-month period during which the pat-
tern or practice was carried out; and

“(ii) if the pattern or practice has been
earried out on a local or regional basis, the
court shall order a permanent injunction
barring the secondary transmission, for pri-
vate home viewing in that locality or region,
by the satellite carrier of the primary trans-
missions of any primary network station af.
filiated with the same network, and the
court may order statutory damages of not to
exceed $250,000 for each 6-month period
during which the pattern or practice was
carried out. '

‘“(C) PREVIOUS SUBSCRIBFRS EXCLUDED.—
Subparagraphs (A) and (B) do not apply to
gecondary transmissions by a satellite carr-
er to persons who subscribed to receive such.
secondary transmissions from the satellite

PSS PRR LA h ~0'0
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carrler or s distributor -before the date of
the enactment of the Ba.tel]lt.e Home: Vlewe-r
Act of 1988, . -- Jre Uhae
‘““8) Dxacnnmmnon BY A° ummmcam
£r.—Natwithatanding. -the . provisions of
paragraph. ¢1), the willful or; repeated sec-
ondary transmission to the public by a satel-
lite carrier of & primary transmission made
by a superstationror & network station and
embodying a performance. or display of a
work is actioneble as an act-of Infringement

VI T B

-under section 561, and:is fully subject to the

remedies provided. by sections 502 through
506 and 509..if the satellite carries-unlawful-
1y discriminates against distributos: - .o 0. v
. 7). GEOGRAPHIC. LIMITATION. ON EECONDARY
TrRANBMIssIONS.—The statutory license cre-
ated by this section. shall apply only. to.sec- -
‘ondary transmissions ta houaehold.s located |
in the United States. .
“ “(b). STATUTORY. . r.mmsl. ron Smomn
TRANSMISSIONS. FOR Pnnm Eon \In:w-
me—

“(1) Dxrosn-s w.u:n THE.REGISTER OF COFY-

censing under subsecuon (a) ghall, on a .
semiannual basls, deposit with. the Register
of Copyrights, in-accordance. with: require-
ments. that the Register shall, after consul-
tation. with thé Copyright. B-Omlf-y Tr-ihur

mitted; at ang time during thas period, to-
subscrfbers for private home viewing as.des
scribed in subsections (a)X1) and (@X.2), the

total number of subscribers. that. received

such transmissions, ‘and such othier data as
the Register of Copyrights. may, after con-
sultation with the Copyright Royalty Tribu-
nal, from time co time prmcrlbe regu'h\-
tion; and

T (BXa royn.n:y fee: fovthate-month peﬂod,
computed by—

- #({) muitiplying the total number of sub-
seribers recejving each secondary transmis-
ston of a superstation durlng each ealendar
month by 12 cents;’

“(i1) multiplying the number of sumerl&
ers receiving each secondary transmission-of
a network station: during- each- calendar
month by 3 cents; and:

“(iif) edding together the
under clauses ()-and' (if).

“(2) IsvESTMEIFY OF FEES.—The: Register of
Copyrights shall receive all' fees deposited
under this section and, after deducting the
reasonable costs incurred by the Copyright
Office under this section (other than the
costs deducted under paragraph (4)), shall
deposit the balance in the Treasury of the
United States, in such manner ag the Secre-
tary of the Treasury directs. All funds held
by the Secretary of the Treasury shall be
invested in interest-bearing securities of the
United States for later distribution with im-
terest by the Copyright Royalty Tribunal as
provided by this title.

*(3) PERSONS TO WHOM FEES ARE DISTRIBUT-
en.—The royalty fees deposited under para-
graph (2) shall, in accordance with the pro-
cedures provided by paragreph (4), be dis-
tributed to those copyright owners whose
works were included in a secondary trans-
mission for private home viewing made by a
satellite carrier during the applicable 6-
month accounting period and who file a
claim with the Copyright Royalty Tribunal
under paragraph (4)

“(4) PROCEDURES FOR DISTRIBUTION.—The
royalty fees deposited under paragraph (2)
shall be distributed in. accordance with the
following procedures:

totals computed
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“(A) FILING OF CLAIMS FOR FEES.—During
the month of July in each year, each person
claiming to be entitled to statutory license
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tions that the Register of Copyrights shall
prescribe.
(D) PERIOD AGREEMENT IS INX EFFECT.—The
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“({) To maximize the availability of cre-
ative works to the public.
“(il) To afford the copyright owner a fair

fees for secondary transmissions for private obligation to pay the royalty fees estab- - return for his or her creative work and the

home viewing shall file a claim with the

lished under a voluntary agreement which

copyright user a fair income under existing

Copyright Royalty Tribunal, fn accordance has been filed with the Copyright Office In economic conditions.

with requirements that the Tribunal shall

accordance with this paragraph shall

“(lli) to reflect the relative roles of the

prescribe by regulation. For purposes of this become effective on the date specified in the copyright owner and the copyright user in

paragraph, any claimants may agree among
themselves as to the proportionsate division
of statutory license fees among them, may
lump their claims together and file them
Jjointly or as a single claim, or may designate
a common agent to recelve payment on
their behalf.

“(B) DETERMINATION OF CONTROVERSY, DIS-
TRIBUTIONS.—After the first day of August
of each year, the Copyright Royalty Tribu-
nal shall determine whether there exists a
controversy concerning the distribution of

agreement, and shall remain in effect until
December 31, 1994.

“(3) PEE SET BY COMPULSORY ARBITRA-
TION.—

“(A) NOTICE OF INITIATION OF PROCEED-

the product made available to the public
with respect to relative creative contribu-
tion, technological contribution, capital in-
vestment, cost, risk, and contribution to the
opening of new markets for creative expres-

INGS.—On or before December 31, 1991, the sion and media for their communication.

Copyright Royalty Tribunal shall cause
notice to be published in the Federal Regis-
ter of the initiation of arbitration proceed-
ings for the purpose of determining a rea-
sonable royalty fee to be paid under subsec-

*(iv) to minimize any disruptive impact on
the structure of the industries involved and
on generally prevailing Industry practices.

“(E) REPORT TO COPYRIGHT ROYALTY TRIBU-
NAL.—Not later than 60 days after publica-

tion (bX1XB) by satellite carriers who are tion of the notice initiating an arbitration
not parties to a voluntary agreement filed proceeding, the Arbitration Panel shall
with the Copyright Office in accordance report to the Copyright Royalty Tribunal
with paragraph (2). Such notice shall in- {ts determination concerning the royalty
clude the names and qualifications of poten- fee. Such report shall be accompanied by
tial arbitrators chosen by the Tribunal from - the written record, and shall set forth the
a list of available arbftrators obtained from facts that the Panel found relevant to its
the Americanr Arbitration Association or determination and the reasons why its de-
suchsimﬂaromnimtionasthe'[ﬂbunal termination is consistent with the criteria
ghall select. set forth in subparagraph (D).

*“(B) SELECTION OP ARBITRATION PAREL.— ‘“(F) ACTION BY COPYRIGET ROYALTY TRIBU-
Not later than 10 days after publication of mwAL—Within 60 days after receiving the
t.l;l: notice initiating an arbitration proceed- report of the Arbitration Panel undex sub-

ceeding under -this subsection, the Copy- , and in accordance with procedures tobe paragraph (E), the Copyright Royalty Tri-

right Royalty Tribunal ahal}qwin'thhold ﬁgg, specified by the Copyright Royalty Tribu- bunal shall adopt or reject the determina-
distribution an amount sufficient to satlsfy Dal. ore arbitrator shall be selected from -tion of the Panel. The Tribunal shall adopt
all claims with respect to which a controver- the published list by copyright owners who the determination of the Panel unless the
sy exists, but shall have discretion to pro- claim to be entitled to royalty fees under Tribunal finds that the determination is
ceedtodistrlbuteanyamount.sthaia.renot subsection (bX4) and who are not party to g clearly inconsistent with the criteria set
in controversy. voluntary agreement filed with the Copy- forth in subparagraph (D) If the Tribunal
“(¢c) DETERMINATION OF ROYALTY pm__ -right Office in accordance with paragraph rejects the determination of the Panel, the
.4(1) APPLICABILITY AND DETRRMINMATION oF (2). and one arbitrator shall be' selected - Tribunal shall, before the end of that 60-..
ROYALTY rxxs.—The rate of the royalty fee Ifrom the-published list by satellite carriers : day period, and after full examination of -
payable under subsection (bXIXB) shall be and distributors who are not parties to such -~ the record created in the a.rbiu-at.lon»_prm~
effective until December 31, 1992, unless & 8 voluntary agreement: The two arbitrators - ceeding,
royaltyfeoheat.blhhed‘mdm»mph 80 selected shall, within 16 days after their critarhset(ort.hlnmhpammph(l)).net-

(23, (3), or (4) of this subsection. After that - selection, chooee a third arbitrator from the - ting the royalty fee under this paragraph. .

date, the fee shall be determined either in . 3ame list, who shall serve as chalrperson of - TheTﬂb\mﬂahnllmmt.obepnhlhhedm
- accordance with the voluntary negotiation - the arbitratora.-1f either group fail to'agree the-Federal Register the determination of .

procedure- specified. in ' paragraph’ (2) or.in upon the selection of an.arbitratar, or if the the Panel, and the decigion of the Tribunal .

‘accordance with the compulsory arbitration -arbitrators selected by such groups fail to -with respect to the determination (including.
proeedm-eupedﬂedmpuampmm)md agree upon the selection of ‘a chairperson, - any order imsued -under the preceding sem- .
4y, .7 .. . < : ¥+ .the .Copyright Royalty 'Tribunatl .shall - tence). .The- Tribunal shail also publicize .
“(2) PEE 8ET n vounrnm’ nno'znnor.—‘ promptly select the arbitrator or chairper- such. determination and decision - in-such
- “(A) NOTICE OF INITIATION OF PROCEED- 50D, respectively. The arbitrators selected ' other manner as the Tribunal considers ap-.
s —On or before July 1, 1981, the Copy-- undermismbm.ragrnphshnﬂeomﬁtutean -propriate. The Tribunal shall also make the
right Royalty Tribunal ghall cause notice to Arbitration Panel. : report of the Arbitration Panel and the ac-
be published inr the Federal Register of the “(C) ARBITRATION PROCEEDING.—The Arbi- - companying record available for public in- -
-initiation of voluntary negotiation proceed- ' tration Panel shall conduct an arbitration - spection and copying. . |
ings for the purpose of determining the roy- ' proceeding in sccordance with such proce- ‘““Q) meonnumwmmmor
altyfeet.obepaldbysatemtawﬂmunder _ dures as it may adopt. The Panel shall act PANEL OR ORDER OF THE TRIBUMAL EFFECTIVE—
'subsection (bX1XB). -« .- - <. . on the basis of a fully. documented written ' The obligation to pay the royalty fee estab-
. (B) Nmnoxs.,—suemt.e ca.rriera, ds- - record. Any copyright owner who claims to lished under & determination of the Arbitra- -
tributon. and copyright owners entitled to - be entitled to royaity fees under subsection tloanelwhldllxcnnﬁrmedbyt.hecopy-
royalty fees under this section shall negoti- (bX4), any satellite carrier, and any distribu- right Royalty Tribunal in accordance with

ate in good faith in an effort to reach = vol- tor, who Iis not party-to a voluntary agree- this paragraph, or established by any order

untary agreement or voluntary agreements - ment filed with the Copyright Office in ac- issued . under subparagraph .(F), - shall

for the payment of royalty fees. Any such  cordance with paragraph (2), .may submit- become effective:on the date when the deei-
- satellite carriers, distributors, and copyright relevant information and:proposals to the sion of the Tribunal is published: ii'the Fed-:
owners may at any time negotiate and agree Pane!.'lfhepartiar‘tot.hemoeeedin;slmn eral Reglster under subpsragraph (), and

to’ the royalty fee, and . may designate:r benrtheenﬂrécostthemoiﬁrmkmmner shall remain in.effect until. modifted in ac- .
- common agents. to negotiate, agree to, or --and proportion as the Panel shall direct. - - cordance with pa.raamph (uatnndIDe-

mymmhfees.ﬁthepa.rﬁeafaﬂt.oidenﬁ!y "- (D) FACTORS FOR.DITERMINING' ROYALTY . cember 31, 1994 -, . -

common agents, the Copyright Royalty Tri- reEs.—In. determining: royglty feesunder ‘‘(H) PrmsoMs Mm ROYALTY . n:x..—

‘bunsal shall do 30, after requesting recom-. thisparaxmph,t.heArbimumPandahall Theroyanyteeadobbeduzorderedmder
mendations from the parties to the negotia- . consider the approximate aversge cost to & :subparagraph. (F) shall be binding of all sat-
tion proceeding. The parties to each negoti- cahlesystemforthemhttoaeeondadly . ellite carriers, distributors;- and “copyright :

ationprowedlnsaha.nbeutheenureeou ' tranamit to the-public a primary transmis- owners, who are not party to a voluntary .

thereol. . e " sion made by & broddcast station, the fee es- - agreement filed with the Copyright Office

“(C) Acnnun-rs nnmnm Oox PaRTIES; tablished under any voluntary agreement under paragraph (2).

FILING OF . AGREEMENTS.—Voluntary  agree- filed with the Copyright- Office in accord- ‘(4) JUDICIAL REVIEW.—ANY decision of the
- ments negotiated at any time in accordance ance with paragraph. (2), and the last fee Copyright Royalty Tribunal under para-

witH this paragraph shall be binding upon - proposed by the parties, before proceedings graph (3) with respect to a determination of
-all satellite carriers, distributors, and copy-. undert.hlsparmaplx for the specondary _the Arbitration Panel may be appealed, by

right owners that are parties thereto. tranamission.of superstations or network any aggrieved party who would be bound by -

Coples of .such agreements. shall be fied stn&tonsforpﬂvatebmneviewinc.’l‘betee' the determination, to the United States .
. with’ the -Copyright Office within 30 days . ahallalsobeca.lcmatedmwhievethe!ol- Court of Appesls for the District of Colum-
- after execution in accordance with resuhp lowing objecﬂves. : bia Circuit, within 30 days sfter the publica- -

royalty fees. If the Tribunal determines
. that no such controversy exists, the Tribu-
nal shall, after deducting reasonable admin-
istrative costs under this paragraph, distrib-
ute such fees to the copyright owners enti-
tled to receive them, or to their designated
agents. If the Tribunal finds the existence
of a controversy, the Tribunal ghall, pursu- -
ant to chapter 8 of this title, conduct a pro-
ceeding to determine the distribution of roy-
alty fees.- - :
“(©) Wrmnomnta OF FEES DURING CONTRO-
vERSY.—During the pendency of any pro-



" . royalty;fees, to order the repayment of any
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. uOnotthededsionlnt.heFederalRegister
‘The pendency of an appeal under this para--
graph shall not relieve satellite carriers of
the obligation under subsection (bX1) to de-
posit the statement of account and royalty.
fees specified in that subsection. The court
shall have jurisdiction to modify or vacate a
decision of the Tribunal only if it finds, on
the basis of the record before the Tribunal
and the statutory criteria set forth in para-
graph (3XD), that the Arbitration Panel or.
the Tribunal acted in an arbitrary manner.
- 1If the court modifies the decision of the Tri-
bunal, the court shall have jurisdiction to--
enter .its own determination with respect to

€XCess « feea deposited under ' subsection -
(bX1XB);-and to order the payment of any
unpaid fees, and the interest pertaining re-
. spectively thereto, fn accordance with 1t.s"
final judgment.  The court may further
vacate the decision of the Tribunal and
remand the case for arbitration proceedings
in accordance with parsgraph (3). -
u“(d) Drrinrtions.—As used in this sec
on—
--*(1) DistrisutorR.—The term ‘distributor’ .
- means an entity which contracts to distrib-
' ute secondary transmissions from a satellite
- carrier and, either as a gingle channel or in
.a package with other programming, pro-
vides the secondary transmission either di-.
rectly to individual subscribers for private
home viewing or indirectly through ot.her
program dtstrlbution entities.
- *(2). NETWORKX STATION.—The term ‘net-.
work station’ has the meaning given that
© term in section 111(f) of this title, and in-
cludes any translator station or terrestrial
satellite station that rebroadcasts all or sub-
'st.ant:la.llyaﬂottheprogramminabroadmt
* by & network station. - . -
- .*(3)! PRIMARY NETWORK STATION. —The
term ‘primary network station’ means a net-
. work station that broadcasts or rebroadcasts
the basic programming aervtce ot a particu-
lar national network.

“(4) PRIMARY TRANSMISSION.—The term
‘primary transmission’ has the meaning
given that term in aectlon lll(f) of this
title.

‘“(6) PRIVATE HOME vu:wmc —The term
‘private home viewing’ means the viewing,-
for private use in a household by means of
satellite reception equipment which 18 oper-
ated by an Individual in that household and
which serves only such household, of a sec-
ondary transmission delivered by a satellite
carrier of a primary transmission of a televi-
glon station licensed by the Federal Commu-
nications Commission.

.“(6) SATELLITE CARRIER.—The term ‘satel-
lite carrier’ means an entity that uses the
facilities of a satellite or satellite service li-
censed by the Federal Communications
Commission, to establish and operate a
channel of communications for point-to-
multipoint distribution of television station
signals, and.that owns or leases a capacity
or service on a satellite In order to provide
such point-to-multipoint distribution,
except to the extent that such entity pro-
vides such distribution pursuant to tariff
under the Communications Act of 1934,
other than for private home viewing.

‘“(7) SECONDARY TRANSMISSION.—The term
‘secondary transmission’ has the meaning
given that term in sectlon 111(f) of this
title.

‘“(8) SusscrRIBER.—The term ‘subscriber’
means an Individual who receives a second-
ary transmission service for private home
viewing by means of a secondary transmis-
sion from a satellite carrler and pays a fee
for the service, directly or indirectly, to the
satellite carrier or to a distributor.

“(9) SUPERSTATION.—The term ‘supersta-
tion’ means a television broadcast station,

other than e network stauon. licensed by
the Federal Communications Commission
thathseoonda:ﬂymmluedbyautemw

“(10) Unmvm mousmouo—'rhe t.erm
‘unserved household’, with respect to a par-
ticular television .network, means & house-
hold that— - -

“(A) cannot receive, through the use of a
conventional outdoor rooftop receiving an-
tenna, an over-the-air signal of grade B in-

. tensity (as defined by the Federal Commu-
cations

ni Commlmion)oltpﬂmn.rynetwork

station affiliated with that network, and ..
*(B)-has. not, -within 90 days. before- t.he

date on which .that. househo}_g subscribes,. .

ondary transmissions
of a network station affiliated with that net-
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“(2) adopting such rules if the ‘Commis-

slon considers the imposition of such rules '

to be feasaible.

“(b) In the event that the Com.ml.ssion* .

octobe'r‘ ’1.9 ~19887”

- adopts such rules, any willful and repeated :

work subscribed to & cable system that pro- -

vidathedmalof:mlmarynetworksta—
tion affillated with that network. "
“(e) ExcLUsIvITY. OF THIS Srerion Wn'n

" RESPECT TO SeCONDARY TRANSMISSIONS OF

BROADCAST STATIONS BY SATELLITE TO -MEM-
BERS OF THE PUuBLIC.—No provision of section

111 of this title or any other law (other -

than this section) shall be construed to con-

tain any authorization, exemption, -or l- .

cense through which secondary transmis-.

sions by satellite carrier for private home
viewing of programming contained in a pri-
mary transmission made by a superstation
or a network station may be made without
obtalntnz the consent of the copyﬂtht
owner.”, -
N ¢:)] Sectlon 501 ot t.itle 17 Unlt.ed St.a.tes
Oode.lsamendedbyaddmzatthcendt.he
following: -
“(e)Wlt.hreapecttomysecondn.rytnns—
mission that is made by a satellite carrier of

- a primary transmigsion embodying the per-
- formance or display. of a work and is action-

able as an act of infringement under section
11%aX5), a network station holding a copy-

right or other license to transmit or perform -

- the same version of that work shall, for pur-
. poses of subsection (b) of this section, be

treated as a legal or beneficial owner if such

secondary transmission occurs within the

local service area of that station.”.

(4) Section 801(bX3) of title 17, Unjted
States Code, is amended by striking “and
116” and Inserting *, 116, and 119(b)".

(5) Section 804(d) of title 17, United States
Code, is amended by striking “sections 111
or 116" and inserting “section 111, 116, or
119”.

(8) The table of sections at the beginning
of chapter 1 of title 17, United States Code,
is amended by adding at the end the follow-
ing new item: ’

“119. Limitations on exclusive rights: Sec-
ondary transmissions of super-
stations and network stations
for private home viewing.”.

SEC. 203. SYNDICATED EXCLUSIVITY; REPORT ON

DISCRIMINATION.

Title VII of The Communications Act of
1934 (47 U.8.C. 601 et seq.) i8 amended by
adding at the end the following:

“‘SYNDICATED EXCLUSIVITY

“SEec. 712, (a) The Federal Communica-
tions Commission shall, within 120 days
after the effective date of the Satellite
Home Viewer Act of 1988, initiate a com-
bined inquiry and rulemaking proceeding
for the purpose of—

“(1) determining the feasibility of impos-
ing syndicated exclusivity rules with respect
to the delivery of syndicated programming
(as defined by the Commission) for private
home viewing of secondary transmissions by
satellite of broadcast station signals similar
to the rules issued by the Commission with
respect to syndicated exclusivity and cable
television; and

secondary transmission made by a statellite
carrier to the public-of a primary transmis-
sion embodying the performance or display
of a work which violates such Commission
rules shall be subject to the remedies, sanc-
tions, and penalties provided by title V and
sectlon'lOEofthisAct.

' “nmamtn!mon

Slc. '113 The Federal: Communlcat.ion<

~ ghall, within 1 year after the effective date

of the.Satellite Home Viewer Act of 1988,

prepare and submit to the- Committee .on

. Commerce, Sclence, and Transportation of’

the Senate and the Committee on- Energy‘-:
and Commerce of the House of Representa-

tives a report on whether, and the-extent to
which, there discrimination described
in section 118(a,

Code.”. - - ) ]
SEC. 204. INQUIRY ON ENCRYPTION STANDARD.

6) of title 17, United States’

Section 705 of the Communications Act of .

1934 (47 US.C. GOB)Bamendedbyﬁdmga,t'

the end thereof the following:™ .-
" “(f) Within 6 months after the date of en-
actment of the Satellite Home Viewer ACt

of 1988, the Federal Communications Com-

mission shall initiate an inquiry. concerning
the need for a universal encryption stand-

"#(1) consumer costs and benefits of any

such standard, including consumer tnvest—
ment in equipment in operation; - -

" *(2) incorporation  of technological en—i.

hmcement.s. mcludins advun.ced television

formats; -

-4(3) whet.hm- any such standud would ef-

fectively prevent present and future unsu-

thorized decrypﬂon of satellite eable pro— -

"(4)t.hecoet.sandbeneﬂtsofanysuch
standard on other authorized users of en-
crypted satellite cable programming, includ-
ing cable systems and satellite master an-
tenna television systems;

“(5) the effect of any such standard on
competition in the manufacture of decryp-
tion equipment; and

“(6) the Impact of the time delay assoda.t- .

ed with the Commission procedures neces-
sary for establishment of such standards.
‘(g) I the Commission finds, based on the
information gathered from the inquiry re-
quired by subsection (f), that & universal en-
cryption standard 18 necessary and in the
public interest, the Commission shall initi-

ate a rulemaking to establish such a stand-

ard.”.
SEC. 205. PIRACY OF SATELLITE CABLE PROGRAM.
MING.

Section 705 of the Communications Act of
1934 (47 U.S.C. 605) is amended—

(1) in subsection (c)—

(A) by striking “and” at the end of para-
graph (4);

(B) by striking the period at the end of
paragraph (6) and inserting “; and”; and

(C) by adding at the end the following:

“(6) the term ‘any person aggrieved’ shall
include any person with proprietary rights
in the intercepted communication by wire
or radio, including wholesale or retail dis-
tributors of satellite cable programming,
and, in the case of a violation of paragraph
(4) of subsection (d), shall also include any
person engaged in the lawful manufacture,
distribution, or =ale of equipment necessary
to authorize or receive satellite cable pro-
gramming.”’;
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(2) in subsection (dX1),
+$1,000” and inserting *‘$2,000";

(3) in paragraph-(2) of subsectfon (d), by
striking *$25,000" and all that follows
through the end of that paragraph and in-
serting “$50,000 or imprisoned for not more
than 2 years, ot both, for the first such con-
viction and shall be fined not more than
£100,000 or imprisoned for not more than 5
years, or both, for any subsequent convic-
tion.”;

" (4) in subsection (dX3XA), by inserting
“or paragraph (4) of subsection (d)” immedi-
ately after “subsection (a)”;

(5) In subsection (dX3XB) by striking
“may” the first time it appears;

(6) in subsertion (AX3XBXD), by tnserting
“may” immediately before “grant™;

(7T) in subsection (dX3XBX1l), by inserting
“may” immediately before “award’™; .

(8) In subsection (dX3)(BXiil), by inserting
“shall” immediately before “direct™;

(9) In subsection (ANINCHIKIT)I—

(A) by inserting “of subsection (a)” imme-
diately after “violation”;

(B) by striking *$250~
“$1,000”; and

(C) by Inserting immediately before the
period the following: “, and for each viola-
tion of paragraph (4) of this subsection in-
volved in the action an aggrieved party may
recover statutory damages in a sum not less
than $10,000, or more than $100,000, as the
court considers just’”;

(10) in subsection (d)(3)(C)(j.l), by striking
*$50,000” and inserting “$100,000 for each
violation of subsection (&), .

(11) in subsection (dAX3XCXlil), by striking
*$100” and inserting “$250”; and .

(12) by striking paragraph (4). of :u.bsec-
tion (d) and inserting the following. .

“(4) Any person who manufactures, u—
sembles, modifies, imports, exports, sells, or
distributes .any electronic, mechani¢al, or
other. device or - equipment, knowing or

by striking

and inserting

X any other
activity prohibited by subsection, (a),; shall
be fined not more than $500, for each
violation, or imprisoned for not more thn.n
yeara for each violation, or both. Por pur

‘é

pursuan
section 118(bX1) of title 17, United States
Code, a3 added by section 202 of thix Act,
'tame!rectonthedateoltheenactment
this Act.
SEC. 257. TERMINATION.' .

This title and the amendmenn rmde b!
this title (other than the amendments made
bynecﬁonzoﬁ)eeamtobeeﬂecuveonbe-
cembersr.lm Qo P ey

The SPEAKER" pro tempore. Is a
seconddemanded? .

- Mr. MOORHEAD:" Mr Spea.ker.
demand a second. :

The SPEAKER pro tempore. With-
out objection, a second will be consid-
ered as ordered. - . -

There was no objection. .

‘The SPEAKER pro tempore, The
gentleman from Wisconsin [Mr. Eas-
TENMEIER] will- be -recognizéd for- 20 -
minutes, and the gentleman from Cali-
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fornia [Mr. MoorHEAD] will be recog-
nized for 20 minutes.

The Chair recognizes the gentleman
from Wisconsin [Mr. KASTENMEIFR],

Mr. Mr. Speaker, I
yleld myself such time as I may con-
sume.

I am pleased today to bring before
the House today S. 1883, the Trade-
mark Law Revision Act of 1988. This
bill provides a comprehensive revision
of the Lanham Act, which is the Fed-
eral trademark law. S. 1883 revises the
trademark laws so that they will con-
form: with current day market prac-
tices. The bill before you today is the
product of extensive negotiations and
compromises between both Houses of
Congress, and has been agreed upon
by all interested parties. )

I wish to congratulate my colleague
and ranking minority member of the
Subcommittee on Courts, Civil Liber-
ties, and the Administration of Justice,
CarLoS MoorgEAD, for his tireless ef-
forts on behalf of this legisiation. I
extend congratulations as well to the
senior Senator from Arizona, DENNIS
DeCoxrcini, who also provided early
and unceasing support for this bill.

Trademarks are important for both
consumers and businesses. Trade-
marks allow consumers to identify and
intelligently pick and choose among
products. Businesses can and should
‘be assured that their producta will not
be confused with other products, and
that consumers will--know that the
products they want to buy are in fact
the ones that they are.buylng. For
consumers, -trademarks . provide can
provide assurances of quality- and serv-
ices. For businesses, trademarks are a

- kind of badge of hanor, and it is fm-

portant that their investments in
those marks be protected.

Becausethet.rademarklaﬁines—-

sence permit businesses to monopolize
their marks, those laws often raise dif-
ficult .questions about freedom of
speech. During the course of our con-
slderation of this legislation, those dif-
ficult issues were raised and sometimes
hotly. contested. -1 am pleased to say
that this bill resolves those issues sat-
isfactorily, and -that' our ' important
constitutional freedoms have been pre-
served. The provisfons on ditution, ma-
terial omissions, and tarnishment and

© disparagement  that were. originally

proposed have been deleted from this -
legislation. - The provision revising sec- .
tion 43(a) to prohibit- a kind of com-

mercial defamation has been carefully

‘limited to commercial advertising and

promotion. , Therefore,. consumer . re-
porting, editorial comment, political

advertizing, and other constitutionally
- protected. material - iz not ‘covered by
. this provision. I wish to extend special
‘thanks to all of those who so ardently

spoke out about their concerns about
these issues. -
S. 1883 makes maJor changes in the

‘Lanham Act. For example, it revises

‘the regismtion to permit applications
based on:an -applicant’s - intention to
use the mark. This {8 something the
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trademark community has advocated
for many years. It reduces the regis-
tration term from 20 to 10 years,
which will free up otherwise unavail-
able marks. It revises the Lanham Act
in the many Instances where it is out
of date and inconsistent with current
market practices.

It is true that S. 1883 does not satis-
fy all parties in all respects. I believe it
is fair to say that the trademark com-
munity wanted more protection for
trademarks. Some of the provisions
they sought have been deleted from
the legislation because of the serious
first amendment issues those provi-
sions raised. I also believe, however,
that the trademark community should
and must be satisfied with this legisla-
tion, since it provides the comprehen-
sive revision it sought, and that no
new trademark laws will be required in
the immediate future.

Consumer interests have also been
the subject of compromise in this leg-
islation. As reported by the House
Committee on the Judiciary, the bill
would have explicitly acknowledged
that consumers have standing to sue
for violations of section 43(a), which
provides a cause of action for unfair
competitive acts such as false and mis-
leading advertising. The agreement,
however, deleted this provision from
the bill. While I support the deletion

long run. I continue to beHeve that
consumers saiready have standing to
sue under current law, and.that the
provision that: was deleted only c.larl-
fiedthatlaw. . . .

In sum, S. 1883 is not only mlmpor
tant modernization of the trademark
laws, but it also protecis our:impor-

“tant -first amendment rights. I believe

that it is a bill worthy of your support.

.. 8. 1883, as-considered by the House
" today, makes important changes in

the language approved by the Com-
mittee on the Judiciary. It also carries
forward several critical dectsions made’
by the committee. The following is an

'expmnauonofthosechangesandded-

sions:

Section 1

8.1383 adds to subsection (b) the lan-
“under ‘circumstances showing the
goodfn.lt.hoimchperstm. This addition

plication show that the applicant’s” inten-

tion to use the mark ultimately, and within

the specified time limita, is in fact bona fide. -
Courts consider

should these circumstances,
" or the lack of them, when issues surround-

ing the validity of the spplication are ratsed.
Pursuant to Sectifon 1(dX1), the initfal
period in which to file the statement of use
ts 6 months, It may be automatically ex-
tended ' for another 6 months. Section
1(dX2) provides that any further extensions .
may be granted only if the applicant shows
“good cause” for the extension. The exten-
sions for good cause may not exceed periods

mmmmmmmemmmw
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' period, This requirement is ln addltlon to

. applicants must have a continued bona fide
intention to use the mark’ The Commission-

er of Patents and Trademarks should pro- -

- mulgate guidelines for potential registrants
: uot.hatlttsclearwhntmayconsﬁtute “good

Sectlon l(d)(l) makes clear t.hat.; ln Te-
. viewing the statements submitted by the ap-
plicant pursuant to this section, the Patent

and Trademark Office has the discretion to.

examine the effect, if any, of those state-
“ments on the application with respect to the
«factors set forth in subsections (a) through

:(e) of section 2, relating to what trademarks

are not regixtnble. Bee House Report 100-

Jdo28atd., . s s

Section 70) . . B

~This sectlon cln.rlfeu the evidentin.ry bene—
flt.a glven to a reglstration on the principal
register. It conforms to the same provision
in section 33(a). " -

Section 8(a)

This section provides that a registrant
1fling the affidavit of use required during
. the sixth year of registration must supply
thesameinformntlonthatumquiredfor

8. 1883 prohiblt.s the umlgnment of
““intent to use” applications, except in cer-
tain narrowly prescribed circumstances. Al-
~though la.namae in proposed section (d)
regarding restricti the issuance of a

cheevidencenhow:thnttherelevmtmr
.ties have improperly evaded the prohibition
on assignments, the certificate of registra-
tion has been improperly issued and should
be volided. Section 10 carries forward the

- Committee’s decision not to include in the
‘bill certain proposals relating to the record-
ing of security interests In a trademark at
the Patent and Trademark Office. -
Section 18

The section currently provides that in pro-
ceedings before the ‘Trademark Trial and
Appeal Board, certain actions may be taken
with regard to pending applications and to
registrations. A proposed addition makes
clear that certain final judgments involving
“intent to use” applicants may not be issued
until use is made and the mark is
This provision applies only in the context of
this administrative proceeding, and not to
any lawsuits in - the courts.

Section 21

Language added in subsection (ax4) is
{identical to that added in Section 18. It re-
lates to the suspension of certain final judg-
ments by the United States Court of Ap-
peals for the Federal Circuit when a deci-
sion of the Patent and Trademark Office is
appealed.

Similar language is also added so subsec-
tion (bX1), relating to appeals from the de-
cision of the Commissioner or Trademark
Trial and Appeal Board.

As in section 18, these suspensions of final
Judgments relate only to administrative pro-
ceedings, and not to actions initiated in the
courts,

Section 24

Language similar to that in sections 18
and 21 is added here, delaying final judg-
- ment for an “intent to use” applicant in cer-
tain instances. Again, this language relates
only to adminsitrative proceedings, and not
actions Initlated in the courts.
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 Section:27 1 .
and supplements, the requirement that the :

“The addedlanguaae.relatinstoregism
tion on the -supplemental register, simply
carries forward the holding in California
Cooler, Inc. v. LonttoW‘luery.L!d.,WlF.zd
1451 (pth Cir. 1985). -. -~ . .

Section 32(2)
This wct.lon differs from current law In
two important respects. First, it is updated
to include electronic media, incorporating
the definition set forth'.in the Electronic

CommunlcaﬂomPrtvtcyAct.oodiﬁedatlB.
. U8.C.2510(12)., ~ :
Seeond.therevlﬂonaeuforthcﬂt.waleon- '

stitutiorial . . protections ,.that. _underlle
changes mnde in section’ a3(a): It ‘exempts

from liability “innocent” disseminators of

offending material,  whether that material
constitutes a violation of Bectlon 82(1), re-
lating to infringement, or of proposed Sec-

tion 43(a), relating to false and misleading

for the innocent dissemination of commer-
clal false advertising, including promotional
material. The word “innocent” is intended

to encompass the constitutional standards -

set forth in Netw York Times v. Sullivan, 376

.U.8. 254 (1964) and its progeny. See also,

Bose v.. Consumers Union, -468 U.B. 485
(1984), which assumed the application of
the New York Times v. Sullivan standard to
a state product disparagement action. Cf.
Hustler Maguazine v. Falwell, — U8, —,
108 8.Ct. 876 (1988) (applying the Neto York

_ﬁmamnylardmmmvnaionotpﬂvacy,

action).
Section JJ(aJ
This provision simply makes the Xanguage

‘In Bection -33(a) consistent with that in sec-

tion T(b). It also provides that defenses
avaflable in sults involving an incontestable
registration are aigo available fn suits in-
volving a non- 1montestable reclstratlon.

Section 33(b) .

This section clarifies the evidenun.ry bene—
fits given to a registration on the principal
register which has become incontestable. It
also provides that equitable principles may
be applied in suits lnmlvina incontestable
registrations.

Section 34 -

Subsection (a) provides that injunctions
are available to prevent a violation ‘arising
under Section 43(a). For a detailed discus-
sion of the remedies now being made appli-
cable to Bection 43(a) violations, see the dis-
cussion of section 43(a) below. - .

8. 1883 reflects the House Commitiee on
the Judiciary’s decision not to include cer-
tain proposed language amending subsec-
tion (b) to suspend a final judgment in favor
of an “intent to use” applicant. This lan-
guage would have applied to proceedings in
the courts, and has been deleted for the rea-
sons discussed in House Report 100-1028 at
page 4.

Section 35

This section provides that damages may
be available to & party bringing an action
under section 43(a). For a detailed discus-
sion of the remedies now being made appli-
cable to section 43(a) violations, see the dis-
cussion of section 43(a) below.

Section 36

This section provides that a court may
order the destruction of labels and similar
material in cases involving a violation of sec-
tion 43(a). For a detailed discussion of the
remedies now being made applicable to Sec-
tion 43(a) violations, see discussion of sec-
tion 43(a) below.

‘comm

. ing, including

| "bctoz;é‘f 1.9,"}3)38

r

- Subsection (a) curnmt.ly covers talse deaig

naﬁom of origin and false descriptions or
" representations with -regard to a person’a

own products. It has been. held, however,
that Section 43(a) does not cover such state-
ments with regard to the products of an-
other. Bernard Food Industries v. Dietene
Co., 415 F.2d 1279 (Tth Cir. 1869), cert
denied, 397 U.8. 812 (1970). To rectify this
situation, it was proposed to add the words
“or another person's” to section 43(a). .
The proposal thus raised the issue of com-
mercial defamation in the context of section
43(a) and, as a result, & host of constitution-
llproblans.Thepropomlmnotumlt.edto
ercial speech, and appeared to apply
to private citizens, the news media; and

'buaineaseompeuwnﬂ.{ke.Nosc.lenterwas,
_required. In addition, the subsection’ ap-

peared to cover false statementl of opinlon
as well as fact.

To avoid legiumn.te eomt.iwt.lonnl chal
lenge, it was necessary to carefully limit the
reach of the subsection. Because section
43(a) will not provide a kind of commercial
defamation action, the reach of the section
specifically extends only to false and mis-

tral Hudson Gas & Electric Corp. v. Pyblic
Service Commission of New York, 447 US.
557 (1980); Virginia State Board of Pharma-

ey v. Virginia Citizens Consumers Council,

Inc., 425 U.8. 148 (1976). In addition, subsec-
tion (a) will extend only to false and mis-
statements of fact Gertz v. Robert -
Welch, Inc. 418 U8, 323, 33940 (1974). As
noted in the discussion of section 32(2); crit-
ical constitutional protections modify the
changes madé in section 43(a), and certain
‘“/nnocent” disseminators of material that

“constitutes a viclation of subsection (a) are

protected from lUability. Thus, through sec-
t.ion 832(2), innocent dissemination and com-
munication of false and misleading advertis-
promotional material, by the

media are excluded from the reach of sec-
tion 43(a). For a defendant who is a member
of the media to be found liable under sec-
tion 43(a), the plaintiff must show that the
defendant was not “innocent” under section
32(2) and, as noted, that state of mind must
encompass the New York Times v. Sullivan

standard. )

S. 1883 is limited in another important
sense. It uses the word “commercial” to de-
scribe advertisng or promotion for business
purpases, whether conducted by for-profit
or non-profit organizations or individuals.
Political advertising and promotion is politi-

“cal speech, and therefore not encompassed

by the term *“commercial.” This is true
whether what is being promoted is an indi-
vidual candidacy for public office, or a par-
ticular political issue or point of view. It is
true regardless of whether the promoter is
an individual or a forprofit entity. However,
if a political or other similar organization
engages in business conduct incidental to its-
political functions, then the business con-
duct would be considered “commercial” and
would fall within the confines of this sec-
tion.

Sections 34, 35, and 36 specifically provide
that the remedies set forth in those sections
will not apply, in appropriate form, to viola-
tions of section 43(a). Obviously, these rem-
edies will now apply to those who are pro-
tected under section 32(2).

As Jerome Gilson, the noted trademark
commentator, has written about USTA’s
proposal to limit the proposed change in
section 43(a) to commercial speech:

“Under this proposed change only false or
misleading “‘advertising or promotion”
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would be actionable, whether it pertained to
the advertiser itself or another party. The
change would exclude all other misrepresen-
tations from section 43(a) coverage. These
others are the type which raise free speech
concerns, such as a Consumer Report which
reviews and may disparage the quality of
stereo speakers or other products, misrepre-
sentations made by interested groups which
may arguably disparage a company and its
products because of the company’s failure
to divest its South African holdings, and dis-
paraging statements made by commentators
concrning corporate product liability and in-
juries to the public (e.g., AH. Rohins and
the Dalkon shield cases, or the Manville
Corporation asbestos cases). All of these
would be judged by first amendment law
(Including New York Times v. Sullivan) and
not section 43(a) law ., . . Product disparage-

context of advertising or. promotion, mﬁg
connection with Consumer Report pub
tions.” (emphasis in originall * ,
As.Mr. Gilson correctly notes, the pro-
posed change in section 43(a) should not be

read in any way to limit political speech,

consumer or editorial comment, parodies,
satires, or other constitutionally protected
material. Nor should it be read to change
the standards in current law with respect to
comparative advertising, which assists con-
sumers in choosing among various compet-
ing products. The section is narrowly draft-
ed to encompass only clearly false and mis-
leading commercial speech.

The provision in section 43(a) grn.nting
consumers standing to sue has been deleted
from the bill. This provision would have
clarified that' consumers have standing to
sue under section 43(a). The plain meaning

.of the statute already includes consumers,
since it grants any “person” the right to
sue. See discussion In House Report 100~
1028 at 13-18.°

“The committee’s declsion not to Include

proposed provislom relating to dilution, ma-
terlal omissions, and tarnishment and dis-
paragement in section 43 is carried forward.
By this decision, current lnw remains in
effect. - -
. Sections 34, 35, and 36 of the Lanham Act
now apply only to the enforcement of rights
relating to a registered mark. Section 43(a),
relating to the enforcement of rights by the
owner of a unregistered mark or a person
otherwise adjudicating rights under that
section, does not provide for any remedies.’

A majority of Federal courts have already
held that .Becton 35(a) applies to cases
brought under. Bectoin 43(a) even though
those cases do not Involve the enforcement
of rights in registered marks.* This result is
somewhat surprising in light of S8ection 35's
clear limitation to violations of a right in a
registered mark.*

‘Im to Tara McMahon, Majority Counsel,

' SBenate Commitiee on the Judiciary S8ubcommittee
og lPl-tmm ts, Copyrights and Trademarks, Octobe:r
1 ;

*%. 8 Centowr Communications Ltd. v. A/S/M Com-
munications, Inc. 830 P. zdm't 1229 (24 Ctr.
1987);, WSM, Ixc. v. Wheeler Media Services, Inc.,
810 F.3d 113, 116 (6th Cir. 1887); U-Haul Int?, Inc.
v. Jar Tran Inc., 793 F.24 1034, 104142 (9th Cir.
1988); Richard v. Auto Inc, 738 F.24
450, 453-88 (11th Cir. 1884); Metric & Multi-Stand-
ard Corp. v. Metric’s Inc., 635 P.2d 710,
T15 (8th Cir. 1880). Compare Blaw Plumbling, Inc.
v. 8.0.8 Fz-it, Inc, 781 P.2d 604, 612 (Tth Cir.
1688); Standard Terry Mills, Inc. v. Shen M/fg. Co.,
803 P.2d 778, 782 (3d Cir. 19886). .

.. %In construlng the. Lanham Act, the United '

by the
guage accurately expresses the legislative purpose.”

~the
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To clarify the situation, S. 1883 author-
izes, but does not require,* the application
of all of the remedies set forth in sections
34, 35, and 38 to the violation of rights in-
volving unregistered marks. The bill specifi-
cally incorporates section 35’s language lim-
iting the court’s remedial power pursuant to
the principles of equity. Courts must, on a
cage-by-case basis, assess the exact nature of
the circumstances presented by the piain-
tiff.s

Historically, courts have rarely a.ssessed
damages or awarded lost profits in trade-
mark cases unless the defendant has en-
gaged in counterfeiting.® Injunctions have
been the usual form of relief. According to
the Second Circuit in a recent opinion:
{S]ection 35's phrase “subject to the princi-
ples of equity [should be construed] to pre-
clude any monetary relief ‘where an injunc-

ment based on false representations would: tion will satisfy the equities of the case’ and

be actionable only if they were made in th&"

where there has been no showing of fraud
or palming off (citations omitted].” -

Courts have assessed enhanced damages’

even more rarely.*

Section 29 of the Lanham Act currently
requires that a plaintiff who has registered
& mark s precluded from recovering dam-
ages and profits unless he or she has provid-
ed either statutory or actual notice of regis-
tration to the defendent. 8. 1883 does not
specifically require a plaintiff proceeding
under Section 43(a), and who does not have
a registered mark, to provide such notice
before recovering damages or profita. How-
ever, as part of the equitable balancing
process in a Section 43(a) case, the courts
ahould examine the extent of knowledge
that the defendant had of the plaintiff's
rights. By not requiring notice in a section
43(a) action, it may initially appear that 8,
1883 creates an unfair discrepancy between
actions involving registered marks and those
involving unregistered marks. However, as
noted above damages are rarely awarded in
the vast majority of section 43(a) actions.
Where damages are awarded, it is because
the defendent has acted with obvious aware-
ness of the plaintiff’s righta, engaging in de-

Park 'N Fly, Inc. v. Dollar Park and Fly, Inc., 469
U.B. 189, 194 (1985), :

43 J.T. McCarthy, Trademarks and Unfair Com-
petition section 30:28 (“[Tlhe tederal courts have
held that [séction} 35 of the Lanham Act does not
mean that a successful plaintiff s entitled in all
cases Lo & monetary award in addition to injunctive
relief.”) and section 30:25 (3d ed. 1984).

*2 R. Callman, Unfair Competition Trademarks
and Monpolies section 9.30 (L. Altman 4th ed
1982); 1 J. Gilson, Trademark Protection and Prac-
tice, section 8.08[1], at 8-173 to 8-174 (1988) (“Gen-
erally . . . the more aggravated, willful and fraudu-
lentthedatmdant’: condict, the greater will be

judicial propensity to grant monetary reltef.”).
The Second Circuit, in Getty Petrolrum Corp. v.
Bartco Petrolexm Corp., No. 87-7688 (2d Cir. Sept.
22, 1988), correctly concluded that the remedies
available under section 35 do not include the assess-
ment of punitive damages. -

. %8ee, e.g, Polo Fashtoﬂ. Ipc. v. laato 1‘rl1n-

Conservative Digest, Inc., 821 F.2d
Cir. 198T) (profits should be awarded only whm
defendant’s infringement is “willful” or in “bad
faith™);. Nalpac Lit. v. Coming Glass Worh. 784
P.2d 752, 755 (6th Cir. 1986) (to obtain damages
the plaintiff must ashow that the defendant acted
deliberately); Frisch’'s Restaurant, Inc. v. Elby's Big
Boy, 681 P. 8upp. 971, 989 (8.D. Ohlo 1987) (no
dnmuuvinbe:wudedunlusmmh:showms
of fraud or passing off); 2 J.T. McCarthy, Trade-
mnrnmdUnlurCompeu on-eeuonm'u(zded.
1984), - -

*See eg., Ford Maotor Co. v. B&HS‘upmmc..Ml
F. Supp. 878, 998 (D. Minn. 1986) (where the court
m{w dmuu daptlc aﬂudw qtvﬂl-

" 30:30 (2d od 1984), -
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liberate, willful conduct such as ‘‘passing
off.” Thus, the discrepancy is more appar-
ent than real.

Section 35 currently, and as now extended
to section 43(a), clearly precludes the courts
from assessing punitive damages.® In addi-
tion, Section 35 authorizes the assessment
of attorneys’ fees only in “exceptinal cir-
cumstances.” The language, in conjunction
with judicial decisions, permits the assess-
ment of attorneys’ fees only upon a showing
of bad faith or similar intentional con-
duct.’® Such fees may be awarded to either
the plaintiff or the defendent, depending on
the conduct of the parties that gave rise to
the litgation.

Section 34 currently authorizes the courts
to issue Injunctions in Lanham Act cases.!!
Under the proposed revision, Section 34
would be extended to Section 43(a) viola-
tions. As in current law, courts must follow
the general rules set forth in the Federal
Rules of Civil Procedure.!* The most impor-
tant prerequisite to the issuance of a final
Injunction is. the absence of an adequate
legal remedy.!* The party seeking a prelimi-
nary injunction must also prove the likeli-
hood of irreparable injury viewed in the
context of the threat of potential harm, the
probabllity of success on the merits, that
the balance of hardships tips in favor of the
moving party, and that issuance of an In-
Junction is in the public interest.4

Mr. Speaker, I have some brief
thoughts about title II of the bill,
which is identical to H.R. 2848, passed
by the House 2 weeks ago. .

H.R. 2848 the Satellite Home
Viewer Act of 1988—was made a part
of S. 1883 to accommodate several key
Members in the other body.

As you know, the Earth statlon/
copyright legislation that you and I .
started working on several years ago
has become a very popular piece of
legislation. We improved it in the
House Judiciary Committee. The Com-
mittee on Energy and Commerce, with
its sequential referral,. improved it -
more. The bill has garnered so much
support in both the- House and the
other body, and among.interested par-
ties—spanning - -consumer interests,
copyright proprietors and others in
the telecommunications industry—
that its passage by the Senate, with-
out referral to committee, was made
possible. Specifically, several key Sen-
ators—including the chairman of the
Senate Judicilary Subcommittee -on
Patents, Trademarks and Copyrights
[Mr. DeCoNcIN1] and the chairman of
the Senate Judiciary Subcommittee on -
Law and Technology [Mr. Learny]} and

*Getty Petrolexm Corp. V. Barico Pelroleum
Corp., supra note 6; 1 J. GILBON, TRADEMARK
PROTECTION AND PRACTICE section 8.08{2], at
8-178 to 8-179 (1988) (commenting that by includ-
ing the phrase “not as a penalty,” Congress meant
to preclude the asseasment of punitive damages.)

¢ Nore]l Corp, v. Firehouse No. 1 Bar-B-Que Res-
taurant, ’anZdB:l (D.C, CiIr. 1985, 23 J.T. McCar-
, Traddemarks and Unf COmpeuuon section

"Knne.TndemArkI.nrAPncﬁtl.omr‘uGulda )
251-52(1987). -

12 fed. R. Civ. Pro. 85. See generully 11 C. Wright
and A. Miiler, Federal Practice and Procedure sec-
tion 2041 et seq. (1973) (hereinafter cited as Wright
and Miller).

19 Wright and Miller at section 2942,

. ' Wright and Miller at seciion 2947. See also, Im-
perial Chemical, Ltd. v. Nattowmuﬂmand
Chemicul Corp. 354 P. 2d 4569 (2d Cir. 1963). A
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Sena.tm' HAmmadea,wopom!w the
House:. If we could accommedate the
Senate on one of its prierfties—the
Trademark Law -Revision' -Act—we
could Hnk the billk ard send thenr to
the President: fn' the same pagkage.
Senator DeConcal’s - subicommittee
would. forego hearings om the Satellite
Home Viewer Act and the Senste
wouild: defer. twtheHous&enﬂmlynn
the issue:: . -

: Nluwdns:uy cmﬁadspreposa;r, my.

subcommittee: snd - Senator DrCow
CINYS - subcomnrittee,: withr- valuable
input from the. mlnnrity..enmed in
extensive ' negotiations. .to. achleve a
compromise. on: the: trademark Iamr res

visiens, We achieved: siich.a compro» -

mige; that was not. only’ agreesble: to
the: subcommitiiees But. also to:the adt
ministratiorr amrd: the: UIS. Tlsadbmarn
Association as well. -

To- brmg'ﬂtlelrwmeﬂouseﬂoor
agaiir has reqnired’ a. hipartisan effort
spanmuing ' two. House commitiees.. F
EMr. Moerasanl fon his efforts .1
of three ether subceammittee members
who have worked very-hard om theleg:
islatiom. They are "Mr.. Bouceer, Mr.
Symar, and Mr. Bryarnr. Al of these
Membrers are. omy the House: Committee
on Energy and Commepce;, axd assist-
ed im ensuring forward- mevement:- of
the: Bartly stationr Billl In addition; I
xeny; much appreciate: the: effortes of
the cha.lrmmd owr sigterr Commerce
Commifien - subcormmittiees” - . BAr.

Mirgry. The Ehuttn stetion nﬂnwuum'

not have initially passedi mnd! would
not. be: befare us todey If it were not.
for the close werking: relationship of
our twa sabcommittees. surdk the: res
spect. that. we: have for eachh ather's
work.. Last,. and certsinly: oot least, X
would like: ta thank the: ehmitman of
the Committee an: Energy andi Comr
merce;, Mz Dowserr,. for his caoperss
tion and suppert:..

Mr.. MOORHBRAT:. Mr. Spesker; D
yvield: myself such time ass E may cons

- (Mr. MOORHEATY asked andi was
given pernrisgion to revige: and! extend
his:remanks)

Mr. MOQRHEAD: Mr. Speaker, B
rise in: support of S. ¥83 and: would
like tor ask the gentlenman fionu Wis:

incorporating title I1.

I believe that title II—entitled the
“Satellite: Hame Viewer Act.of 1988"—
is exactly the smme: as: the text of H.R.
2848; previously passed by the House
by volce vwote en Qctober 5, I988..
Could the: gentleman: briefly explain
the title- I amendment and indicate
why it is made'a part of S. 1883?

Mr. KASTENMEIER. Mr. Speaker,
will the gentleman yield?

Mr. MOORHEAD:. Mr: Speaker, I
yvield to the gentleman from Wiscon-
sin.

Mr. KASTENMEIHR. Mr. Speaker,
the gentleman. is' completely correct

__about contents. of title: IT, identical to.
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H.R. 2848, passed by t:ﬁe- Hbuse' 2’
weeksragp.” - T

- ‘The' Satellite. Homa mbwet Act ot
1988 wasimade.a: part. of thik.bill.essen.
t{ally as. an accammodation. ta several

key Members:in the other-body:..I have .

been. assured after we: pass the bill
before us, it will be- acceptatife to the
other Body and will’ be: passed without
amendment. and sent directly to. the
President for his signature. - - .

Withthetmdemmkcommlm |

hnnd;.a:mwe'need:tmdbamlmk the twe

pimotmcpumle together andfthe )
resultt; fs & ° two-title Vbilf. JBefore: us
. today."

'On.eﬁlrtherthonht;m.oufertd

provide. a- clear legislative: histary for -
Harthn station: legislation, I must make -

reference: to. the: House: Report, No
1680-8849, purta: I and: It compiled by the
House Committee omr the Judiciary
sud’ the House: Committee on Energy
and' Commerce: I refer back. to the
debate that occurred  on. the. House
floor an. OctoBer 5, 1988, when we first
passed: the: Satelite Home Viewer Act
of 1988. Thwse: legislative materials
will remsaiir an integral part of the
bil¥’s:legisiative-history: . -

Mr.- MOORHEAD:.1I agree with the

explanation of the. gentfemman. from -

Wiseonsin.. T weuld. like: to, add: the
name: of the: ranking minority Membern

ol the Subcommittee om Telecom» -

munications: and’ Finance: the gentlex

man: ffomr New Jersey'. Em-..R'mmol‘, :

to the Ist of Members we: thank..

Imst.rwmlmneitemmmtheothen'

Body: that this is. a package that we
have-putt tegether to. seccammodate: the

key: Senstaxs:. Ooee it syrives in'-the -

Senate; tie: 2:pamt package: cannot be
amended with nongermane amend-
ments and then sent. back to the
House for further cansfderation. The
bill wdll. die if this-eecurs.. .

The wersion: ofi trademank law revie
siom now before us; i dramatically  difc
ferent fronr the version of. the bill con-
sidered by the Heuse Judiciary Com-
mittee, ER. 572 Unlike that bill, this
legisIatior more: closely reffects the
comprehensive approach te trademark
lawr revision: enwisioned by S. 1883,
whicly passed: the other body last May;.
and H.R.. 4158, the: biil I introduced in
the House.. The legislatiom before us
reflects: a- compromise and I believe:
that it enjoys the wide consensus of
support that. deveioped. around the
legislation ¥ intreduced. The legisla-
tion contains an intent-to-use applica-
tion system which responds to the
needs. of. American businesses. It bal-
ances: their need for greater certainty.
in: the: marketplace with significant
safeguards against abuse.. It is consist-
ent with our obligations under the
Paris Convention, and at the same
time, it eliminates the advantage for-
eign companies. erjoy in applying for
U.S. trademark rights.. It also replaces
the commercial ‘“sham” of token use
with' a reasonable, workable alterna-
tive that. preserves the integrity of
U.S. trademark law.

- October m‘rysa.

A& secord major -efement of thifs I’eg'[m-
Ihtlon' fs: its modernfzation of section
43(a). of the. Lanham: Act. QOver the
past-42 years, section 43¢a) has.evelved
into: a Pederald: law of: unfiir compett
tiom: and: now serves: as & valueble tool
for dealing with false advertising. This
Tegislatfon codiffes what. the courts. are
now interpreting, section. 45(a) to.mean
and: logically extends.it. to-provide- that

statentent’s &' person’ miakes’ about Fis
ar, here owm. products. or .serwices. I -
would. HEe to. make clear:-that, sec.
43(a) should- not be construed to- pre:
empt State unfair-competitian lews: = :
It: also: assures: that. appropriate-rem-

‘edies are available: under the section

By amending the statute:to specilically
provide that the remedles. of injunc-
tive relief,, monetary awards and de-
struction’ orders are available in: ac.

.tlons. brought-. under.. section- - 43¢ah

Eere‘a@a.in..t:hlx is not. am expansion. of
the Iaw. But: merely & codiffesttion of
what the eourts are'now doing: For ex:
ample; seven: circuits: now hold that
monetary relief is avaﬂabIe in certain
circumstances. .

A third elementn of;hhi&leﬁshﬁion is
ite revisians: tar thesLanhane Act: whiich
diminate: | “deadwood!™
from the register. It reduces the term .
of registrationr from 29' to 10" years, it

‘fncredses the requirements. trademark

owners. must meet.in order to. maintain
their rights. 'amd it strengthens the
Lanham Act’s definition of . use in:com+ -

TPhe- Iegislationr contains many other

worthwhile provisions "ag. well. and
none have sparked any controversy.
" There are two major provisions not
eontained i this: legislation which: I
would: .ltke: to briefly’ comment. on:
Uhlike the bill' I introduced and the
Senate-passed bill, this version of S.
1883’ does not. inchude. a provision pro-
tecting famous. distinctive marks from
uses- by others. whick wdll. dilute these
famous; markls distimctive value and it
does. not. include & provision for a. cen-
tralized system governing the: creation
and’ enforcement. of security interests
in trademarks..

In conclusion, the version of S. 1883
now before us accomplishes most of
what we set our to do when we under-
took consideration. of trademark law
revisien. earlier this. year. Its enact-
ment will represent a major achieve-
ment. of the 100th Congress, and 1
urge its- adoptian.
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Mr. KASTENMEIER. Mr. Speaker, 1
yield: 2 minutes to: the gentleman fronr
Oklahmla [Mr. SyNar] who has been
both a great help on the trademark
bill, and particularly on. the Satellite
Home Viewer Act of 1988, played a
crucial role in the Committee on
Energy and Commerce and the Com-
mittee on the Judiciary, making sure

trademarks - -



-

October 19, 1988

that that met the test and passed the
House.

(Mr. SYNAR asked and was given
permission to revise and extend his re-
marks.)

Mr. SYNAR. Mr. Speaker, let me
join in this chorus of approval for this
bill which we have before us today. I
am particularly interested in title II of
S. 1883, because it is also a product of
3 years of negotiation and compro-
mises with a varlety of groups, includ-
ing the cable and movie industries, the
backyard dishowners, program distrib-
utors, networks and their affiliates, as
well as independent stations.

None of these organizations now
oppose the bill. As the chairman point-
ed out, this passed the Committee on
Energy and Commerce on which I
serve, as well as the Committee on the
Judiciary, by voice vote. -

Title II of this bill will put
dishowners on the same footing as the
cable subscribers for the receipt of su-
perstation signals. -

A recent court decision has suggest-
ed it may be in violation of our copy-
right laws in this country for satellite
carriers to retransmit those signals to
home dishowners. The bill creates a
temporary compulsory license that ex-
pires in 6 years. After 4 years the stat-
utory rate expires and the royalty rate
is established by binding arbitration.

It insures the network signals will be
available to dishowners in so-called
“white areas.” The Federal Communi-

cations Commission is given the au-

thority to impose syndicated exclusiv-

g;ly on independent signals if it is feasi-
e. - .

Mr. Speaker, I want to thank the
chairman of the subcommittee, the

gentleman from Wisconsin {Mr. Kas-
" TewMErER], the gentleman from Virgin-

fa (Mr. BoucHEzr), the gentleman from -

Massachusetts [Mr. MArRgxY]), and the
gentleman . from Louisiana [Mr.

in this area, particularly my dear
friend, the gentleman from California,
{Mr. MoorHEAD] Who has assisted us
as -this title has journeyed through
both the Committee on Energy and
Commerce and the Committee on t.he
Judiciary. -

Mr. MOORHEAD. Mr. Speaker.
yield such time as he may consume to
the gentleman. from New York [Mr.
FisH].

(Mr. FISH axked a.nd wa.s ziven per-
mission to revise and extend-his re-
marks, . and lnclude
matter.) - . ool

HxAD], I am very pleased with the re-
vised version of S. 1883 that the gen-
tleman from Wisconsin [Mr. KASTEN-
mrerer]l has brought to the floor. I was
very disappointed by the version of
this legislation-reported by the sub-

committee and. this revised bill is a-

substantial. improvement. It- retains
- most of the essential -elements found

extraneoua .
- . Patent a.nd 'I‘radema.rk

Mr. F'ISlLMr Spea.ker 88 an origi

nal cosponsor of the Trademark Law

Revision Act, as introduced by the

gentleman from California [Mr. MooOR- -
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in H.R. 4156 as introduced and should
therefore be very well-received by the
trademark community and by trade-
mark practitioners.

The list of organizations that have
gone on record in support of the
Trademark Law Revision Act, as intro-
duced and as passed by the Senate is
one ¢f the most impressive I have seen
In many years and therefore, submit
that list for inclusion in the RECORD.
In addition, although the administra-
tion opposed the reported version of
H.R. 5372, I am confident that it will
be able to support the revised bill. I
believe it will also gain the acceptance
of the other body.

I would like to comment on one pro-
vision which was taken out of H.R.
5372 which was reported by the Judici-
ary Committee and which is not found
in this compromise. It would have pro-
vided consumers with standing to sue
under section 43(a) of the Lanham
Act. This provision, which had not
been studied or evaluated by anyone
for its long-term effects on Federal
unfair competition law, would have
radically altered the nature of the
Lanham Act and would have had the
likely effect of turning the Federal
courts into & small claims court.

I urge a favorable vote for 8. 1883.
SUPPORTERS OF THE TRADEMARK Law
REvIsION ACT (8. 1883; H.R. 4158)
(This list is based on correspondence re-

cefved by the United States Trademark

Association; it does not purport to be com-

plete)

INDUSTRY, mn: ANWD LABOR oncmtmnons

Chamber of Commerice of the United

Chemical Manufacturers Associa- -

States,
tion, Intellectual Property

Owners, Inc,
International - Ladies’ Garment Workers™-
Associati

Union, International Pranchise

International Union, UAW.
National Association of Manui'a.cturen As--

soclation, Union Label & Service Trade De-

on,

" partment AFL-CIO, The United States
Tavzmn] for their outstanding service - Trademark Associati .

on.
. BAR ASSOCIATIONS.
American Bar Association—PTC Law Sec-

Association of the Bar of New York City,
New: York County Lawyers’ Association,
The New York Patent, Trademark and

Copywright Law Association, Philadelphia

Pa.tentl.awAssodnuon.Utahsta.teBu
' GOVERWMENT :
U.8. ‘Department of Cummereo. U.B.
Office.

ne CORPORATIONS a ¥

mnmumcnm:mmmm
Laboratories, Inc; - American Cyanamid’

Company; Amoco Corporation; Apple Com- -
puter, Inc.; Ashland Petroleum Company; :

Becton Dickinson and Company; BP Amer- -
ica Inc.; Calvin Klein Cosmetics Corporn-
tion; Chevron Corporation. .

Control Data Corporation, The Walt
Disney Company; The Dow Chemical Com-

pany; Dr Pepper Company; Eastman Kodak :

Company; Eaton Corporation; Eli Lilly and
Company; . Exxon Corpora.tion, Frlt,o-l..a.y
Inc,; GameTime. - -

R KRNI

7 tration had some problems, with this’
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General Electric Company; Hasbro, Inc.;
H.J. Heinz Company; Hewlett-Packard Com-
pany; Hillenbrand Industries, Inc.; Hilton
Hotels Corporation; Jockey International,
Inc.; Kenner Products; Kimberly-Clark Cor-
poration; Kentucky Pried Chicken Corpora-
tion.

Kraft, Inc.; McDonnell Douglas Corpora-
tion; McIthenny Inc.; Mack Trucks, Inc.;
Mars Incorporated; Miles Laboratories, Inc.;
Mrs, Fields Inc.; National Gypsum Compa-
ny; Nestle Poods Corporation; Ocean Spray
Cranberries, Inc.

Opryland USA, Inc.; Owens-Corning Fi-
berglas Corporation; PepsiCo, Inc,; Phillips
Petroleum Company; Pioneer Hi-Bred Inter-
national Inc.; Pitney Bowes; Pizza Hut, Inc;
Playtex, Inc.; PPG Industries, Inc; A.H.
Robins Company.

Scott Paper Company; Selame Design;
The 8ServiceMaster Company; The Seven-Up
Company; Schering-Plough Corporation;

thKline Beckman Corporation; Sterling
Drug Inc.; Taco Bell; Thomson and Thom-
son, Inc.; Weight Watchers International;
United Technologies; White Consolidated
Industries, Inc.; Xerox Corporation.
INDIVIDUALS AND LAW FIRMS

Miles J. Alexander (Kilpatrick & Cody);
Louis Altman (Laff, Whitesel, Conte &
Saret); Andrew Belansky (Christie, Parker
& Hale); Birch, Stewart, Kolasch & Birch
(Law Offices); Donald W. Canady, Esq.;
Charles 8. Cotropia, Esq. (Richards, Harris,

. Medlock & Andrews), Foley & Lardner;

Alvin Fross, Esq. (Weiss Dawid Froes Zel-.
nick & Lehrman, P.C.)

Michael A. Grow (Ward Lazarus & Grow);
Hamilton, Brook, Smith &  Reynolds;
Thomas M.S. Hemnes (Foley Hoag & Eliot); -
Donald O. Jackson, Esq.; Jones, Day, Reavis
& Pogue; Sheldon H. Klein (Ward Lazarus -
& Grow); Ladas & Perry' La.t! Whiml.
Conte, Saret. -

John T. Lanahan (Ward' Im.rua & Grow)‘.
George L. Little, Jr. (Petree Stockton &
Robinson); Philip Mallinckrodt (Mallinck-
rodt & Mallinckrodt), Alfred M. Marks, Esq.
(Brumbaugh, Graves, Donohue & Ray-
mond); Mason Mason & Associates; Malcolmi .
McCaleb, Jr., Bsq.; James A. Mitchell (Price,
Heneveld, Cooper, DeWitt & - Litton);
George B. Newitt, Esq. (Allegretti & Wit~
coff, Ltd.)

Vincent N. Pallidino, Esq. (Fish & Neave);
Matthew H. Patton (Kilpatrick & Cody); -
Beverly W. Pattishall' (Pattighall, McAu-
liffe, Newbury, Hilliard & Geraldson);, Eve .
W. Paul (Planned Parenthood Federation of
America, Inc.); Sydelle Pittas (Gaston &

- 8now); Albert Robin (Robin Blecker & .

Daley); Bruce A. Tassan, Exq. (Dickinson,

Aerght.Moon,VmDusen&Freema.n)‘
Townsend

& Townsend;
Clapp & Korn; Richard Wallen (Harris,
Kern, Wallen & Tinsley); H. Ross Workman .
(Workman, Nydegger & Jensen). -

Mr. MOORHEAD. Mr. Speaker,
yieldmyseltsuchtimeaslmayeon-‘
sume. - :

Mr. Bpea.ker, orlginany»the admlnis-

legislation but nothing that they had -
problems with still remains in the bill.- -
I know of no opposition to the legisla- .
tion. I urge a strong ‘“‘aye”vote. -

Mr. KASTENMEIER. Mr. Speaker, I
yield 2 minutes to the gentleman from
Massachusetts [Mr. MARKXY]. .

Mr. MARKEY. Mr. Speaker, 1 rise in
strong support of S. 1883, as amended. .
8. 1883 incorporates provisions con-
tained iIn H.R. 2848, the Satellite

‘- Home Viewer Act and clarifies the -



legal statussof: satellite- retransmission
of. brondcast; telewsion.signals tO‘the:

—rE
censeunder tireCopyright Act of 1976°
for' the- secondhry retransmiksion’ of
superstations. and television network-
stationsfor:private Home viewing,. .

8..1883 alko adﬁ?tesseu,what‘ﬁa&beem
identified. as. potentially. the: gpaatest.
threat. ta. a. viable: home: satellite: dishn
industry~—piracy. By
definitiony of and - stmmtheningt the
,pmsznﬁ)tinns.casmmm piracy im the+

. Communications-Act, 8i-166F wilF give*

. law enforeement: suthoritiess greater”
aBilfty-to-stenr the: growing probiem: of'
theft ef satellita dellvered? pnog'a.m

Mnns Manbmwunkedatirel@wtm
ticular,. E want. to: commend® M. D:mz-
GELL, chairman: ¢f the Energy- and'
Commerce Commiiftee; and' M¥r. Kis--
TENMEIER, ' chaivmarr of the Cburts’
Subcommittes:. forr theilr cutstanding

leadershipy oft this: issme:. I: o wanit o

commend M. TAvzie. Ner. v, Mr: '
Boucerm, MY: Rosanno and® M MOOR-
HEA for their leaderstip: on this im- .
portant’ issue aud. far theit dedication:.
ta increasing, prngra.mming; optlon& for.

8. 1883 enjoys the mon&suppont of_
consumers: - sad - affectedt - ihdustries
alike:-I urgeemyw colleagues: to vube for
this fmportant Tegiflation: -~

Mt: Speaker; I would’ ke to- mclude
i the REcory &t this  point. portions-off
the Ehergy and' Commerce (mmmlt,t.ee.
r&pox:t: on H.R..2848.. . .

- REPORT GH H:R 284:&
c. FU'B.POBEICIT’TBE IXGIBLATION -

H R: 2848, “the Shtellite. Home Viewer.
Act”, agzamended’ and reported by the Com-
mittee, amends the Communications  Act of”
1934 and’ the Copyright” Act’ of 1978: for the.
purpose of. ensuring - availability- of zatellite-
delivered video progranming to Home satel-
lite antenna owners.. This. legislation creates
an interitm statutory Neense th the Copy- -
right Act for sateilite  carriers to retransmit.
televisiomr broadtast: aignals. of superstations.

and’ metwork. statlons to. earth. station. .

owners for private: Rome viewihg;

H.R. ZR% directs:the Federal’ Communica-
tions- Commissior to institute a proceeding
to determine the feasibility of imposing syn-
dicated® excluslivity  rules for- satellite car-
riage of broadcast. signals. The legislation
clarifies that violations of any. such rules, if
enacted by the' Commission, are violations
of the Commumnications Act and should be
subject to such sanctions and pensities as
are contained in the Communications Act.
The legislation also clarifies and strength-
ens current law concerning unauthorized de-
scrambling or interception of satellite-deliv-
ercd cable programming. Finally, this legis-
lation requires the- Commission to initiate
an inquiry inte the need for a universal de-
cryption. standard for home satellite anten-
na Users.

BACEGROUND. AND-NEED FOR LEGISLATION
FHistory of the Sutellite Cable Programming
Industry

Reception of television signals vin back-
yard satellite dishes began in.1976, one year
after Home Box Office Inc. (HBO) began
delivering its- movies to: cable television op-
crators by satellite. At that time, however,
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receptioniof such: signalk by, awners. of back-;
sca.rd n.teﬂlte:dishw was.not. a.uthoriM by

Tha-tormer&ctmnm of the CQmmnnﬂ
eatlom Act of 1934 (amrendedt and: redesip=
mtedasgaction 705 by the: Cable Communi-
cattbnmPolicy Act.of D884y made it fllegm to
receiver nadior communnications without' au+
thorizatiom. I s mumber of. cases: in the

" early, 1980’ the.caurts.ruled that the:unau.-
thoriked

systems, cmmmm@t prohibited “ume’™ aff
the sigrali ander-Gction:685:of the:Commu--
nications Act. (8ke, g, Chartiell: Commuy

‘mitations Grounw. Westhrook, 63T F..2d. 459

(athe Cir.;, 1880.)) The -BCC- took the: view
that. home. satellite- dish. owners - pecelvingr;
zatellite aignals without nut.honhm.uml.m
involved in an {llegal practice.. -

congress

wnﬁ:rredmnl’egarmtm om the

televikion reeetve-only (FVROY: industry in-
ther Cably Commmunitstions: Policy ' Actq of”
1084 (Catiler Acty (PIIL. 8815491 The Cable:

Ast. expresaly legalized -the sale and use of:
backyand. dishes. It . allowed- .dish:
owners.toressive satellite-reiayed . cable pro—
gramming: fiee-ofrcharge -if. the. program-
ming 1k nat engrypted, or “acrambled,” or. if_
a. marketihg systenr suttorizing, private:
viewing Fad ot been-estafilisiof TheCable-
Aet substantlidly. tncreased’ penslties for-un—

suthorizedt signall peeeptiomr—insluding: re--
ception -of scramhbied. stgnals. Althougtr the: !
ed:signalg,

legislation did:not. requine sorambl

to be .sold to. backyand: dish. ewners, pro--
grammers have: an. ineentive . to. market .
‘scrambled signals to backyard disH owners.

During the debater on: tie: legislation; Con-
gress noted an' expectstion'-that increased
penslties. -for unsuthorized: reception:

mars. to, ohtain-pagment. fo» thein program-
ming more easily.

8ince the passage of t.heCahle Ackt.ha
backyard satellite distr industry” has experf:
enced: explaxiver growth, particuiary- in: the
South: and: Midwestt The number of Back-
yardi satellite enrth: statfons ir speration in
the Gnited States Hws imcressed) ffonr an-es-.
timated’ 5,000: in 1980 to: over 2 million
today. Complete Home receiving systems,
whith once sold for as much:as- $36;000, now
are advertised for as:little as $1,000: or leas.
In addition, technology has reduced the size:
of the backyard dish siunificantly—from the:
30-foot-wide- dishes- af sevgral: years ago to
dishes. approximately six to ten: feet in. di-
ameter toxdny., - .

“Scrambling/’ of Satellite:Cable:
Programming:

The techmological: development. off home
earth. station equirment enabled home: dish
owners. to intercept smiellite delivered sig--
nalk that originally” were intended’ tor e dis--
tributed only to cshle: systems; Cable sys-
tems pay satellite carriers a. per subscriber:
fee for delivering ta the system: a broadcast
signal; the: systenms then send out the signal
over the wire to their subscribers. Dish
owners, cn the other hand, initially paid no
fee to thie carriers for the signals they re-
celved. In order to impede this unauthorized
reception of theirsatellite-delivered signals,
most resale satellite carrlers and certain
copyright holders in satellite delivered sig-
nals decided to encode, or scramble, their
signals and to provide-descrambling capacity
only to paving subscribers.

Many home dish ewners have stated ob-
jections to the scrambling and current mar-
keting practices of satellite delivered video
programming because they believe that
they have a right to receive. satellite pro-
gramming at a price comparable to that
paid by cable system subscribers to the same
programming. Some consumers have ex-

of'.
cstle. services, wouldi allows cable: program- ..
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pressed: concern-gbouts the cast: of deseraam»
bling devices; price discrimination for pros-
. gramming servicos avafiablertordiain owners,
and aécess. to: the: programming available. to-
cable subscribers. The satellite dish industry.
and most dish owners, however,. have con-
sistently agreed that copyriglit hollers de--
mwwfmwmpennwby-ﬂbmof'

lita antenns. owaners. :Thia raisen ¢
several questions, under. uwconzrisht. Act.-
of 1876 (Copyright Act)y . N

The Copyright Act. prowmar ‘that the.
owner- of’ the: copyriglit- Bas- the exclusive-
righit: to reproduce; distribute-coptes of, and™
publicly perform and display tivecopyright—
ed: wark. - (17! US.C.. ‘Section 1081 ‘A copy-
right holder generally "has. the exclusive:
right todeside who ahall make use off his:or
her wonk: and. persons desiring tosregroduoe,.:
distribute on publicly perform-or display. the-
copyrighted work mu.st ohm.ln.th.e.mn!ﬂsht,
halder’s consent..

ble-the signals and market: decodingr

and packages of programming to home dish.
ownersj, there: is. contimiing  uncertainty
about whether. or net sush ocarriers are
liable-under-the:Copyright Act.

Some analysts of the copyright laws. mert
that by selling,. renting, or: relicensing de-
scrambling devices to spbscribing earth sta-
tion -owners; o carrier exercises direct con-
trol over whichr individuxl nrembers of- the:
public' recaive- ttre sigmals they transmit.
Moreover,. it has. been: cieimed that the: ac--
tiwties. of satelliter carriers, which aimost.
always: include- the scrambling of a broad-
cast signal, represent a:far more 'sophisticat-
ed and active- involvement in. selling signals
ta, the public than does. an- act of merely
providing “wires, cables, or other communi-
cations channels.’

In.a March: 17, 1986 letter-to Representa-
tive Robert W. Kastenmeier, Chairman of
the Judiciary Committee’s Courts, Civil Lib-
ertlies and Adminigtration of Justice. Sub- .
committae;. Mr. Ralph Qmen, Registrar of
Copyrights, set forth his “‘preliminary judg-
ment” that the sale or licensing of descram-
bling devices to satellite earth station
owners by common carriers falls outside the
purview of the copyright exemption granted
“passive carriers” for secondary transmis-
sion of copyrighted works, particulury when
the carrier itself scrambles the signal. “The
excmption failing” Mr. Omaun. concluded,
“The resale carrier requires the consent of
the copyright owner of the underlving pro-
gramming.”

Similarly, in testimony before the Tele-
communications Subcommittee in 1986,
once common carrier, Southern Satcllite,
which delivers WTBS, stated its belief that
the section. 111(aX3) exemption was not
available to the carriers of satellite: dellv-



