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try because use or sale of the patent in
tlie United States would infringe the
patent.

A process patent, however, only pro-
tects a process or method of making
an article or product. Today, the
holder of a U.S. process patent cannot
use the patent law to prevent someone
from practicing the patented process
in a foreign country and H.R. 6286
would correct this problem. The im-
portance of process patent protection
to the national economy especially in
such vital technical fields as industrial
chemicals and pharmaceutical manu-
facturing, microbiology and solid state
electronics, cannot be overstated.

I urge your support for H.R. 6286.m
0 Mr. ALBOSTA. Mr. Speaker, I rise
today to urge my colleagues to join me
in supporting H.R. 6286, the Patent
Law Amendments of 1984.

I am pleased that incorporated in
these important patent law amend-
ments is my bill, the Patent Invention
Protection Act. This amendment stip-
ulates that process patent foreign in-
fringers be liable to penalties for im-
porting goods produced overseas
through U.S. patented methods. Any
unauthorized importer of a product
made in another country by a process
patented in the United States shall be

i liable as an infringer.
In my view this particular amend-

ment t9 the current patent laws is
long overdue. Its passage is necessary
in order to signal a strengthening of
the incentive role for American invest-
ment and innovative efforts by U.S.
companies here in the United States

-through the use of patent laws. Clear-
ly, this is one way in which we can
strive to strengthen our technological
,base by remedying the infringement of
process patents by offshore production

Las expressed in these amendments
before us.

I firmly believe that it is essential to
provide U.S. inventors with the protec-
tion they need on patents by insuring
that an avenue of recourse is available
if a patent or technology is stolen and
reproduced in another country.

Therefore, I am encouraged by the
expeditious passage of this legislation
through the Judiciary Subcommittee
on Courts, Civil Liberties and the Ad-
ministration of Justice. I thank the
chairman. Mr. KASTENMEIER and mem-
bers of the subcommittee for their
consideration. I urge my colleagues to
Vote in favor of this measure.e

" Mr. KASTENMEIER. Mr. Speaker, I
have no further requests for time, and
I Yield back the balance of my time.
The SPEAKER pro tempore. The

question is on the motion offered by
the gentleman from Wisconsin [Mr.
ECASTENMEIER] that the House suspend
[the rules and pass the bill, H.R. 6286,
as amended.

The question was taken; and (two-
thirds having voted in favor thereof)
the rules were suspended and the bill,
as amended. was passed.

A motion to reconsider was laid on
the table.

GENERAL LEAVE
Mr. KASTENMEIER. Mr. Speaker, I

ask unanimous consent that all Mem-
bers may have 5 legislative days in
which to revise and extend their re-
marks, and include extraneous materi-
al on H.R. 6286, the bill just passed.

The SPEAKER pro tempore. Is
there objection to the request of the
gentleman from Wisconsin?

There was no objection.

FURTHER MESSAGE FROM THE
SENATE

A further message from the Senate
by Mr. Sparrow, one of its clerks, an-
nounced that the Senate had passed
without amendment a johilt resolution
of the House of the following title:

H.J. Res. 653. Joint resolution making
continuing appropriations for the fiscal year
1985, and for other purposes.

TRADEMARK AMENDMENTS OF
1984

Mr. KASTENMEIER. Mr. Speaker, I
move to suspend the rules and pass
the bill (H.R. 6285) to clarify the cir-
cumstances under which a trademark
may be canceled or considered aban-
doned.

The Clerk read as follows:
H.R. 6285

Be it enacted by the Senate and House of
Representatives of the United States of
America in Congress assembled, That this
Act may be referred to as the "Trademark
Amendments Act of 1984".

SEC. 2. Section 14 of the Act of July 5,
1946 (15 U.S.C. 1064) (commonly known as
the Trademark Act of 1946), is amended by
adding at the end thereof the following.
"For purposes of subsection (c) of this sec-
tion. a registered mark shall not be deemed
to be the common descriptive name of a
product merely because the mark is used to
identify a unique product or service. The ex-
clusive test for determining whether a regis-
tered trademark has become a common de-
scriptive name shall be whether the rele-
vant public understands the trademark to
function as a mark or as a common descrip-
tive name.".

SEC. 3. (a) Section 45 of the Act of July 5,
1946 (15 U.S.C. 1127). is amended by striking
out the paragraph which begins -to read
"The term 'trademark"' and inserting in
lieu thereof the following

"The term 'trademark' includes any word,
name, symbol, or device or any combination
thereof adopted and used to identify and
distinguish the goods of one manufacturer
or merchant, including unique goods, from
those manufactured or sold by others and to
indicate that the goods come from a single
source, even if that source is unknown.".

(b) Section 45 of the Act of July 5. 1946. is
further amended by striking out the first
sentence of the paragraph which begins to
read "The term. 'service mark"' and insert-
ing in lieu thereof the followinrg:

"The term 'service mark' means a mark
used in the sale or advertising of services to
identify and distinguish the services of one
person. including unique services, from the
services of others and to Indicate that the
services come from a single source. even if
that source is unknown.".

(c) Section 45 of the Act of July 5. 1946. is
further amended by adding after the period
at the end of subsection (b) in the para-

graph which begins to read "A mark shall
be deemed 'abandoned'" the following:
"Purchaser motivation shall not be a test
for determination of abandonment under
this subsection.".

SEC. 4. The amendments made by this Act
shall not affect any action pending on the
date of the enactment of this Act and shall
not affect any mark which, before such date
of enactment, was finally determined to
have been abandoned.

The SPEAKER pro tempore. Pursu-
ant to the rule, a second is not re-
quired on this motion.

The gentleman from Wisconsin [Mr.
KASTENMEIER] will be recognized for 20
minutes, and the gentleman from Cali-
fornia (Mr. MOORHEAD] will be recog-
nized for 20 minutes.

The Chair recognizes the gentleman
from Wisconsin [Mr. KASTENMEXER].

Mr. KASTENMEIER. Mr. Speaker, I
yield myself such time as I may con-
sume.

(Mr. KASTENMEIER asked and was
given:permission to revise and extend
his remarks.)

Mr.. KASTENMEIER. Mr. Speaker,
the blill before us clearly defines the
appropriate test for courts to apply in
determining whether a mark has
become generic.

Last year an unusual development in
trademark law occurred and was duly
brought to my attention. A three-
judge panel of the Ninth Circuit Court
of Appeals decided to apply a new
method for determining whether a
product had become generic. Under
the ninth circuit test, courts are en-
couraged to look toward the purchas-
er's motivation, not just as to identity
of the product, but also as to source.
Thus, for a trademark to avoid becom-
ing generic its user must convince a
majority of the relevant public that a
particular company produces the prod-
uct. Thus, because such a test would
be so difficult to meet, a number of
well-known products such as Tide,
Crest, Mr. Clean, or Brillo could
become generic.

Because the 'test used by the ninth
circuit may cause extreme uncertainty
in trademark law and practice, and be-
cause it represents such a substantial
departure 'from prior law, this bill
clarifies the test for determining
genericism. Under the bill, the exclu-
sive test for determining whether a
registered trademark has become a
common descriptive name shall be
whether the' relevant public under-
stands it to fbnction as a mark or as a
common descriptive name.

Unless Congress clarifies the trade-
mark law and acts to reestablish its
basic principles, the Anti-Monopoly de-
cision will sow chaos in the merchan-
dising of brand name products. H.R.
6285 does not propose a new generic-
ness standard, but -returns to the basic
test of whether the understanding of
the public is that the term is recog-
nized as a trademark. The ninth cir-
cuit's error is corrected by making
clear that trademark validity is not
measured by whether a mark is used
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as the proper name of or to identify a
unique article, and also by affirming

'that purchaser motivation is not rele-
vant in determining genericness.

Hearings were held before the Sub-
committee on Courts, Civil Liberties.
and the Administration of Justice,
which I chair, on June 28, 1984. Every
witness expressed disagreement with
the ninth circuit decision. There is no
organized opposition to the legislation.
Indeed the legislation has the support
of the Consumer's LUnion.

I recognize that Congress should ex-
ercise great care in reaching results
contrary to court decision. In this case,
however, the bill does not affect the
parties to the litigation in question.
All the bill does is to clarify congres-
sional intent on what tests should be
used to determine genericism in trade-
mark law.
SFCTION-BY-SECTION ANALYSIS OF H.R. 6285..

"TRADEMARK A;MENDMENTS AcT OF 1.984"
Section 1 of the bill provides the title,

"Tradernark- Anme:d:lnints Act of 1984."
This Act is intended to clarify the rule of
law to be applied in determining whethether a
mark has become generic. The term "gener-
ic" is not used explicitly in the Lanham Act
but has been used by a number of courts as
a shorthand substitute for the term
"common descriptive name." See 15 U.S.C.
1§§1064(c) and 1065(4) (which provide for
proceedings to cancel marks which have
become a "common descriptive name of an
article or substance"). The general rule of
trademark law since at least 1938 has been
that a mark is generic if the public under-
stands the mark as identifying a particular
mark, rather than the source of that prod-
uct. See, e.g., Kellog Co. v. National Biscuit
Co., 305 U.S. 111 (1938) (relating to shred-
ded wheat); see also Miller Brewilng Cc.pa-
ny, v. G. Heileman Brewing Co., 561 F.2d 75,
80-81 (7th Cir. 1977), cert. denied, 434 U.S.
1025 (1978) (finding LITE beer a generic
term). This rule was severely undermined by
the decision of the Ninth Circuit Court of
appeals in Anti-Monopoly Inc. v. General
Mills Fun Group, 684 F.2d 1316 (9th Cir.
1982), cerL denied, - U.S. - (1983). The
Court in that case applied a standard which
appears to be aberrent in terms of trade-
mark law. This is not to say, however, that
the result of the particular case should have
been different. It is possible that the prod-
auct involved-Monopoly-should be treated
as a common descriptive name under the
law In other circuits. See C. Trillin, U.S.
JournaL' Berkeley, Cal, Monopoly and His-
tory, New Yorker, February 13, 1978 at 90.
See also Letter from Irving Marguiles (Gen-
eral Counsel, Department of Commerce) to
Hon. Robert W. Kastenmeier, June 15. 1984,
at 2, reprinted in Trademark Genericism
Hearings (hereinafter Marguiles Letter).

The purpose of this Act is to prevent the
Use of the purchaser motivation test used by
the Ninth Circuit from being applied to
trademark cases in the future. See section 4
of the Act.

Section 2 of the bill provides that 15
U.S.C. 1 1064 is amended to provide that "a
registered mark shall not be deemed to be a
common descriptive name of a product
merely because the mark is used to identify
a unique product or service. The exclusive
test for determining whether a mark has
become a common descriptive name shall be
whether the relevant public understands
the trademark to function as a mark or as a
common descriptive name." The original bill
introduced on this subject in the House,
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H.R. 4460, used the term "a majority of the
public." This term was criticized as posing a
potential risk of unnecessary litigation and
in some cases may have produced irrational
results. See Testimony of Michael Grow (on
behalf of the United States Trademark As-
sociation) in Trademark Genericsnmr Hear-
ings on H.R. 4460 Before the Subcomm. on
Courts, Civil Liberties and the Administra-
tion of Justice of the Comm. on the Judici-
ary, 98th Cong. 2d Sess. (1984) (hereinafter
Trademark Genericicm Hearings). Thus,
the relevant question became whether "the
public understands that the term at issue is
a trademark which identifies goods as
coming from a single source." Greenbaum,
Ginsberg, and Weinberg, A Proposal for
Evaluating Genericism After Anti-Monopo-
I'V. 73 TRAEIEMARK REPORTER 101. 102, and
105 (1983); see also Mrarguriles Letter.
.,Sctioa: 3 makes conforming amendments

t^6he definitions of trademark and "service
mark" in subsections (a) and (b). Subsection
(c) of section three of the Act provides that
section 45 of the Lanham Act, 15 U.S.C.
§ 1127, is further amended to read that:
"Purchaser notification shall not be a test
for determination of abandonment under
this section." This change is derived, in
part, from the testimony of Judge Nies of
the Court of Appeals of the Fede-ai Circuit.
Trademark Genericism Hlearings, supra.
This language also comes, in part, from
Judge Nies' concurring opinion in In re D.C.
Comics, 689 F.2d 1042 (CCPA 1982).

Section 4 of the bill provides that the
amendments made by this Act shall not
affect any action pending on the date of en-
actment of this Act. The Committee has
generally taken the position that changes in
the law should not apply to pending cases.
This policy choice is sound for three distinct
reasons. First, the Committee should not
penalize litigants who may have engaged in
conduct-including the investment of sub-
stantial sums of money-in reliance on the
existing state of the law, Second, the Com-
mittee cannot know fully of the existence of
all pending cases. It is possible that the ap-
plication of any change in the law would be
inequitable to some of those litigants. Final-
ly, the Committee generally avoids the ret-
roactive application of statutes so as to pre-
vent the unseemly situation of Congress
being used to provide more well-heeled par-
ties (who have greater access to the poten-
tial process) from reaping economic advan-
tage solely because of their size.

The non-application of this Act to pend-
ing cases may not. however, produce differ-
ent results in most instances. If, as the Com-
mittee believes, the Ninth Circuit decision
in Anti-Monopoly is informed by a purchas-
er motivation test which was not proper
under the Lanham Act before this Act, then
most courts will continue to find the ration-
ale of the Ninth Circuit decision incorrect.
See. e.g. Warner Bros., Inc. v. Gay Toys, Inc.,
--- F.2d ---- (2nd Cir. 1983).

Section 4 also provides that nothing in
this Act shall serve to revive any mark
which, before the date of enactment, was fi-
nally determined to have been abandoned.
This section is intended to prevent the reli-
tlgation of imsucs already decided. This sec-
tion also comports with basic principles of
collateral estoppel law. See, e.g., Miller
Brewing Co. v. Falstaff Brewing Corp., 655
F.2J 6 (lst Clr. 1981) (finding that the Sev-
enth Circuit has fully and fairly litigated
the question of whether Lite beer was ge-
neric: the plaintiff was estopped from reliti-
gating the issue). Thus, nothing in this Act
will permit the owners of Monopoly to use
this Act as a basis for reopening litigation
against the owners of Anti-Monopoly. Nor
does this Act alter the ordinary rules of col-
lateral estoppel. For example, if the owners
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of Monopoly sued a party in a circuit other
than the Ninth Circuit concerning the valid-
ity of the mark for Monopoly, the defen-
dent in that case could arguable assert a col-
lateral estoppel defense. The court in that
case should resort to ordinary principals of
law to determine what issues were decided
In the Ninth Circuit, and then whether
equity and collateral estoppel prevent asser-
tions'concerning the validity of Monopoly to
be relitigated.

0 1800

Mr. Speaker, I reserve the balance of
my time.

Mr. MOORHEAD. Mr. Speaker, 1
yield myself such time as I may con-
sume.

Mr. Speaker, I rise in support of
H.R. 6285. the "Trademark Amend-
ments Act of 1984," which will clarify
the standard courts use to determine
when a trademark has in fact, become
generic. Existing law, amended in
1946,' 15 U.S.C. 1064(c) states that a
trademark can be canceled "at any
time if the registered trademark be-
comes a common descriptive name of
an article or substance."

In determining when a trademark
becomes a generic term, the courts
have followed a well established and
accepted test for more than 60 years.
That test is whether a majority of the
purchasing public recognizes and ac-
cepts the term as a trademark, as a
way of identifying and distinguishing
a specific product or service.

Last year, however, the ninth circuit
court of appeals, in Antimonopoly
against General Mills Fun Group
adopted a "motivational test" to deter-
mine genericness. The "motivational
test" focuses on whether a majority of
the relevant public can identify the
producer of the product by nalne. In
Antimonopoly, the court held that
"monopoly" had become a generic
term because a majority of consumers
surveyed were motivated primarily by
a desire to play the game and not by
the fact that Parker Brothers manu-
factured Monopoly.

If the ninth circuit continues to
apply the "motivation test" and if
other circuits were to adopt it, there is
the very real possibility that many
well-established trademarks would be
lost. Moreover, the resulting confusion
among consumers would be enormous.
Additionally, the conflict over the va-
lidity of existing marks would in all
likelihood lead to a significant in-
crease in costly litigation.

H.R. 6285, which enjoys broad bipar-
tisan support in both Houses of Con-
gress, would rectify this situation by
clarifying the circumstances under
which a trademark may be canceled or
considered abandoned because the
term has become generic. It does not
propose a new standard for generic-
ness, but reiterates the basic test for
maintaining a trademark, which is
whether the public recognizes the
name as a trademark. The legislation
is supported by the administration.
the United States Trademark Associa-
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tion. the'business community, several
trade associations, and the Consumers
Union. Accordingly, I urge my col-
leagues to support the passage of H.R.
6285.

Mr. KASTENMEIER. Mr. Speaker, I
have no further requests for time.

Mr. MOORHEAD. Mr. Speaker, I
have no further requests for time, and
I yield back the balance of my Lime.

The SPEAKER pro tempore (Mr.
MONTGOMERY). The question is on the
motion offered by the gentleman from
Wisconsin [Mr. KASTENMEIER] that the
House suspend the rules and pass the
bill, H.R. 6285.

The question was taken; and (two-
thirds having voted in favor thereof)
the rules were suspended and the bill
was passed.

A motion to reconsider was laid on
the table.

GENERAL LEAVE
Mr. KASTENMEIER. Mr. Speaker. I

ask unanimous consent that all Mem-
bers may have 5 legislative days in
which to revise and extend their re-
marks, and to include extraneous ma-
terial. on H.R. 6285, the bill just
passed.

The SPEAKER pro tempore. Is
there objection to the request of the
gentleman from Wisconsin?

There was no objection.

SENSE OF CONGRESS CONCERN-
ING BULGARIA'S ABUSES OF
CUSTOMS CONVENTION
Mr. FEIGHAN. Mr. Speaker. I move

to suspend the rules and agree to the
concurrent resolution (H. Con. Res.
337) concerning' Bulgaria's abuses of
the Customs Convention on the Inter-
national Transport of Goods under
Cover of TIR Carnets in facilitating
the transportation of illicit narcotics,
smuggled arms, and terrorists, as
amended.

The Clerk read as' follows:
H. CON. Rzs. 337

Whereas the 1975 Customs Convention on
the International Transport of Goods under
Cover of TIR Carnets is designed to facili-
tate the international transport of goods by
exempting sealed vehicles from customs in-
spections;

Whereas United States Government offi-
cials have testified before the Congress that
the Government of Bulgaria has established
Ia Policy of encouraging and facilitating traf-
ficking in illicit narcotics through its official
Import-export agency. KINTEX, and the
0Government of Bulgaria has used the TIR
Convention in carrying out this policy;

Whereas those officials also testified that
IKINTEX has assisted the illicit flow of
anms and ammunition to insurgent groups;

: Whereas it is clear that the Government
-Of Bulgaria has repeatedly abused the TIR
iConvention in order to facilitate the trans-
LPortation of illicit narcotics, arms, and ter-
rorists;

Whereas the TIR Convention provides
that any contracting party may, by notifica-.
tlon to the Secretary General of the United
?Nations. request that a conference be con-

-Vened for the purpose of reviewing the Con-
¥entlon and further provides that a review
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conference shall be convened by the Secre-
tary General if not less than one-fourth of
the contracting parties notify him of their
concurrence with the request:

Whereas the TIR Convention also allows
countries to take certain steps in order to
prevent abuses. including examination of ve-
hicles by customs officials when irregularity
is suspected and in other exceptional cases:
and

Whereas the United States, and other
contracting parties to the TIR Convention.
should not allow the Convention to be used
to facilitate the transportation of illicit nar-
cotics, arms. and terrorists: Now. therefore.
be it

Resolved by the House of Representatives
(the Senate concurringi, That it is the sense
of the Congress that-

(1) the United States should request, in
accordance with the Customs Convention
on the International Transport of Goods
under Cover of TIR Carnets. that the Secre-
tary General of the United Nations convene
a review conference to determine what steps
should be taken to end Bulgaria's abuses of
that Convention in facilitating the transpor-
tation of illicit narcotics. arms, and terror-
ists; and

(2) the President should encourage other
contracting parties to the TIR Convention
to concur in ths request and to otherwise
use the procedures provided in the Conven-
tion to end Bulgaria's abuses of the Conven-
tion.

The SPEAKER pro tempore. Is a
second demanded?

Mr. GILMAN. Mr. Speaker,. I
demand a second.

The SPEAKER pro tempore. With-
out objection. a second will be consid-
ered as ordered.

There was no objection.
The SPEAKER pro tempore. The

gentleman from Ohio [Mr. FEIGHAN]
will be recognized for 20 minutes, and
the gentleman from New York IMr.
GILMAN] will be recognized for 20 min-
utes.

The Chair recognizes the gentleman
from Ohio [Mr. FEIGHAN].

Mr. FEIGHAN. Mr. Speaker. I yield
myself such time as I may consume.

(Mr. FEIGHAN asked and was given
permission to revise and extend.his re-
marks.)

Mr. FEIGHAN. Mr. Speaker. this
resolution addresses the Government
of Bulgaria's support for terrorism.
Earlier this summer the Task Force on
International Narcotics Control held
two hearings on this subject, and we
heard testimony from several wit-
nesses. Nearly all of them came to the
same conclusion: That Bulgaria-as a
matter of official Government policy-
is aiding. abetting, and, in some cases.
directing drug traffickers, gun smug-
glers. and international terrorists.

According to the U.S. Drug Enforce-
ment Administration, Kintex-an offi-
cial Bulgarian import-export agency-
has been trading in guns and drugs for
at least 14 years. Typically, Kintex
buys arms from sanctioned European
dealers. These weapons are then
traded to Middle East terrorist and
trafficking groups in exchange for
heroin. The heroin. in turn, is sold by
Kintex to European narcotics smug-
glers. DEA officials estimate that at
least 10 percent of the heroin that

enters the United States each year
comes from Bulgaria, and they added
that narcotics sales are a key source of
hard Western currency for the Bulgar-
ians. Bulgaria also uses the drugs-for-
guns network to gather intelligence
and arm terrorist groups throughout
Europe and the Middle East.

The task force also found that most
of the contraband brokered by Bulgar-
ia is carried by truck. An international
agreement known as the Customs Con-
vention on the International Trans-
port of Goods allows trucks traveling
through Europe to be exempt from
customs inspections until the end of a
journey. At least 25.000 trucks pass
through Bulgaria each year under this
procedure, and it is increasingly clear
that the Government of Bulgaria has
abused this convention in order to fa-
cilitate transportation of illicit narcot-
ics, arms, and terrorists. That is the
traffic this resolution is trying to cur-
tail.

Specifically, House Concurrent Res-
olution 337 calls on the Secretary of
State to request a reconvening of the
Customs Convention. The conference
would discuss steps that might be
taken to prevent further abuses of the
treaty, including provisions for stricter
inspections and spotchecks when irreg-
ularities are suspected. The conven-
tion must be called if one-quarter of
the signatory nations concur in the
U.S. request.

Let me add that both the State De-
partment and the Customs Service
have endorsed this legislation. The
State Department had been concerned
that passage of this bill might create
the impression that the U.S. Govern-
ment was interfering in Italy's judicial
proceedings concerning the attermpt-
ing assassination of the Pope. But I of-
fered an amendment in committee
which deleted from the bill any refer-
ence to the Italian investigation.

Mr. Speaker, in closing I would like
to thank the gentleman from New
York [Mr. GILMAN] for introducing
this resolution with me and for all of
his fine- work on the task force- I
would also like to thank the gentle-
man from Indiana [Mr. HAMILTON] for
holding hearings on the resolution
before the Subcommittee on Europe
and the Middle East. Finally. I woauld-
like to thank the distinguished and .ef-
fective chairman of our committee
[Mr. FASCELL] for his help in advanc-
ing this resolution to the floor. I urge
all of my colleagues to support this
resolution.

Mr. GILMAN. Mr. Speaker, I yield
myself such time as I may consume.

.(Mr. GILMAN asked and was given
permission to revise and extend his re-
marks.)

Mr. GILMAN. Mr. Speaker, I rise in
support of House Concurrent Resolu-
tion 337 as amended, legislation con-
cerning Bulgaria's facilitating' .the
transportation of illicit narcotics,
smuggled arms, and terrorists. I wish
to associate myself with the remarks
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