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| Calendar No. 1213

98TH CONGRESS S
2D SESSION 1 990
°
[Report No. 98-627]

To clarify the circumstances under which a trademark may be canceled or
abandoned.

IN THE SENATE OF THE UNITED STATES

OctoBER 21 (legislative day, OcTOBER 17), 1983

Mr. HarcH (for himself, Mr. LEany, Mr. THURMOND, Mr. LaxarLT, Mr. DOLE,
Mr. SiMpPsoN, Mr. GrRASSLEY, Mr. East, Mr. DECoONCINI, Mr. BaUcus,
Mr. HeFuIN, Mr. McCLURE, Mr. HeELMS,-Mr. DENTON, Mr. KENNEDY, and
Mr. WiLson) introduced the following bill; which was read twice and re-
ferred to the Committee on the Judiciary
September 20 (legislative day, SEPTEMBER 17), 1984
Reported by Mr. THURMOND, with an amendment

[Strike out all after the enacting clause and insert the part printed in italic]

A BILL

To clarify the circumstances under which a trademark may be
| canceled or abandoned.

1 Be 1t enaded by the Senate and House of Representa-
2 tives of -the United States of America in Congress assembled,
3 That this Aet may bo eited as the “Trade-Mark Clarifiention
4 At of 19837 o
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Sne: 9. Seetion 14(e) of the Lanham Trade-Mark At
eolon ab the ond ef sueh seetion the follewing: S exeept thas
s registered mark shall not bo deemed to be the commen

deseriptive name of goods or serviees merely beeause sueh

mark is alse used as & proper name of or to identify o unique
produet or serviee: The primery signifieance of the registered
mark to the purehesing publie rather than purehaser metiva-
tion shall be the test for determining whether the registored
mark has beeome the eommen deseriptive name of goeds or
services in donnotion with which it has beon used”:
Sne- 5 Section 45 of the Lanham Trade-Mark Aect 15
B-8-6- 1127 is amended as follows:
word; name; symbel; or dewiee or any eombination thereof
adopted end used by o menufacturer or merehant to identify
his goods and distinguish thom from those manufactured or
deviee or any eombination thercof adopted and used by a
manulneturor or morehant to identify and distinguish his
or sold by others and to indieate the souree of the goods;
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@) Strike oub “The term ‘sorvice mark! means & merk
used in the sale or advertising ef serviees to identify the serv-
‘servioe merk’ means & mark used in the selo or advertising
of serviees to identily and distinguish the serviees of ene
person; ineluding o unique serviee; from the serviees of
others and to indieate the seurco of the servieos; albeit

b2

() Add ot the end of subparagraph () in the definition
of “Abandonment of mark’ the following new sentenee:
“The primary signifieance of the mark to the purehesing
publie rather then purehaser motivation shall be the test for

That this Act may be cited as the “Trademark Clarification

Aect of 1983 _

SEc. 2. Section 14(c) of the Trademark Act of 1946,
commonly known as the anhdm Trademark Act (15 U.S.C.
1064(c)) is amended by adding before the semicolon at the
end of such section a period and the following: “A registered
mark shall not be deemed -to be the common descriptive hame_
of goods or services solely because such mark is also used as
a name of or to identify a um'Que product or service. The
primary significance of the registered mark to the -relevant

public rather than purchaser motivation shall be the test for
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determining whether the registered mark has become the
common descriptive name of goods or services in connection
with which it has been used”’.

SEc. 3. Section 45 of such Act (15 U.S.C. 1127) is.
amended as follows:

(1) Strike out “The term ‘trade-mark’ includes
any word, name, symbol, or device or any combination
thereof adopted and used by a manufacturer or mer-
chant to identify his goods and distinguish them from
those manufactured or sold by others.” and insert in
liew thereof the following: ‘“The term ‘trademark’ in-
cludes any word, name, symbol, or debice or any com-
bination thereof adopted and used by a manufacturer
or merchant to identifyv and distinguish his goods, in-
cluding a dm’que product, from those manufactured or
sold by others and to indicate the source of the goods,
even if that source is unknown.”.

(2) Strike out “The term ‘service mark’ means a mark
used in the sale or advertising of services to identify the serv-
ices of one person and distinguish them from the services of
others.” and insert in lieu thereof the following: “The lerm
‘service mark’ means a mark used in the sale or advertising
of services to identify and distinguish the services of one

person, including a unigque service, from the services of
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1 others and to indicate the source of the semices; even if |

2 that source is unknown.”. |

3 (3) Add at the end of subparagraph (b) in the
paragraph which begins “A mark shall be deemed to be

4

5 ‘abandoned’ “, the following new sentence: ‘‘Purchaser
6 motivation shall not be a test for determining abandon-
7

ment under this subparagraph. "
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